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Law of Intellectual Property

PART ONE: INTELLECTUAL PROPERTY RIGHTS IN GENERAL

Introduction

Intellectual properties are of different typesellgctual property is a wide domain in its
own territory and compromises different items reupgd to be independent subject
matters. These various items, though they have rtangs to share, each manifests its
own unique feature. To identify which specific lawgulates a case, we need to
determine the type of the property involved as emela of law specifies its own subject

matter. Thus, it will be of paramount importancelistinguish them all.

Intellectual property laws have goals to attaine Tiiterpretation of these laws demands a
good understanding of the rationale behind eachpooent of law. To facilitate this
opportunity, discussion on justification of IP msportant.

To this effect, this part aims to introduce the aapt of intellectual property rights and
the justifications for their protections. As suithjeals with the origin, concept and scope

of intellectual property rights.

Objectives
At the end of this part, you will be able to
» Identify the general natures of intellectual praper
» Distinguish the various types of intellectual prape
» Identify the water shade between the specific swbjeatters of intellectual
properties;

» Explain the justifications for the protection ofellectual properties.

Chapter One: Introduction to Intellectual Property Rights

Introduction

It is known that intellectual property rights am@perty rights. On top of this, they are the
domain of properties. As the employment of the wiantkllectual” implies, this domain
is composed of the fruits diuman intellect In view of the extent of the required

magnitude of‘intellectual labour” instead of‘physical labour” in the production of
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intellectual properties, we may have the couraggesignate intellectual properties as the
finest properties which deserve the best protection.
The subject matters of intellectual properties @s® categorized into various specific
classes. Discussing those types of intellectugbgmtces is the concern of the following
sub-topic.
Objectives
At the end of this chapter, student will be abte to

» Explain the concept of intellectual property;

» |dentify the scope of intellectual property rights;

» Distinguish various intellectual property rights.

1.1 Concept, Scope and Nature of Intellectual Proply Rights
1.1.1 Intellectual Property in General

The division of property as movable and immovaliigf is tangible, was known in

Roman law and has been adopted by modern Civil £oba@s kind of classification is

also provided under art.1226 of the Civil Code. ldwer, “as a result of the industrial
revolution and the rapid development made in tldd$i of science, technology and
culture, new kinds of property came into existencéew rights and properties like
patents, copyright and industrial designs, whicimeato be known as intellectual
property rights (IPRs) received attention due ®rthnique characteristics.

Intellectual propertys so broad that it has many aspects. It standgréampings of rights

which individually constitute distinct rights. Hower, its conception differs from time
and it to time. It is subject to various influenc&se change in information technology,
market reality (globalization) and generality haafected the contents of intellectual
property. For instance, in olden days-because Ig@ioa creation of life, say plants or
animals were not protected. Thus, defining IP fSadilt as its conception changes. It is

diverse, challenging and has application in owntdagy life.
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IP is a section of law which protects creationghaf mind, and deals with intellectual
creations. Is it a workable definition? It is alsmmmonly said that one cannot patent or
copyright ideas.

Intellectual property, as a concept, “was origynallesigned to cover ownership of
literary and artistic works, inventions (patentsidarademarks”. What is protected in
intellectual property is the form of the work, thevention, the relationship between a
symbol and a business. However, the concept dfentaal property now covers patents,
trademarks, literary and artistic works, designd amodels, trade names, neighboring
rights, plant production rights, topographies ahseonductor products, databases, when
protected by asui generisright, unfair competition, geographical indicatspntrade
secrets, etc.

Those types of intellectual property have been atdtarized as “pieces of information
which can be incorporated in tangible objects atdame time in an unlimited number of
copies at different time and at different locatiamywhere in the world”. In other words,
intellectual property rights are intangible in natudifferent from the objects they are
embodied in. The property right is not in those iespbut in the information which
creates in them.

In today’s world, the international dimension offeittectual property is of ever increasing
importance for three compelling reasons. First, tdoenposition of world trade is
changing. Currently, commerce in intellectual prtypehas become an even greater
component of trade between nations. The vafumformation products has been
enhanced greatly by the new technologies of thei-senductor chip, computer
software and biotechnology. Second, the world comméhas become even more
interdependent, establishing a need for internaticonoperation. No longer can a single
country impose its economic will on the rest of therld. Accordingly, countries have
recognized this interdependence and have calledafdroadening of international
agreements/arrangements involving intellectual ertyp Third, new reprographic and

information storage technologies permit unautharizepying to take place faster and
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more efficiently than ever, undermining the creatavork. There is a general feeling in
the developed countries that much of this sortagfying takes place in the third world
due to the relaxation of legal standards. All thieetors have prompted the international
community as a whole to accord due recognitiomtellectual property and intellectual

property regime.

Thus, the above reasons widen the scope of intefle@roperty rights. Among the
bundles of intellectual property rights, copyrighat deals with the protection of literary,

artistic and scientific works is one

1.1.2 The Concept of Intellectual Property

Intellectual property, very broadly, means the legaoperty which results from
intellectual activity in the industrial, scientifand artistic fields. Countries have laws to
protect intellectual property for two main reaso@ge is to give statutory expression to
the moral and economic rights of creators in toesations and such rights of the public
in access to those creations. The second is togigras a deliberate act of government
policy, creativity and the dissemination and agilmn of its results and to encourage fair
trading which would contribute to economic and abdevelopment.

Generally speaking, IP law aims at safeguardingators and other producers of
intellectual goods and services by granting thertagetime- limited rights to control the
use made of those productions. These rights dapyy to the physical object in which
the creation may be embodied but instead to thelléctual creation as such. IP is
traditionally divided into two branches: “industrigproperty and copyright”. The
convention establishing the World Intellectual Rndp Organization (WIPO), concluded
in Stockholm on July 14, 1967 (Art. 2(viii) provislehat “intellectual property shall
include rights relating to: 1) literary, artistieich scientific works: 2) performances of
performing artists, phonograms and broadcasts;n@gntions in all fields of human
behaviour; 4) scientific discoveries; 5) industrisigns; 6) trademarks, service marks,
and commercial names and designations; 7) proteetjiainst unfair competition and all
other rights resulting from intellectual activity industrial scientific, literary or artistic

fields”.
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The areas mentioned under (1) belong to the coplyhbganch of intellectual property.
The areas mentioned in (2) are usually called ‘meoging rights”, that is, rights
neighboring on copyright. The areas mentioned uBdérand 6 constitute the industrial
property branch of IP. The areas mentioned may laésoonsidered as belonging to that
branch.

The expression industrial property covers invergi@nd industrial designs. Simply
stated, inventions are new solutions to technicablems, and industrial designs are
aesthetic creations determining the appearancenddistrial products. In addition,
industrial property includes trademarks, servicerksia commercial names and
designations, including indications of source apg@edlations of origin, and protection
against unfair competition. Hence the aspect @lledtual creations -although existent -
is less prominent, but what counts here is thatothject of industrial property typically
consists of signs transmitting information to cansws, in particular, as regards products
and services offered on the market, and that th&tegtion is directed against
unauthorized use of such signs which is likely tslead consumers and misleading

practices in general.

Scientific discoveries are not the same as invastioThe general treaty on the
international recording of scientific discoverid®78/ defines a scientific discovery as
‘the recognition of phenomena, properties or lafshe material universe not hitherto
recognized and capable of verification. “(Art. X{()) Inventions are new solutions to
specific technical problems. Such solutions muaturally rely on the properties or laws
of the materials universe /otherwise they couldbetnaterially or ‘technically’ applied/,
but those properties or laws need not be propeostiégws’ not hitherto recognized’. An
invention puts to new use, to new technical use stid properties or laws, whether they
are recognized (“discovered”) simultaneously withking the invention or whether they
were already recognized (“discovered”) before amttpendently from the invention.
Industrial and cultural development may be favourgdtimulating creative activity and
facilitating the transfer of technology and thesdimination of literary and artistic works.

In the Ethiopian legal system too the protectiomtdllectual property rights is afforded
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at constitutional level. The FDRE Constitution rgezes that every Ethiopian citizen
has the right to ownership of private property widrtain restrictions. Article 40(2)
defines private property as any tangible or inthlegproduct which has value and is
produced by the labor, creativity, enterprise opiteh of an individual citizen,
associations which enjoy juridical personality undlee law. Thus, the constitution
declares protection for every property whethessitangible or intangible. That means
protection is afforded equally for intellectual pesty rights as any other property since
they are intangible products.

It is difficult to determine what types of ownenshwe should allow for non corporeal,
intellectual objects, such as writings, inventi@ml secret business information. There
are intellectual properties which are not produofsthe mind. For instance, all
trademarks are not products of the mind. Trademarksition does not necessarily
require intellectual activity. The same holds tfae geographic indication. They don't
require the work of the mind like patent and coglyti

IP is a bundle of legal rights resulting from itgetual creativity in industrial, scientific,
artistic and literary fields. This definition isofm the point of view of rights.

IP is legal protection accorded to works of the anin distinction from manual work
(result of physical labour). It is a legal protectiaccorded to incorporeal ownership.
Regarding protection of I[P rights, there were histd, philosophical and
epistemological problems. Historically, reservatiexists as to the protection of such
rights as they don’t exhibit essential charactessof property, i.e. material existence.
They consider corporeal chattels only as propriety. them property should be subject

to appropriation/occupancy/.

The other problem is related to problems of phiptgo They believed that human beings
cannot be regarded as a creator of something. Shgyhuman beings cannot create

something. Which is also reflected in religions?
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The problems also relate with epistemology. Whatefiect is what we observe from the
world (our experience, life experience). The themtemporary writers wrote that IP

lacks essential characters to be considered pyopert

Through time the laws of various countries stattemhcorporate protection to intellectual
creativity, though they are independent. There tas@ factors in lumping intellectual

property rights together. These aamnceptual Basis and Historical Basis

Historical

The convention establishing the WIPO was signestatkholm in 1967 and entered into
force in 1970. However, the origin of WIPO goesktxr1883- the Paris Convention on
industrial property and 1886- the Berne Conventioncopyright. Both were placed
under the supervision of the Swiss Federal Govemhmmnitially there were two
secretaries (one for industrial property, and ofioercopyright). However, in 1893 the
two secretaries united. United International Bure&or the Protection of IP (BIRPI)
became WIPO.

Conceptual
IP rights objects (enterprises) are inherently pmapriable. They are intangible by
nature. Use by others cannot be denied by usingdbgession of a property first created.

Once you have written a book and published it tthen public may make use of that
property.

1.1.3 Scope of Intellectual Property Rights

Intellectual property rights include copyright, @at, trademark, geographic indication of
origin, industrial design, trade secrets, datalfas¢ection laws, publicity rights laws,

laws for the protection of plant varieties, laws floe protection of semi-conductor chips
(which store information for later retrieval), etc.

There is a conventional mode of classification wiellectual property as industrial

property and copyrights. Industrial properties uld inventions (patent), property

interest on minor invention (Utility model certifite) and commercial interests (trade
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marks, trade names, geographical indications, adastrial design), plant breeder rights,

biodiversity, etc.

Patents

A patent is a type of intellectual property righhieh allows the holder of the right to
exclusively make use of and sale an invention wdrendevelops an invention. Invention
iS a new process, machine, manufacture, composdfomatter. It is not an obvious
derivation of the prior art (It should involve amventive step). A person who has got a
patent right has an exclusive right. The exclusigat is a true monopoly but its grant

involves an administrative process.

Copyright

It is an intellectual property which does not esisdlg grant an exclusive right over an
idea but the expressions of ideas which makesfiérént from patent law. Patent is
related with invention - technical solution to tacal problems. Copyright is a field
which has gone with artistic, literary creativitgreativity in scientific works, audio-
visual works, musical works, software and othefger€ are neighboring rights. These are
different from copyright but related with it — perfers in a theatre, dancers, actors,
broadcasters, producers of sound recorders, epeotiects not ideas but expressions of
ideas as opposed to patent.

Copyright protects original expression of ideas tways the works are done; the
language used, etc. It applies for all copyrighgalvbrks. Copyright lasts for a longer
period of time. The practice is life of author pl&® years after his/her life.
Administrative procedures are not required, unlgaent laws, in most laws but in
America depositing the work was necessary and wveasified thereon but now it is
abolished.

Industrial Design Law
Some call this design right (European) and some icgatentable design, industrial
design (WIPO and other international organizatigh)design is a kind of intellectual

property which gives an exclusive right to a peragm has created a novel appearance
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of a product. It deals with appearance: how theykltke. Appearance is important
because consumers are interested in the outer rapgeaof a product. It is exclusively

concerned with appearance, not quality.

The principles which have been utilized in devabgpindustrial design law are from
experiences of patent and copyright laws. It shaoggright laws because the design is
artistic. It shares patent law because there amntdecc considerations. Design law
subsists in a work upon registration and commuiunalt makes them close to patent
law since they are also founded in patent law. Bamas most of the time 20 years like

the patent law trademark Rights law.

Trademarks Rights Law

It is a regime of the law giving protection to gnaprepresentation to words or logos or
depending on the jurisdiction question such as damnsmells which are distinctive in
nature and serve as source identification. Ther@ss a recent phenomenon which is
representing goods in their smell and sound. tbibe found on the goods associated
with them. It enables the customer to identify guods from others. They serve as a
source identifier. Trademarks perform communicationction. Once there is a valid
representation, it gives the mark owner an exctusight. It begins with registration and
publication of the mark. But there are exceptiosciv serve what trademarks registered
serve which are not registered. It means they deg@otection even though they are not
registered. They exist forever so long as the geitid which they are associated continue

to be sold. But they require renewal.

Right of Publicity
It protects the right to use one’s own name oméss for commercial purposes.

Geographic Indication
It is indications on products of the geographigioriof the goods. It indicates the general
source. The indication relates to the quality goutation or other characteristics of the

good. For example, “made in Ethiopia” is not infiged by the geographical Indication.
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Geographical indications are sometimes called #pels of origin. For example,

“Sheno lega”, “Shampagne” (name of a region in Eedrare geographical indications.

Trade Secrets

It gives the owner of commercial information thabyides a competitive edge the right
to keep others from using such information if theormation was improperly disclosed
to or acquired by a competitor and the owner of itfermation took reasonable
precautions to keep it secret. It protects confidéisecrets of some commercial value.
The holder of the secret wants this informatiorbéoprotected; some protect the holder
from an unauthorized disclosure of the informatidntort law, unfair competition or
contract law can protect such information whiclsesret /confidential information/. The
holder (owner) has to do his/her best to keep nfermation secret. Trade secrets exist
without registration as it is to make the informatipublic, for example, the formula of
Coca Cola. Information that are protected in traderets can be patentable if they are
novel and non obvious. But it is, most of the tinmet to make the secret public.
However, their full-fledged IP rights are contes¢ab

1.1.4 Nature of Intellectual Property
Intellectual properties have their own peculiartfieas. These features of intellectual
properties may serve to identify intellectual pmtigs from other types of properties.

Thus, we will discuss them in brief.

1. Territorial

Any intellectual property issued should be resolisgdational laws. Why is it an issue?
Because intellectual property rights have one ataristic which other national rights do
not have. In ownership of intellectual propertyimimovable properties, issues of cross
borders are not probable. But in intellectual praps, it is common. A film made in
Hollywood can be seen in other countries. The ntagkaot only the local one but also
international. If a design in China is imitated agother person in France which law

would be applicable?
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2. Giving an exclusive right to the owner

It means others, who are not owners, are prolibftem using the right. Most
intellectual property rights cannot be implemeniteghractice as soon as the owner got
exclusive rights. Most of them need to be testedsdaye public laws. The creator or
author of an intellectual property enjoys rightedarent in his work to the exclusion of

anybody else.

3. Assignable
Since they are rights, they can obviously be assigiicensed). It is possible to put a
dichotomy between intellectual property rights &amel material object in which the work

is embodied. Intellectual property can be boughlt),sor licensed or hired or attached.

4. Independence
Different intellectual property rights subsist hetsame kind of object. Most intellectual

property rights are likely to be embodied in obgect

5. Subject to Public Policy

They are vulnerable to the deep embodiment of pupdlicy. Intellectual property
attempts to preserve and find adequate reconotidtetween two competing interests.
On the one hand, the intellectual property righd&lérs require adequate remuneration
and on the other hand, consumers try to consumksweithout much inconvenience. Is

limitation unique for intellectual property?

6. Divisible (Fragmentation)

Several persons may have legally protected intesilved from a single original work

without affecting the interest of other right halsleon that same item. Because of the
nature of indivisibility, intellectual property &n inexhaustible resource. This nature of
intellectual property derives from intellectual pesty’s territorial nature. For example,

an inventor who registered his invention in Ethéomian use the patent himself in

Ethiopia and License it in Germany and assign Frence. Also, copyright is made up of
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different rights. Those rights may be divided idifferent persons: publishers, adaptors,

translators, etc.

Review Questions

1. Is intellectual property really property? Whyhy\hot?

2. What distinguishes intellectual property frorhearttypes of property?

3. Copyright, patent, trademark, and other similgints have their own peculiar features.

What are these? Why are they merged together dled datellectual property?
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Chapter Two: Theories of Intellectual Property (Judifications for

Intellectual Property Protection)
Introduction
Societies may be shaped fundamentally as propastiutions. These legal relationships
between individuals, different sorts of objects] éime state are not easy to justify. This is
especially true of intellectual property. It isfditilt enough to determine the appropriate
kinds of ownership of corporeal objects; it is eveore difficult to determine what types
of ownership we should allow for non corporealgllgctual objects, such as writings,
inventions, and secret business information. Thaptexity of copyright, patent, and
trade secret law reflects this problem.
Intellectual property is an increasingly signifitaand widespread form of ownership.
Many have noted the arrival of the "post-industsiatiety” in which the manufacture and
manipulation of physical goods is giving way to theduction and use of information.
The result is an ever-increasing strain on our lawd customs protecting intellectual
property. Now, more than ever, there is a needatefally scrutinize these institutions.
However, the question is why intellectual properteee protected. There are theories
developed in relation to protection of intellectpabperties. This chapter examines the
justifiability of those institutions.
Objectives
At the end of this chapter, students will be abte t

» Explain natural rights theory;

» Discuss personality theory;

* |dentify utilitarianism theory;

» Distinguish natural right theory from utilitariamistheory.

2.1 Natural Right theory: Labour Theory (Locke’s Theory)

Property right is a natural right. A person hasgatrto own the creation of his mind in
the same manner he owns creation of his labour.nvéhperson is deprived of what he
has created he becomes.
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At the beginning, everything was common but by gdabour /intellect/ it has become
private. We need to protect somebody’s labour bezdiuis a natural right. So, it may

take to conclude that intellectual property riglts natural rights.

The problem is that natural right theory doesn’peavith the temporal limitation of
intellectual property rights. It is true that temglolimitation is applicable to intellectual
property. Intellectual property is most of the timmaited in time as to the protection
accorded by law. This theory may be justifiable émrporeal ownership in which its
existence may be for indefinite period of time.imtellectual property, however, after

lapse of a certain time the work will be part cé fhublic domain.

Nothing can be called with greater prosperity mamgperty than the fruits of his labour.
The property in any article or reason of his owrchamical labour is never denied him;

the labor of his mind is no less worth of the pctitan of the law.

A person has a natural right to the fruits of fayour and that this should be recognized

as her property, whether in tangible or intangtblen.

John Locke has two theses. 1) Everyone has pyopght in the labour of his own body.
The labour of his body and the work of his hands@operly his. 2) The appropriation
of an unowned object (ideas or theories) arisebapplication of human labour to that
object. Mixing one’s own labour with unowned thicanfers upon a property right in the
whole thing. However, after appropriation there tmesnain objects of similar quality in

sufficient quantity for others: “Enough and as gdeftifor other.”

2.2. Personality Theory

Intellectual property rights are important to ceepersonal self assertion. As propounded
by Hegel, a person would be more self assertivenvghe/he owns property. He will feel
more equal (equality). He will be freer. It is msled that the work is the personal
expression of the author’s or the inventor's thdegBo he should be given the right to

decide when and how his work may be produced dopeed in public, and the right to
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prevent mutilations and changes. Intellectual priyp@aws are to be there to protect the
author’s or the inventor's manifestation of his gmrality. This is also backed by the

need for the safeguarding of the individual’s fremdof expression.

2.3. Utilitarian Theory

What do Intellectual Property Rights do? They mé#ie public good a private, a non
rivalorous — rivalorous and the non-exclusive —lesige, and the non-scarce scarce
which are not scarce by nature. The laws creaifeceit scarcity of knowledge. This is
because creators do not have the necessary ineantiess they have accorded some
means to control their knowledge. Unless this isejdhey lack the necessary economic

incentive. This is called utilitarian theory of étiectual property.

Utilitarian is institution socially beneficial. ktates that we have intellectual property
systems because it has the effect on the betterrieeonomic/ of the society. Its
correctness is to be assessed in the economicssuctthe countries. So, it is more of an
economic issue. We have witnessed tremendous tiegical advancements both in the
science and the arts.

The question is: would it be possible without ilgeiual property systems?

According to this theory, you do something becarmewill get something. Why should
we care about creations of society? Society shoatd about its creators because the
ultimate beneficiary is the society itself becatis®y give solution to technical problems.
Such theory has never been successful as we wogplecethem to be. There is an
objection from economists. When intellectual propers given exclusive rights,
according to them, it is a creation of a monopaiyt: Monopoly is contradistinguished
with a perfectly competitive market. If monopolyusarestricted it will result in market
crush. How does intellectual property right creat®nopoly? How do antitrust

organizations fight monopoly?

There are arguments counterfeiting this. Whendweitadw gives an exclusive right to the
innovator, the right holder is not enabled to cohtine problem. There are so many ways

of resolving a problem. That means there is ndledial property law which prohibits
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other innovators from innovating a solution to 8@ne problem. This is not sound in

copyrights since they protect expression of ideas.

Patent for a drug for a certain illness does nohitit innovating another drug for the
same illness. However, each monopolizes their rightil another comes. So, the
monopolistic nature is undeniable. That is why goweents try to control such

monopolization.

What if design law does not exist? Some say withotgllectual properties, designers
will not engage in such business and then a givereyy may not promote cultures.

There is a counter argument for the monopolizatiba patent. The economic incentives
given to an inventor enforce another person to nhwvaround the patented idea. It
stimulates others to develop an alternative satuiecause of the monopolization of the

patented idea. So it induces inventing around &stieg patent.

There is a counter argument to this, i.e., if wd ap in giving different solutions to the
same problem, it will result in economic waste siticere are different problems which

we have to give solutions to.

The other version of utilitarian theory is incemtifbargain) theory. The protection given
to intellectual property is an incentive to indivads not only to create works of the mind
but also to publicize and disseminate them intopklic. It is to encourage creativity
and publicity. Works of the mind are very importdata given society for its social,
cultural and economic development.

Through literature development, the cultural oo of a given country will be
promoted. Invention promotes industrialization. Bleypment of the west has to do much
with intellectual creativity.

Those works require investment in terms of time,neyo and effort. So without

protection people will not invest on them. They ateless investment demanding than
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corporeal thing and the protection of the law isdex. In addition, creativity by itself is
not adequate. If the work of a mind is not maddlalke to the public, that is not useful.
With protection publicity will be encouraged theyebnabling their publicity and serve
their intended purpose. Upon the expiry of thenigueof protection the public will start
to use the properties. When right is protected thencreator will make his work to be
known. Without protection people may not make thewrks known. The state is

bargaining with individuals.

Do intellectual properties really stimulate innaga® Are not there any stimulators other

than intellectual property rights? It is a contnm®ial issue.

The other question is: does the theory really widtktherous assertions are made. There
are factors other than intellectual property rightsch stimulate innovation.

Before the existence of intellectual property rgglihere were innovations. Some say,
even great works of the mind are created withoet @éRistence of protection. As an
example, we can take Shakespeare’s writings. Witahtives encouraged these people?
What they are saying is there are born creator®y edntinue creating even without
protection. People create for different reasonssatsfy their natural urge, necessity,
fame... Some writers say copyright is unnecessatyicgsn on the public favor of the
author. For them, when there is shortage, a bgytem is needed and creativity follows

even without legal protection.

However, the critics must be seen seriously intlmfithe world’s development. In older
days, people may write books because violatiorifiisevery difficult, there were no
printing machines, no mechanism of dissemination, necording machines for

reproduction and distribution.

In history, works of the literature were even liadtto certain groups, elites of the church.
These days, however, the situation the changedciities on incentive theory will not

work firmly today.
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Objections to incentive and reward theory may bamearized as:
The need to pay the rights owner a royalty or fesy mcrease the price of the product or
service to which intellectual property right rekatdt can be seen as a kind of tax on

knowledge and information.

Even if consumers are prepared to pay the pricasgeld by the right owners, the latter
may not meet the demands of the public in sufficigoantities. This will lead to

compulsory license.

The grant of rights has little positive effect iromoting investment that is required for
the production of new inventions, technical innawat literary and artistic productions
and the like.

Whilst no monopolies in the strict sense are agpbig economists, intellectual property
rights have the potential to be used to anti-coitipeteffect, particularly where they are

pooled together or used as a lever to obtain @hds.

Intellectual property rights can be used to suppfie=e speech and access to information.
Regarding issues related to intellectual propedkits, we have attached the following

different materials written by different scholaPdease read them critically.

Justifying Intellectual Property (Edwin C.Hettinger)

Property institutions fundamentally shape a soci&tyese legal relationships between
individuals, different sorts of objects, and thatstare not easy to justify. This is
especially true of intellectual property. It isfditilt enough to determine the appropriate
kinds of ownership of corporeal objects (considatexr or mineral rights); it is even more
difficult to determine what types of ownership weosld allow for non corporeal,
intellectual objects, such as writings, inventioaed secret business information. The

complexity of copyright, patent, and trade seaaet teflects this problem.
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According to one writer "patents are the heart em@ of property rights, and once they
are destroyed, the destruction of all other prgpeghts 'will follow automatically, as a
brief postscript."Though extreme, this remark riglstresses the importance of patents to
private competitive enterprise. Intellectual prdpes an increasingly significant and
widespread form of ownership of intellectual prapeMany have noted the arrival of the
"post-industrial society" in which the manufactared manipulation of physical goods is
giving way to the production and use of informatidine result is an ever-increasing
strain on our laws and customs protecting inteligicproperty. Now, more than ever,
there is a need to carefully scrutinize thesetunsdins.

As a result of both vastly improved information-tiang technologies and the larger role
information is playing in our society, owners ofaltectual property are more frequently
faced with what they call "piracy” or informatiohdft (that is, unauthorized access to
their intellectual property). Most readers of tarticle have undoubtedly done something
considered piracy by owners of intellectual propekaking a cassette tape of a friend's
record, videotaping television broadcasts for aimdbkrary, copying computer programs
or using them on more than one machine, photocgpyiore than one chapter of a book,
or two or more articles by the same author—allex@mples of alleged infringing activ-
ities. Copyright, patent, and trade secret viotatguits abound in industry, and in
academia, the use of another person's ideas oftas gnacknowledged. These
phenomena indicate widespread public disagreemestt the nature and legitimacy of
our intellectual property institutions. This aréckxamines the justifiability of those

institutions.

Copyrights, Patents, and Trade Secrets

It is commonly said that one cannot patent or cgpyrideas. One copyrights "original

works of authorship," including writings, music,agings, dances, computer programs,
and movies; one may not copyright ideas, concgpisciples, facts, or knowledge.

Expressions of ideas are copyrightable; ideas tekms are not. While useful, this

notion of separating the content of an idea fromstyle of presentation is not un-

problematic. Difficulty in distinguishing the twe imost apparent in the more artistic
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forms of authorship (such as fiction or poetry)enestyle and content interpenetrate. In
these mediums, more so than in othbmy something is said is very much paftwhat

is said (and vice versa).

A related distinction holds for patents. Laws oftuna, mathematical formulas, and
methods of doing business, for example, cannot dtenped. Whatone patents are
inventions—that is, processes, machines, manutstor compositions of matter. These
must be novel (not previously patented); they neosistitute non obvious improvements
over past inventions; and they must be useful (itigas that do not work cannot be
patented). Specifying what sorts of “technologicatipes for production” constitute
patentable subject matter involves distinguishipgc#fic applications and utilizations
from the underlying unpatentable general principl®se cannot patent the scientific
principle that water boils at 212 degrees, but cae patent a machine (for example, a
steam engine) which uses this principle in a speaify and for a specific purpose.

Trade secrets include a variety of confidential saltiable business information, such as
sales, marketing, pricing, and advertising dags lof customers and suppliers, and such
things as plant layout and manufacturing techniqliesde secrets must not be generally
known in the industry, their nondisclosure mustegsome advantage over competitors,
and attempts to prevent leakage of the informatrarst be made (such as pledges of
secrecy in employment contracts or other compawyrgg policies). The formula for

Coca-Cola and bids on government contracts are jgheamf trade secrets.

Trade secret subject matter includes that of cghysiand patents: anything which can
be copyrighted or patented can be held as a trectets though the converse is not true.
Typically a business must choose between pateatirigvention and holding it as a trade
secret. Some advantages of trade secrets areyifithnot require disclosure (in fact they
require secrecy), whereas a condition for granpatents (and copyrights) is public
disclosure of the invention (or writing); (2) thaye protected for as long as they are kept
secret, while most patents lapse after seventears;yand (3) they involve less cost than
acquiring and defending a patent. Advantages afnpatinclude protection against re-

verse engineering (competitors figuring out theemion by examining the product
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which embodies it) and against independent invantatents give their owners the
exclusiveright to make, use, and sell the invention no endtbw anyone else comes up
with it, while trade secrets prevent only impropequisition (breaches of security).
Copyrights give their owners the right to reproduoeprepare derivative works from, to
distribute copies of, and to publicly perform osplay the "original work of authorship."
Their duration is the author's life plus fifty yearThese rights are not universally
applicable, however. The most notable exceptidhas'fair use" clause of the copyright
statute, which gives researchers, educators, dmdriks special privileges to use
copyrighted material.

Intellectual Objects as Nonexclusive

Let us call the subject matter of copyrights, peteand trade secrets 'intellectual objects'.
These objects are nonexclusive: they can be at iplacgs at once and are not consumed
by their use. The marginal cost of providing arelilectual object to an additional user is
zero, and though there are communications costdemaechnologies can easily make

an intellectual object unlimitedly available atery low cost.

The possession or use of an intellectual objecbity person does not preclude others
from possessing or using it as well. If someonedws your lawn mower, you cannot
use it, nor can anyone else. But if someone borgmms recipe for guacamole, that in no
way precludes you, or anyone else, from using his Teature is shared by all sorts of
intellectual objects, including novels, computelograms, songs, machine designs,
dances, recipes for Coca-Cola, lists of customedssappliers, management techniques,
and formulas for genetically engineered bacteriacwidigest crude oil. Of course,
sharing intellectual objects does prevent the palgipossessor from selling the
intellectual object to others, and so this sorusé is prevented. But sharing in no way

hinderspersonaluse.

This characteristic of intellectual objedsounds a strong prima facie case against the
wisdom of private and exclusive intellectual praperghts. Why should one person have

the exclusive right to possess and use somethinchvetli people could possess and use
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concurrently? The burden of justification is verych on those who would restrict the
maximal use of intellectual objects. A person'ititp exclude others from possessing
and using a physical object can be justified whechsexclusion is necessary for this
person's own possession and unhindered use. No jgagtification is available for

exclusive possession and use of intellectual ptgper

One reason for the widespread piracy of intelldgbwa@perty is that many people think it
is unjustified to exclude others from intellectodlects.' Also, the unauthorized taking of
an intellectual object does not feel like thefe&ing a physical object involves depriving
someone of the object taken, whereas taking aflaateal object deprives the owner of
neither possession nor personal use of that objédugh the owner is deprived of
potential profit. This nonexclusive feature of iigetual objects should be kept firmly in

mind when assessing the justifiability of intellgait property.

Owning Ideas and Restrictions on the Free Flow oinformation

The fundamental value our society places on freedbthoughtandexpression creates
another difficulty for the justification of inteliéual property. Private property enhances
one person's freedom at the expense of everyomés.eRrivate intellectual property
restricts methods of acquiring ideas (as do traeess), it restricts the use of ideas (as
do patents), and it restricts the expression ofsdés do copyrights)—restrictions
undesirable for a number of reasons. John Studrbkgued that free thought and speech
are important for the acquisition of true beliefadafor individual growth and
development. Restrictions on the free flow and os&leas not only stifle individual
growth, but impede the advancement of technologicavation and human knowledge
generally. Insofar as copyrights, patents, andetrsecrets have these negative effects,

they are hard to justify.

Since a condition for granting patents and copysigh public disclosure of the writing or
invention, these forms of intellectual ownership m@ involve the exclusive right to
possess the knowledge or ideas they protect. Qugtgaives its inventors and writers a

legal right to exclude others from certain usegshar intellectual works in return for
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public disclosure of these works. Disclosure isassary if people are to learn from and
build on the ideas of others. When they bring alisdlosure of ideas which would have
otherwise remained secret, patents and copyrightiaree rather than restrict the free
flow of ideas (though they still restrict the idealidespread use and dissemination).
Trade secrets do not have this virtue. Regrettabé/common law tradition which offers
protection for trade secrets encourages secrecgy.makes trade secrets undesirable in a

way in which copyrights or patents are not.

Labor, Natural Intellectual Property Rights, and Market Value

Perhaps the most powerful intuition supporting proyrights is that people are entitled
to the fruits of their labor. What a person produegth her own intelligence, effort, and
perseverance ought to belong to her and to no Isee '&Vhy is it mine? Well, it's mine

because | made it, that's why. It wouldn't havestexi but for me."

John Lock’s version of this labor justification fproperty derives property rights in the
product of labor from prior property rights in an&ody*® A person owns her body and
hence she owns what" it does, namely, its labopefson’s labor and its product are
inseparable, and so ownership of one can be seoanitgdy owning the other. Hence, if
a person is to own her body and thus its labor,rsbst also own what she ' joins her

labor with—namely, the product of her labor.

This formulation is not without problems. For exdeyd@Robert Nozick wonders why a
person should gain what she mixes her labor wittead of losing her labor. (He
imagines pouring a can of tomato juice into theamcand asks whether he thereby ought
to gain the ocean or lose his tomato juice.) Marpartantly, assuming that labor's fruits
are valuable, and that laboring gives the labonaroperty right in this value, this would
entitle the laborer only to the value she added, raot to thetotal value of the resulting
product. Though exceedingly difficult to measulteese two components of value (that
attributable to the object labored on and thatikattable to the labor) need to be
distinguished.
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Locke thinks that until labored on, objects hawlelihuman value, at one point

suggesting that labor creates 99 percent of tlairev This is not plausible when labor is
mixed with land and other natural resources. Ores dmwt create 99 percent of the value
of an apple by picking it off a tree, though sonuenlan effort is necessary for an object

to have value for us.

What portion of the value of writings, inventiorgd business information is attributable
to the intellectual laborer? Clearly authorshigcdivery, or development is necessary if
intellectual products are to have value for us: eeelld not use or appreciate them
without this labor. But it does not follow from ¢hihat all of their value is attributable to
that labor. Consider, for example, the wheel, thére human value of which is not

appropriately attributable to its original inverisor

The value added by the laborer and any value thexbbas on its own are by no means
the only components of the value of an intellecalgéct. Invention, writing, and thought
in general do not operate in a vacuum; intellecaativity is not creatiomex nihilo.Given
this vital dependence of a person's thoughts ondis of those who came before her,
intellectual products are fundamentally social piid. Thus even if one assumes that the
value of these products is entirely the result wibn labor, this value is not entirely

attributable taany particular laborer(or small group of laborers).

Separating out the individual contribution of tlmentor, writer, or manager from this
historical/social component is no easy task. Singhiytifying the value a laborer's labor
adds to the world with the market value of the it@sy product ignores the vast

contributions of others. A person who relies on haonntellectual history and makes a
small modification to produce something of gredtigashould no more receive what the
market will bear than should the last person neddéddt a car receive full credit for

lifting it. If laboring gives the laborer the rigtd receive the market value of the resulting
product, this market value should be shared byhake whose ideas contributed to the

origin of the product. The fact that most of thesatributors are no longer present to
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receive their fair share is not a reason to give émtire market value to the last
contributor.

Thus an appeal to the market value of a laboreoduzt cannot help us here. Markets
work only after property rights have been estaklishnd enforced, and our question is
what sorts of property rights an inventor, writer,manager should have, given that the

result of her labor is a joint product of humareltgctual history.

Even if one could separate out the laborer's owrtritution and determine its market
value, it is still not clear that the laborer'shtigo the fruits of her labor naturally entitles
her to receive this. Market value is a sociallyated phenomenon, depending on the
activity (or non activity) of other producers, thrnetary demand of purchasers, and the
kinds of property rights, contracts, and markets shate has established and enforced.
The market value of the same fruits of labor wiffed greatly with variations in these

social factors.

Consider the market value of a new drug formulas Tepends on the length and the
extent of the patent monopoly the state gramid enforces, on the level of affluence of
those who need the drug, and on the availability @ice of substitutes. The laborer did
not produce these. The intuitive appeal behindgher argument—"I made it, hence it's
mine"—Iloses its force when it is used to try totifysowning something others are
responsible for (namely, the market value). Thenclthat a laborer, in virtue of her
labor, has a "natural right" to this socially ceshphenomenon is problematic at best.
Thus, there are two different reasons why the nar&deie of the product of labor is not
what a laborer's labor naturally entitles her tostFmarket value is not something that is
produced by those who produce a product, and th@ largument entitles laborers only
to the products of their labor. Second, even ifigrore this point and equate the fruits of
labor with the market value of those fruits, intetual products result from the labor of
many people besides the latest contributor, ang ltlage claims on the market value as

well.
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So even if the labor theory shows that the labbasra natural right to the fruits of labor,
this does not establish a natural right to receéhes full market value of the resulting
produce. The notion that a laborer is naturallytkeat as a matter of right to receive the
market value of her product is a myth. To what eixtedividual laborers should be
allowed to receive the market value of their prddus a question of social policy; it is

not solved by simply insisting on a moral righthe fruits of one's labor.

Having a moral right to the fruits of one's labaght also mean having a right to possess
and personally use what one develops. This vermsidhe labor theory has some force.
On this interpretation, creating something throlegbor gives the laborer a prima facie
right to possess and personally use it for her denefit. The value of protecting
individual freedom guarantees this right as longha&screative labor, and the possession
and use of its product, does not harm others.

But the freedom to exchange a product in a mankdtraceive its full market value is
again something quite different. To show that pedgve a right to this, one must argue
about how best to balance the conflicts in freedavhgh arise when people interact.
One must determine what sorts of property rightd ararkets are morally legitimate.
One must also decide when society should enforeedbults of market interaction and
when it should alter those results (for examplethwex policy). There is a gap—
requiring extensive argumentative filler—betweea thaim that one has a natural right
to possess and personally use the fruits of oabsrland the claim that one ought to

receive for one's product whatever the market lvalr.

Such a gap exists as well between the natural tglpossess and personally use one's
intellectual creations and the rights protectedcbgyrights, patents, and trade secrets.
The natural right of an author to personally usewmgtings is distinct from the right,
protected by copyright, to make her work publid] gein a market, and then prevent
others from making copies. An inventor's naturghtito use the invention for her own
benefit is not the same as the right, protectegdignt, to sell this invention in a market

and exclude others (including independent inveftbam using it. An entrepreneur's
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natural right to use valuable business informabotechniques that she develops is not
the same as the right, protected by trade seagbydvent her employees from using
these techniques in another job.

In short, a laborer has a prima facie natural rightossess and personally use the fruits
of her labor. But a right to profit by selling aogiuct in the market is something quite
different. This liberty is largely a socially credt phenomenon. The "right" to receive
what the market will bear is a socially createdipgge, and not a natural right at all. The
natural right to possess and personally use whath@as produced is relevant to the
justifiability of such a privilege, but by itselt is hardly sufficient to justify that
privilege.

Deserving Property Rights Because Of Labor

The above argument that people are naturally edttth the fruits of their labor is distinct
from the argument that a person has a claim torabwits based on desert. If a person
has a natural right to something—say her athlddilitgz—and someone takes it from her,
the return of it is something sheasredand can rightfully demand. Whether or not she
deserves this athletic ability is a separate isSumilarly, insofar as people have natural
property rights in the fruits of their labor, thesghts are something they aoeved,and

not something they necessarily deserve.

The desert argument suggests that the laborervésstr benefit from her labor, at least
if it is an attempt to do something worthwhile. Jlproposal is convincing, but does not
show that what the laborer deserves is propertigtsign the object labored on. The
mistake is to conflate the created object whichesak person deserving of a reward with
what that reward should be. Property rights indleated object are not the only possible
reward. Alternatives include fees, awards, ackndgmeent, gratitude, praise, security,
power, status, and public financial support.

Many considerations affect whether property rigintshe created object are what the

laborer deserves. This may depend, for exampleyhat is created by labor. If property
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rights in the very things created were always apr@miate reward for labor, then as
Lawrence Becker notes, parents would deserve fdxopghts in their children. Many
intellectual objects (scientific laws, religiousidaethical insights, and so on) are also the

sort of thing that should not be owned by anyone.

Furthermore, as Becker also correctly points o, nged to consider the purpose for
which the laborer labored. Property rights in tigeot produced are not a fitting reward
if the laborer does not want them. Many intellettaborers produce beautiful things and
discover truths as ends in themselves. The ap@atepreward in such cases is recog-
nition, gratitude, and perhaps public financial gup, not full-fledged property rights,
for these laborers do not want to exclude othens fiheir creations.

Property rights in the thing produced are also anditting reward if the value of these
rights is disproportional to the effort expendedtbg laborer. 'Effort’ includes (1) how
hard someone tries to achieve a result, (2) theuamof risk voluntarily incurred in

seeking this result, and (3) the degree to whiclmamconsiderations played a role in
choosing the result intended. The harder one ttiesmore one is willing to sacrifice,

and the worthier the goal, the greater are onsertie

Becker's claim that the amount deserved is prapuatito the value one's labor produces
is mistaken. The value of labor's results is oftigmificantly affected by factors outside a
person's control, and no one deserves to be redidaoitebeing lucky. Voluntary past
action is the only valid basis for determining désHere only a person's effort (in the
sense defined) is relevant. Her knowledge, skdtg] achievements insofar as they are
based on natural talent and luck, rather than teémpended, are not. A person who is
born with extraordinary natural talents, or whaexremely lucky,deservesiothing on
the basis of these characteristics. If such a pepats forward no greater effort than
another, she deserves no greater reward. Thuslatveoers who expend equal amounts
of effort deserve the same reward, even when the\a the resulting products is vastly

different. Giving more to workers whose productyéhgreater social value might be

Balew Mersha, G/Hiwot Hadush Page 28



Law of Intellectual Property | 2008

justified if it is needed as an incentive. But thas nothing to do with giving the laborer
what she deserves.

John Rawls considers even the ability to expendrieto be determined by factors
outside a person's control and hence a morally nmissible criterion for distribution.
How hard one tries, how willing one is to sacrifi@ed incur risk, and how much one
cares about morality are® some extenaffected by natural endowments and social
circumstances. But if the ability to expend effarttaken to be entirely determined by
factors outside a person's control, the result éet@rminism which makes meaningful
moral evaluation impossible. If people are resgaesior anything, they are responsible
for how hard they try, what sacrifices they maked dow moral they are. Because the
effort a person expends is much more under herrdotitan her innate intelligence,
skills, and talents, effort is a far superior bdsisdetermining desert. To the extent that a
person's expenditure of effort is under her congfibrt is the proper criterion for desert.
Giving an inventor exclusive rights to make and kel invention (for seventeen years)
may provide either a greater or a lesser reward e deserves. Some inventions of
extraordinary market value result from flashes ehigs, while others with little market

value (and yet great social value) require sigaiftoefforts.

The proportionality requirement may also be fredlyeviolated by granting copyright.
Consider a five-hundred-dollar computer programar®d, its initial development costs
(read "efforts™) were high. But once it has beewneligped, the cost of each additional
program is the cost of the disk it is on—approxiehat dollar. After the program has
been on the market several years and the priceimematithree or four hundred dollars,
one begins to suspect that the company is recef@ngnore than it deserves. Perhaps
this is another reason so much illegal copyingajtweare goes on: the proportionality
requirement is not being met, and people sensearfarness of the price. Frequently,
trade secrets (which are held indefinitely) alsovpte their owners with benefits
disproportional to the effort expended in develggimem.
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The Lockean Provisos

We have examined two versions of the labor argunf@nintellectual property, one

based on desert, the other based on a naturdésndiit to the fruits of one's labor. Locke
himself put limits on the conditions under whichda can justify a property right in the
thing produced.

One is that after the appropriation there musteémtigh and as good left in common for
others." This proviso is often reformulated as a Tass to others" precondition for
property acquisition. As long as one does not woes®ther's position by appropriating
an object, no objection can be raised to owningwth which one mixes one's labor.
Under current law, patents clearly run afoul o thioviso by giving the original inventor
an exclusive right to make, use, and sell the itigan Subsequent inventors who
independently come up with an already patentednitime cannot even personally use
their invention, much less patent or sell it. Tredgarly suffer a great and unfair loss
because of the original patent grant. Independesmintors should not be prohibited from
using or selling their inventions. Proving indepentdiscovery of a publicly available
patented invention would be difficult, however. Mds suggestion that the length of
patents be restricted to the time it would takeifidlependent invention may be the most
reasonable administrative solution. In the modemldvof highly competitive research
and development, this time is often much shortan tithe seventeen years for which most
patents are currently granted.

Copyrights and trade secrets are not subject tosémee objection (though they may
constitute a loss to others in different ways)sdmeone independently comes up with a
copyrighted expression or a competitor's businesBnique, she is not prohibited from
using it. Copyrights and trade secrets prevent amiynicking of other people's

expressions and ideas.

Locke's second condition on the legitimate acqoisitof property rights prohibits
spoilage. Not only must one leave enough and ad gmoothers, but one must not take

more than one can use. So in addition to leavirogigin apples in the orchard for others,

Balew Mersha, G/Hiwot Hadush Page 30



Law of Intellectual Property | 2008

one must not take home a truckload and let theml.spbough Locke does not
specifically mention prohibiting waste, it is thencern to avoid waste which underlies
his proviso prohibiting spoilage. Taking more thame can use is wrong because it is
wasteful. Thus Locke's concern here is with appadpns of property which are
wasteful.

Since writings, inventions, and business technicaresnonexclusive, this requirement
prohibiting waste can never be completely met hglliectual property. When owners of
intellectual property charge fees for the use efrtexpressions or inventions, or conceal
their business techniques from others, certain fimale uses of these intellectual

products are prevented. This is clearly wastefuces everyone could use and benefit
from intellectual objects concurrently. How wastefuivate ownership of intellectual

property is depends on how beneficial those pradwould be to those who are excluded

from their use as a result.

Sovereignty, Security, and Privacy

Private property can be justified as a means terggnty. Dominion over certain objects
is important for individual autonomy. Ronald Dwanld liberal is right in saying that
"some sovereignty over a range of personal possesss essential to dignity." Not
having to share one's personal possessions onvbdineon from others is essential to the
kind of autonomy our society values. Using or conslg certain objects is also
necessary for survival. Allowing ownership of thélsimgs places control of the means of
survival in the hands of individuals, and this potes independence and security (at least
for those who own enough of them). Private owngrshii life's necessities lessens
dependence between individuals, and takes powen fre group and gives it to the
individual. Private property also promotes privadtyconstitutes a sphere of privacy
within which the individual is sovereign and less@untable for her actions. Owning
one's own home is an example of all of these:avigles privacy, security, and a limited

range of autonomy.

Balew Mersha, G/Hiwot Hadush Page 31



Law of Intellectual Property | 2008

But copyrights and patents are neither necessarymportant for achieving these goals.
The right to exclude others from using one's inentor copying one's work of
authorship is not essential to one's sovereigntgvdnting a person from personally
using her own invention or writing, on the othemtawould seriously threaten her
sovereignty. An author's or inventor's sense ofthv@nd dignity requires public ac-
knowledgment by those who use the writing or digegy but here again, giving the
author or inventor the exclusive right to copy @euher intellectual product is not

necessary to protect this.

Though patents and copyrights are not directly s&ay for survival (as are food and
shelter), one could argue that they are indiren#igessary for an individual's security and
survival when selling her inventions or writingsasperson's sole means of income. In
our society, however, most patents and copyrigileowned by institutions (businesses,
universities, or governments). Except in unusuakesawhere individuals have
extraordinary bargaining power, prospective empdgyare required to give the rights to
their inventions and works of authorship to thempdoyers as a condition of
employment. Independent authors or inventors who é&aeir living by selling their
writings or inventions to others are increasinglyer Thus arguing that intellectual
property promotes individual security makes sensdéy an a minority of cases.
Additionally, there are other ways to ensure tliependent intellectual laborer's security
and survival besides copyrights and patents (swchpublic funding of intellectual

workers and public domain property status for #mults).

Controlling who uses one's invention or writinqi@ important to one's privacy. As long
as there is no requirement to divulge privatelyatad intellectual products (and as long
as laws exist to protect people from others takimigrmation they choose not to
divulge—as with trade secret laws), the creatamgapy will not be infringed. Trying to
justify copyrights and patents on grounds of prywa highly implausible given that
these property rights give the author or inventortiol over certain uses of writings and

inventions only after they have been publicly diseld.
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Trade secrets are not defensible on grounds oagyiwither. A corporation is not an
individual and hence does not have the person&lifies privacy is intended to protect.
Concern for sovereignty counts against trade sgcher they often directly limit
individual autonomy by preventing employees frormarafiing jobs. Through employment
contracts, by means of gentlemen's agreements afiramgyto respect trade secrets by
refusing to hire competitors' employees, or sinfjggause of the threat of lawsuits, trade
secrets often prevent employees from using theitssknd knowledge with other

companies in the industry.

Some trade secrets, however, are important to goaows security and survival. If
competitors could legally obtain the secret fornfolaCoke, for example, the Coca-Cola
Company would be severely threatened. Similar gamuid for copyrights and patents.
Without some copyright protection, companies in phélishing, record, and movie
industries would be severely threatened by congstivho copy and sell their works at
lower prices (which need not reflect developmenstgo Without patent protection,
companies with high research and development cosisl be underpriced and driven out
of business by competitors who simply mimicked atready developed products. This
unfair competition could significantly weaken inteas to invest in innovative

techniques and to develop new products.

The next section considers this argument that ledkelal property is a necessary
incentive for innovation and a requirement for bealand fair competition. Notice,

however, that the concern here is with the secanty survival of private companies, not
of individuals. Thus one need to determine whetaed to what extent, the security and
survival of privately held companies is a goal wgpromoting. That issue turns on the
difficult question of what type of economy is makdsirable. Given a commitment to

capitalism, however, this argument does have somnce f

The Utilitarian Justification
The strongest and most widely appealed to justiboafor intellectual property is a

utilitarian argument based on providing incentiv€le constitutional justification for
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patents and copyrights—"to promote the progressoceénce and the useful arts"—is
itself utilitarian. Given the shortcomings of thiner arguments for intellectual property,
the justifiability of copyrights, patents, and teaskecrets depends, in the final analysis, on

this utilitarian defense.

According to this argument, promoting the creation valuable intellectual works
requires that intellectual laborers be granted @ryprights in those works. Without the
copyright, patent, and trade secret property ptates, adequate incentives for the
creation of a socially optimal output of intelleatuproducts would not exist. If
competitors could simply copy books, movies, andords, and take one another's
inventions and business techniques, there woulchdencentive to spend the vast
amounts of time, energy, and money necessary telaigthese products and techniques.
It would be in each firm's self-interest to let @th develop products, and then mimic the
result. No one would engage in original developmantl consequently no new writings,
inventions, or business techniques would be deeelofpo avoid this disastrous result,
the argument claims, we must continue to grantl@dtial property rights.

Notice that this argument focuses on the useratefléctual products, rather than on the
producers. Granting property rights to producerseige seen as necessary to ensure that
enough intellectual products (and the countlessragoods based on these products) are
available to users. The grant of property rightsh® producers is a mere means to this

end.

This approach is paradoxical. It establishes at fighrestrict the current availability and
use of intellectual products for the purpose ofa@asing the production and thus future
availability and use of new intellectual producds economist Joan Robinson says of
patents: "A patent is a device to prevent the difn of new methods before the original
investor has recovered profit adequate to induce taquisite investment. The
justification of the patent system is that by slogvidown the diffusion of technical
progress it ensures that there will be more pragtesliffuse. . . . Since it is rooted in a
contradiction, there can be no such thing as aallidbeneficial patent system, and it is

bound to produce negative results in particulartamses, impeding progress
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unnecessarily even if its general effect is favlain balance. Although this strategy
may work, it is to a certain extent self-defeatihigthe justification for intellectual

property is utilitarian in this sense, then therceaor alternative incentives for the
production of intellectual products takes on a gdedl of importance. It would be better
to employ equally powerful ways to stimulate thedarction and thus use of intellectual

products which did not also restrict their use andilability.

Government support of intellectual work and pulohenership of the result may be one
such alternative. Governments already fund a gadl of basic research and
development, and the results of this research dfiecome public property. Unlike
private property rights in the results of intellgat labor, government funding of this
labor and public ownership of the result stimulaésv inventions and writings without
restricting their dissemination and use. Increagedernment funding of intellectual

labor should thus be seriously considered.

This proposal need not involve government contuaravhich research projects are to be
pursued. Government funding of intellectual laban de divorced from government
control over what is funded. University researchnsexample. Most of this is supported
by public funds, but government control over itsitemt is minor and indirect. Agencies
at different governmental levels could distribute@ding for intellectual labor with only

the most general guidance over content, leavingnbsses, universities, and private

individuals to decide which projects to pursue.

If the goal of private intellectual property instibns is to maximize the dissemination
and use of information, to the extent that theyndbachieve this result, these institutions
should be modified. The question is not whetherydgpts, patents, and trade secrets
provide incentives for the production of originabrks of authorship, inventions, and
innovative business techniques. Of course theyRéther, we should ask the following
guestions: Do copyrights, patents, and trade seanetease the availability and use of
intellectual products more than they restrict #wailability and use? If they do, we must

then ask whether they increase the availability @sel of intellectual products more than
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any alternative mechanism would. For example, cbetder overall results be achieved
by shortening the length of copyright and pateantg, or by putting a time limit on trade
secrets (and on the restrictions on future employreenployers are allowed to demand
of employees)? Would eliminating most types of é¢radcrets entirely and letting patents
carry a heavier load produce unproved results? thuhgdilly, we must determine whether
and to what extent public funding and ownershimtéllectual products might be a more
efficient means to these results.

We should not expect an across-the-board answtrege questions. For example, the
production of movies is more dependent on copyripgan is academic writing. Also,

patent protection for individual inventors and dntedginning firms makes more sense
than patent protection for large corporations (Whoevn the majority of patents). It has
been argued that patents are not important inestier the research and innovative
activity of large corporations in competitive marke The short-term advantage a
company gets from developing a new product andgbtiia first to put it on the market

may be incentive enough.

That patents are conducive to a strong competdaomy is also open to question. Our
patent system, originally designed to reward tligvidual inventor and thereby stimulate
invention, may today be used as a device to momgoidustries. It has been suggested
that in some cases "the patent position of thefibgs makes it almost impossible for
new firms to enter the industry” and that patemes feequently bought up in order to
suppress competition.

Trade secrets as well can stifle competition, rathen encourage it. If a company can
rely on a secret advantage over a competitor,Striitaneed to develop new technologies
to stay ahead. Greater disclosure of certain tsmbeets—such as costs and profits of
particular product lines—would actually increasenpetition, rather than decrease it.
Since with this knowledge firms would then concatgron one another's most profitable
products. Furthermore, as one critic notes, tragt¥es laws often prevent a former

employee "from doing work in just that field for igh his training and experience have
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best prepared him. Indeed, the mobility of engisesnd scientists is often severely
limited by the reluctance of new firms to hire théwn fear of exposing themselves to a
lawsuit." Since the movement of skilled workersizn companies is a vital mechanism
in the growth and spread of technology, in this ontignt respect trade secrets actually

slow the dissemination and use of innovative temphes.

These remarks suggest that the justifiability of intellectual property institutions is not
settled by the facile assertion that our systenpaiénts, copyrights, and trade secrets
provides necessary incentives for innovation argliees maximally healthy competitive
enterprise. This argument is not as easy to castsasione might at first think; substan-
tial empirical evidence is needed. The above cemattbns suggest that the evidence

might not support this position.

Conclusion

Justifying intellectual property is a formidableska The inadequacies of the traditional
justifications for property become more severe wheplied to intellectual property.
Both the nonexclusive nature of intellectual olgesntd the presumption against allowing
restrictions on the free flow of ideas create sgdmirdens in justifying such property.
We have seen significant shortcomings in the jestiions for intellectual property.
Natural rights to the fruits of one's labor are gt themselves sufficient to justify
copyrights, patents, and trade secrets, though dheyelevant to the social decision to
create and sustain intellectual property instingioAlthough intellectual laborers often
deserve rewards for their labor, copyrights, patesatd trade secrets may give the laborer
much more or much less than is deserved. Whereegdsopghts are not what is desired,
they may be wholly inappropriate. The Lockean ladrguments for intellectual property
also run afoul of one of Locke's provisos—the podlon against spoilage or waste.
Considerations of sovereignty, security, and pgvace inconclusive justifications for
intellectual property as well.

This analysis suggests that the issue turns onidemasions of social utility. We must

determine whether our current copyright, patend, tsade secret statutes provide the best
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possible mechanisms for ensuring the availabilitg avidespread dissemination of
intellectual works and their resulting productsblufinancial support for intellectual
laborers and public ownership of intellectual praguis an alternative which demands
serious consideration. More modest alternatives dinge consideration include
modifications in the length of intellectual propegrants or in the strength and scope of
the restrictive rights granted. What the most effic mechanism for achieving these

goals is remains an unresolved empirical question.

This discussion also suggests that copyrights asgeeto justifythan patents or trade
secrets. Patents restrict the actual usage ofem (id making a physical object), while
copyrights restrict only copying an expression mfidea. One can freely use the ideas in
a copyrighted book in one's own writing, providateacknowledges their origin. One
cannot freely use the ideas a patented inventipresents when developing one's own
product. Furthermore, since inventions and busirtesbniques are instruments of
production in a way in which expressions of ide@sret, socialist objections to private
ownershipof the means of production apply to patantd trade secrets far more readily
than they do to copyrights. Trade secrets are stigig because they do not involve the
socially beneficial public disclosure which is paftthe patent and copyright process.
They are additionally problematic to the extent thay involve unacceptable restrictions

on employee mobility and technology transfer.

Focusing on the problems of justifying intellectymbperty is important not because
these institutions lack any sort of justificatidiut because they are not so obviously or
easily justified as many people think. We must betp think more openly and
imaginatively about the alternative choices avdddb us for stimulating and rewarding

intellectual labor.

Against Intellectual Property (Brain Marthin)
There isastrong case for opposing intellectual property. fehare a number of
negative consequences of the ownership of infoomasuch as retarding of

innovation and exploitation of poor countries. Mo$tthe usual arguments for
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intellectual property do not hold up under scrutitry particular, the metaphor
of the marketplace of ideas provides no justifmatior ownership of ideas. The
alternative to intellectual property is that inteditual products not be owned, as
in the case of everyday language. Strategies agaisllectual property
include civil disobedience, promotion of non-owim&drmation, and fostering

of a more cooperative society.

In 1980, a book entitledocuments on Australian Defence and Foreign Poli®g8-
1975 waspublished by George Munster and Richard Walshegtoduced many secret
government memos, briefings and other documentseraoimg Australian involvement in
the Vietham war, events leading up to the Indomesigasion of East Timor, and other
issues. Exposure of this material deeply embardaise Australian government. In an
unprecedented move, the government issued annmiejtinction, citing both the Crimes
Act and the Copyright Act. The books, just put @ateswere impounded. Print runs of
two major newspapers with extracts from the bookevedso seized. The Australian High
Court ruled that the Crimes Act did not apply, lthét the material was protected by
copyright held by the government. Later, Munsted &Walsh produced a book using

summaries and short quotes in order to presenhtbemation (Munster 1982).

This example is one of many that show how copyriglused to protect the interests of
the powerful in the face of challengers, at theemge of free speech. Yet copyright is
standardly justified on the grounds that it prorsateeation and dissemination of ideas.
Copyright is one of four main types of intelledtpeoperty or, in other words, ownership
of information. The others are patents, trademarkteade secrets. Copyright covers the
expression of ideas such as in writing, music antupes. Patents cover inventions, such
as designs for objects or industrial processeslelmarks are symbols associated with a

good, service or company. Trade secrets coveraemtiial business information.

The type of property that is familiar to most peojd physical objects. People own
clothes, cars, houses and land. When people ovas,idlas is called intellectual property.

But there has always been a big problem with owidlegs—exclusive use or control of
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ideas doesn't make nearly as much sense as iagpésd to physical objects.

Many physical objects can only be used by one peata time. If one person wears a
pair of shoes, no one else can wear them at the sam. (The person who wears them
often also owns them, but not always.) This istna of intellectual property. Ideas can
be copied over and over, but the person who hadrilgsal copy still has full use of it.
Suppose you write a poem. Even if a million otheogle have copies and read the poem,
you can still read the poem yourself. In other vgpnohore than one person can use an
idea—a poem, a mathematical formula, a tune—witledticing other people's use of

the idea. Shoes and poems are fundamentally ditférethis respect.

Technological developments have made it cheaper eaxler to make copies of
information. Printing was a great advance: it etiated the need for hand copying of
documents. Photocopying and computers have maedeeit easier to make copies of
written documents. Photography and sound recordiage done the same for visual and
sound material. The ability to protect intellectymoperty is being undermined by

technology. Yet there is a strong push to expaadtope of ownership of information.

This article outlines the case against intellechraperty. It begins by mentioning some
of the problems arising from ownership of inforroati Then | turn to weaknesses in the
standard justifications for intellectual propemiext is an overview of problems withe
so-called "marketplace of ideas," which has impuarianks with intellectual property.
Finally, | outline some alternatives to intelledtpaoperty and some possible strategies
for moving towards these alternatives.

Some problems with intellectual property

Governments generate large quantities of informatidhey produce statistics on
population, figures on economic production and theaéxts of laws and regulations, and
vast numbers of reports. The generation of thisrmétion is paid for through taxation
and, therefore, it might seem that it should bealalke to any member of the public. But

in some countries, some of this information is éarover to corporations that then sell it
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to whoever can pay. Publicly funded information'psivatized" and thus is not freely
available (Nelkin 1984).

When government-produced information is retainedhgygovernments, things may not
be much better. As in the casel@icuments on Australian Defence and Foreign Policy
illustrates, copyright is one technique used tgpkeérmation away from the public.

The idea behind patents is that the fundamentanahvention are made public while
the inventor for a limited time has the exclusiight to make, use or sell the invention.
But there are quite a few cases in which patente lhh@en used to suppress innovation
(Dunford 1987). Companies may take out a paterttugrsomeone else's patent, in order
to inhibit others from applying the ideas. For ex¢nfrom its beginning in 1875, the US
company AT&T collected patents in order to ensusemonopoly on telephones. It
slowed down the introduction of radio for some 2@ng. In a similar fashion, General
Electric used control of patents to retard theoitiction of fluorescent lights, which
were a threat to its market of incandescent ligfitede secrets are another way to
suppress technological development. Trade secretsp@tected by law but, unlike

patents, do not have to be published openly.

One of the newest areas to be classified as inteliéproperty is biological information.
US courts have ruled that genetic sequences carateated, even when the sequences
are found "in nature," so long as some artificiams are involved in isolating them.
This has led companies to race to take out patamtsumerous genetic codes. In some
cases, patents have been granted covering alggaitsforms of an entire species, such
as soybeans or cotton (Mestel 1994). One consegqusracsevere inhibition on research
by non-patent holders. Another consequence is ttatsnational corporations are
patenting genetic materials found in Third Worldrgs and animals, so that some Third
World peoples actually have to pay to use seedso#mel genetic materials that have
been freely available to them for centuries (Sland Holla-Briar 1993).

More generally, intellectual property is one mor@ayior rich countries to extract wealth

from poor countries. Given the enormous exploitatd poor people built into the world
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trade system, it would only seem fair for ideasdpied in rich countries to be provided
at no cost to poor countries. Yet in the GATT negains, representatives of rich
countries, especially the US, have insisted omgtrening intellectual property rights.
Surely there is no better indication that intellettproperty is primarily of value to those
who are already powerful and wealthy (Drahos 1%&fel 1989).

The potential financial returns from intellectuabperty are said to provide an incentive
for individuals to create. In practice, though, moseators do not actually gain much
benefit from intellectual property. Independent antors are frequently ignored or
exploited (Lancaster 1992). When employees of gatpmms and governments have an
idea worth protecting, it is usually copyrightedpatented by the organization, not the
employee. Since intellectual property can be sold, usually the rich and powerful that
benefit. The rich and powerful, it should be notseldom contribute much intellectual

labour to the creation of new ideas.

These problems—privatization of government infolorat suppression of patents,
ownership of genetic information and informationt mevned by the true creator—are
symptoms of a deeper problem with the whole idedntdllectual property. Unlike
goods, there are no physical obstacles to providm@bundance of ideas. (Indeed, the
bigger problem may be an oversupply of ideas.)lledtial property is an attempt to
create an artificial scarcity in order to give redsmto a few at the expense of the many.
Intellectual property aggravates inequality. Ittéys competitiveness over information

and ideas, whereas cooperation makes much more.sens

Critique of standard Justifications

Edwin C. Hettinger (1989) has provided an insightfitique of the main arguments used
to justify intellectual property, so it is worthwhisummarizing his analysis. (See also
Ricketson 1992). Hettinger begins by noting theioblsy argument against intellectual
property, namely that sharing intellectual objestis allows the original possessor to use

them. Therefore, the burden of proof should lietbase who argue for intellectual

property.
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The first argument for intellectual property is ttheople are entitled to the results of
their labour. Hettinger's response is that nothelvalue of intellectual products is due to
labour. Nor is the value of intellectual producteedo the work of a single labourer, or

any small group. Intellectual products are sociabtipcts.

Suppose you have written an essay or made an iomeiour intellectual work does not
exist in a social vacuum. It would not have beessgae without lots okarlier work—
both intellectual and nonintellectual— by many etpheople. This includes your teachers
and parents. It includes the earlier authors ancentors who have provided the
foundation for your contribution. It also includdése many people who have discussed
and used ideas and techniques, at both theoretichlpractical levels, and provided a
cultural foundation for your contribution. It inclas the people who have built printing
presses, laid telephone cables, built roads andibgs and in many other ways have
contributed to the "construction” of society. Masther people could be mentioned. The
point is that any piece of intellectual work is alyg built on and inconceivable without

the prior work of numerous people.

Hettinger points out that the earlier contributtosthe development of ideas are not
present. Today's contributor therefore cannot Watithim full credit.

Is the market value of a piece of an intellectualdpict a reasonable indicator of a
person's contribution? Certainly not. As noted bsttiiger and as will be discussed in
the next section, markets only work once propediits have been established, so it is
circular to argue that the market can be used tasore intellectual contributions.
Hettinger summarizes this point in this fashionh&Tnotion that a laborer is naturally
entitled as a matter of right to receive the maxkedtie of her product is a myth. To what
extent individual laborers should be allowed tceree the marketalue of their products
is a question of social policy."

A related argument is that people have a rightdsspss and personally use what they

develop. Hettinger's response is that this dostwtv that they deserve market values,
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nor that they should have a right to prevent otfr@rs using the invention.

A second major argument for intellectual propestyhat peopleleserveproperty rights
because of their labour. This brings up the genessale of what people deserve a topic
that has been analysed by philosophers. Their usaradlusions go against what many
people think is "common sense." Hettinger saysdhéting reward for labour should be
proportionate to the person's effort, the risk takad moral considerations. This sounds
all right—but it is not proportionate to the valoé the results of the labour, whether
assessed through markets or by other criteria. iBhizecause the value of intellectual
work is affected by things not controlled by therler, including luck and natural talent.
Hettinger says "A person who is born with extrapady natural talents, or who is

extremely luckydeservesiothing on the basis of these characteristics".

A musical genius like Mozart may make enormous rioutions to society. But being
born with enormous musical talents does not prodiglestification for owning rights to
musical compositions or performances.

Likewise, the labour of developing a toy like Tegadutant Ninja Turtles that becomes
incredibly popular does not provide a justificatifmm owning rights to all possible uses

of turtle symbols.

What about a situation where one person works aeadtask and a second person with
equal talent works less hard? Doesn't the firstkketodeserve more reward? Perhaps so,
but it is not obvious that property rights providesuitable mechanism for allocating
rewards, especially since the market disproporteiparewards the person who
successfully claims property rights for a discovery

A third argument for intellectual property is thptivate property is a means for
promoting privacy and a means for personal autonadieitinger responds that privacy is
protected by not revealing information, not by omgiit. Trade secrets cannot be
defended on the grounds of privacy, because cdiposaare not individuals. As for

personal autonomy, copyrights and patents areguined for this.

A fourth argument is that rights in intellectualoperty are needed to promote the
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creation of more ideas. Hettinger thinks that tisithe only argument for intellectual
property that has a possibility of standing up ttitique. He is still somewhat sceptical,
though. He notes that the whole argument is buila @ontradiction, namely that in order
to promote the development of ideas, it is necgssareduce the freedom with which

people can use them.

This argument for intellectual property cannot bsotved without further investigation.
Hettinger says that there needs to be an investigat how long patents and copyrights
should be granted, to determine an optimum perawdpofomoting intellectual work. It

should be noted that although the scale and pag#adfectual work has increased over
the past few centuries, the length of protectionindééllectual property has not been
reduced, as might be expected, but greatly incdeaBee United States got along fine
without copyright for much of the 1800s. Where opopyrights were only for a period

of a few years, they now may be for the life of tathor plus 50 years. In many
countries, chemicals and pharmaceuticals were atenpable until recently (Patel 1989).
This suggests that even if intellectual property ba justified on the basis of fostering
new ideas, this is not the driving force behind fglresent system of copyrights and

patents.

The marketplace of ideas

The idea of intellectual property has a number ainections with the concept of the
marketplace of ideas, a metaphor that is widely usediscussions of free speech. To
delve a bit more deeply into the claim that intetilml property promotes development of
new ideas, it is therefore helpful to scrutinize doncept of the marketplace of ideas.
The image conveyed by the marketplace of idedsatsidleas compete for acceptance in a
market. As long as the competition is fair—whichame that all ideas and contributors
are permitted access to the marketplace—then gdeasiwill win out over bad ones.
Why? Because people will recognise the truth aridevaf good ideas. On the other
hand, if the market is constrained, for examplesbyne groups being excluded, then
certain ideas cannot be tested and examined arcdssfal ideas may not be the best
ideas.
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Logically, there is no reason why a marketplacadefas has to be a marketplace of
ownedideas: intellectual property cannot be strictlstified by the marketplace of ideas.
But because the marketplace metaphor is an ecommmeithere is a strong tendency to
link intellectual property with the marketplaceidéas. As will be discussed later, there
is indeed a link between these two concepts, buimthe way their defenders usually

imagine.

There are plenty of practical examples of the failaf the marketplace of ideas. Groups
that are stigmatized or that lack power seldom hiéregr viewpoints presented. This

includes ethnic minorities, prisoners, the unemgthymanual workers and radical critics
of the status quo, among many others (McGaffey L%\2n when such groups organise
themselves to promote their ideas, their viewsoétien ignored while the media focus on

their protests, as in the case of peace movemiissrand marches (Gwyn 1966).

Demonstrably, good ideas do not always win ouhenrharketplace of ideas. To take one
example, it can hardly be argued that the poinvietv of workers is inherently less

worthy than that of employers. Yet there is an erors imbalance in the presentation of
their respective viewpoints in the media. One teisulhat quite a few ideas that happen
to serve the interests of employers at the expehseorkers—such as that the reason
people don't have jobs is because they aren'tttyamd enough to find them—are widely

accepted although they are rejected by virtuallynddrmed analysts.

There is a simple and fundamental reason for theréaof the marketplace of ideas:

inequality, especially economic inequality (Bake&d8%; Hanson 1981). Perhaps in a
group of people sitting in a room discussing aruassthere is some prospect of a
measured assessment of different ideas. But ikteame people are isolated in front of
their television sets, and one of them owns thevigilon station, it is obvious that there is
little basis for testing of ideas. The reality &t powerful and rich groups can promote

their ideas with little chance of rebuttal from sleowith different perspectives. Large
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corporations pay for advertisements and other foomsiarketing. Governments shape
media agendas as well as directly regulating thdiam&he mass media themselves are
powerful enterprises—whether owned by governmenindustry—that promote their
own interests as well as those of their adverti@@agdikian 1993).

In circumstances where participants are approximeqeials, such as intellectual
discourse among peers in an academic disciplire®y the metaphor of competition of
ideas has some value. But ownership of media @siae hardly a prerequisite for such
discourses. It is the equality of power that iseaeial. When, to take one of many
possible examples, employees in corporations laekireedom to speak openly without
penalty (Ewing 1977), they cannot be equal paricip in discourse.

Some ideas are good—in the sense of being valuabé®ciety—but are unwelcome.
Some are unwelcome to powerful groups, such asgbe¢rnments and corporations
commit massive crimes (Ross 1995) or that ther® msassive trade in technologies of
torture and repression that needs to be stoppeijiftVk991). Others are challenging to
much of the population, such as that imprisonmeeischot reduce the crime rate or that
financial rewards for good work on the job or gmde®er good school-work are
counterproductive (Kohn 1993). (Needless to saglividuals might disagree with the
examples used here. The case does not rest onxémeplkes themselves, but on the
existence of some important cases where unwelcamesdrially valuable ideas are
marginalised.) The marketplace of ideas simply dugswork to treat such unwelcome
ideas with the seriousness they deserve. The madmrry to gain audiences by pleas-
ing them, not by confronting them with challengidgas (Entman 1989).

The marketplace of ideas is often used to justiée fspeech. The argument is that free
speech is necessary in order for the marketpladdeafs to operate: if some types of
speech are curtailed, certain ideas will not belava on the marketplace and thus the
best ideas will not succeed. This sounds plausiBlg. it is possible to reject the

marketplace of ideas while still defending freeespieon the grounds that it is' essential

to human liberty (Baker 1989). Conversely, defegdinee speech does not mean
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supporting the mass media (Lichtenberg 1987).

If the marketplace of ideas doesn't work, whathis $olution? The usual view is that
governments should intervene to ensure that allggchave fair access to the media
(McGaffey 1972). But this approach, based on pramgagquality of opportunity, ignores
the fundamental problem of economic inequality. iEvieminority groups have some
limited chance to present their views in the masslia) this can hardly compensate for
the massive power of governments and corporatiomsdmote their views. In addition,
it retains the role of the mass media as the demteahanism for disseminating ideas. So-
called reform proposals either retain the status guintroduce government censorship
(Ingber 1984).

Underlying the market model is the idea of selfulagon:the "freemarket" is supposed

to operate without outside intervention and, indetd operate best when outside
intervention is minimized. In practice, even maskdh goods do not operate
autonomously: the state is intimately involved uem the freest of markets (Moran and
Wright 1991). In the case of the marketplace ofaglethe state is involved both in
shaping the market and in making it possible, faneple by promoting and regulating
the mass media. The world's most powerful state,Us, has been the driving force
behind the establishment of a highly protectiosigtem of intellectual property, using

power politics at GATT, the General Agreement onifiaand Trade (Drahos 1995).

Courts may use the rhetoric of the marketplacaleas but actually interpret the law to
support the status quo (Ingber 1984). For exangplegch is treated as free until it might
actually have some consequences. Then it is ceoitathen it allegedly presents a “clear
and present danger,” such as when peace actisgtsse information supposedly

threatening to "national security" (Gleditsch 198But speech without action is

pointless. True liberty requires freedom to prommte's views in practice (Baker 1989).
Powerful groups have the ability to do this. Countdy intervene when others try to do

the same.
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As in the case of trade generally, a property-bafe@ market" serves the interests of
powerful producers. In the case of ideas, thisutes not only governments and
corporations but also intellectuals and profess®onénked with universities,
entertainment, journalism and the arts. Againshsar array of intellectual opinion, it is
very difficult for other groups, such as manual kess, to compete (Ginsberg 1986). The
marketplace of ideas is a biased and artificial ketathat mostly serves to fine-tune

relations between elites and provide them withtilexgicy (Ingber 1984).

The implication of this analysis is that intellegkyproperty cannot be justified on the
basis of the marketplace of ideas. The utilitaasgument for intellectual property is that
ownership is necessary to stimulate production e deas, because of the financial
incentive. This financial incentive is supposed dome from the market, whose
justification is the marketplace of ideas. If, agics argue, the marketplace of ideas is
flawed by the presence of economic inequality andre fundamentally, is an artificial

creation that serves powerful producers of ideaslagitimates the role of elites, then the
case for intellectual property is unfounded. Imtetibal property can only Serve to
aggravate the inequality on which it is built.

The alternative

The alternative to intellectual property is strafghward: intellectual products should not
be owned. That means not owned by individuals, aatmons, governments, or the
community as common property. It means that ideasawailable to be used by anyone

who wants to.

One example of how this might operate is languagguding the words, sounds and
meaning systems with which we communicate every &mpken language is free for
everyone to use. To allow any group to own languegses the spectre of George

Orwell's1984.(Actually, corporations do control bits of langeatrough trademarks.)

Another example is scientific knowledge. Scientdtsresearch and then publish their
results. A large fraction of scientific knowledgegublic knowledge (Ziman 1968). There

are some areas of science that are not public, asicilassified military research. It is
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generally argued that the most dynamic paftscience are those with the least secrecy.
Open ideas can be examined, challenged, modifiedimproved. To turn scientific
knowledge into a commodity on the market, as isppamg with genetic engineering
(Mackenzieet al. 19&0; Weiner 1986), arguably inhibits scienc

Few scientists complain that they do not own thewkedge they produce. Indeed, they
are much more likely to complain when corporati@misgovernments try to control

dissemination of the ideas. Most scientists recewvesalary from a government,
corporation or university. Their livelihoods do mi¢pend on royalties from published

work.

University scientists have the greatest freedone. main reasons they do research are for
the intrinsic satisfaction of investigation andadigery—a key motivation for many of
the world's great scientists—arfdr recognition by their peers. To turn scientific
knowledge into intellectual property would dampka enthusiasm of many scientists for

their work.

Neither language nor scientific knowledge are idéadeed, theyare often used for
harmful purposes. It is difficult to imagine, thdydiowturning them into property could

make them better.

The case of science shows that vigorous intellécatvity is quite possible without

intellectual property, and In fact that it may bgorous precisely because information is
not owned. But there are lots of areas that, unéi&ence, have long operated with
intellectual property as a fact of life. What wouldhppen without ownership of

information? Many objections spring to mind. Heledeal with a few of them.

Plagiarism is a great fear in the minds of mangliettual workers. It Is often thought
that intellectual property provides a protectioraiagt plagiarism. Afterall, without
copyright, why couldn't someone put their name oaryessay and publish it? Actually,

copyright provides very little protection againggarism and is not a good way to deal
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with it (Steams 1992).

Plagiarism means using the ideas of others withdagjuate acknowledgement. There are
several types of plagiarism. One is plagiarismdefis: someone takes your original idea
and, using different expression, presents it aig tiven. Copyright provides no protection
at all against this form of plagiarism. Another @ypf plagiarism is word-for-word
plagiarism, where someone takes the words you'i#ewsr—a book, an essay, a few
paragraphs or even just a sentence—and, with drowitminor modifications, presents
them as their own. This sort of plagiarism is cedeby copyright—assuming that you
hold the copyright. In many cases, copyright idh&} the publisher, not the author. In
practice, plagiarism goes on all the time, in vasiovays and degrees (Broad and Wade
1982; Mallon 1989; Posner 1988), and copyright ismardly ever used against it. The
most effective challenge to plagiarism is not legetion but publicity. At least among
authors, plagiarism is widely condemned. To be sgdoas a plagiarist is more than

sufficient motivation for most writers to take cdoeavoid it.

There is an even more fundamental reason why agityprovides no protection against
plagiarism: the most common sort of plagiarism igiltbinto social hierarchies.

Government and corporate reports are released dinelerames of top bureaucrats who
did not write them; politicians and university poents give speeches written by
underlings. These are examples of a pervasive presentation of authorship in which
powerful figures gain credit for the work of submrates (Martin 1994). Copyright, if it

has any effect at all, reinforces rather than elmalés this sort of institutionalized

plagiarism.

What about all the writers, inventors and othersovdepend for their livelihood on

royalties? First, it should be mentioned that oalyery few individuals make enough
money from royalties to live on. Most of the rewarfdom intellectual property go to a
few big companies. But the question is still a @&sione for those intellectual workers
who depend on royalties and other payments retatedellectual property.

The alternative in this case is some reorganizatiothe economic system. Intellectual
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workers could receive a salary, just like mostrsitsts do.

Getting rid of intellectual property would redudestincomes of a few highly successful
creative individuals, such as author Agatha Clajstomposer Andrew Lloyd Webber
and filmmaker Steven Spielberg. Publishers coulgrimeé Christie's novels without
permission, theatre companies could put on Webbeesas whenever they wished and
Spielberg's films could be copied and screened heysv Jurassic Park T-shirts, toys and
trinkets could be produced at will. This would reduhe income of and, to some extent,
the opportunities for artistic expression by thesdividuals. But there would be
economic resources released: there would be moreynavailable for other creators.
Christie, Webber and Spielberg might be just asufapwithout intellectual property to

channel money to them and their family enterprises.

But what about the incentive to create? Withoutgbssibility of wealth and fame, what
would stimulate creative individuals to produce kgof genius? Actually, most creators
and innovators are motivated by their own intrinsiterest, not by rewards. There is a
large body of evidence showing, contrary to popafanion, that rewards actually reduce
the quality of work (Kohn 1993). If the goal is teetand more creative work, paying

creators on a piecework basis, such as througlties;as counterproductive.

In a society without intellectual property, credgvis likely to thrive. Most of the
problems-that are imagined to occur if there isimellectual property—such as the
exploitation of a small publisher that renouncegpytmht—are due to economic
arrangements that maintain inequality. The sounttestdation for a society without
intellectual property is greater economic and plt equality. This means not just
equality of opportunity, but equality of outcomd@shis does not mean uniformity and
does not mean leveling imposed from the top: it melieedom and diversity and a
situation where people can get what they need.€Tlisenot space to deal fully with this
issue here, but suffice it to say that there amngtsocial and psychological arguments in
favour of equality (Baker 1987; Deutsch 1985; R$881).

Balew Mersha, G/Hiwot Hadush Page 52



Law of Intellectual Property | 2008

Review Questions

1. Why have legal scholars failed to put a singiénition for the concept of intellectual
property?

2. Discuss the peculiar features of intellectuabgrty.

3. Explain natural right theory and utilitarian ¢ig with their similarities and differences

4. Why do skeptics not recognize the protectiotPof
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PART TWO: COPYRIGHT AND NEIGHBORING RIGHT

Introduction

In the previous part we have noted basic concegimed to intellectual property.
sincerely believe that those notions, especialydistinguishing features, the purposes of
intellectual property rights laws, and their justitions will give you the light of
understanding the essences of the relevant lawsmbare going to deal with here-in-

after.

In this second part, a detailed commentary wilglven on the pertinent legal provisions
of copyright and neighboring right law by raisirggues which deserve consideration in
such work. This part incorporates the subject enatt copyright laws.

Obviously, every law determines its subjects, aogyright law is not an exception to

this principle. This implies the need to identifydadeliberate on the legally provided

requirements for the subsistence of copyright ptaie. On these grounds we have given

due attention to these and other related issues.

On top of this, time and energy is devoted to d@rpilae rights and limitations imposed
upon copyrights. As we indicated here-in-befordstexce of a property, in principle,
implies existence of an owner. And this warrants discussion as to who the owner of
copyright is or should be. Similarly, copyright osvg, just as an owner of any property,
may transfer or alienate their property in accoogawith the law. These latter issues are
also addressed.

Undeniably, the mere existence of a law, no mdibev strong prohibitions it may have,
does not guarantee the protection intended to ber@ed. This implies the need for
provision of remedies in case of violations. Thing infringement of copyright and the

legally available remedies are discussed.

A person may have contribution either in the precalsproduction or dissemination of
the work to the public. And, unfortunately, thisrg@n may be found to be outside the

ambit of copyright protection. However, realizirfgetcontribution of such persons rights
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which are related to copyrights are recognized.r8fioee, the nature and extent of the
rights of these persons (neighboring right owneg)dealt with.
Objectives
At the end of this part of the discussion, you \wél able to:
» Explain the basic features of copyright;
» Identify the justifications for copyright protectip
» Discuss authors rights and their limitations;
» Explain the nature of neighboring rights;
» Distinguish neighboring right from copyright;
» Explain the scope of neighboring right.

Chapter Three: Nature, Purposes, Subject Matter andstandards of/for

Copyright Protection

Introduction

To identify “where” and “when” we apply the prowsis of the copyright law we need to
distinguish which works are copyrightable and whacé not. In this regard we will begin
by indicating the particular subject matters of yaght and then move on to point out
what qualifies such works for legal protection. §hiust, however, be preceded by the

definition of copyright.

Finally, a deserved attention will be given forgkonvorks which are out rightly excluded
from the protection of copyright law irrespectivé the fact that they belong to the

domains which copyright law claims to protect afeb &atisfy the legal requirements.

After completing this chapter, the student willdi®e to:
» Define copyright
» Explain the reasons why copyright should be pretéct
» |dentify the proper subject matters of copyright la

» Distinguish the legal requirements for copyrighttprtion;
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» |dentify the excluded works.

3.1. The Definition and Nature of Copyright

3.1.1. Copyright in General
Copyright encompasses the protection of culturakean all media: literature, musical,
arts, architecture and audio visual productionsveéicer, there are two legal traditions for
protecting literary and artistic works: copyrightadition that is associated with the
common law legal system and author’s righto{t d’auteun) tradition that is rooted in the

civil law legal system.

At this juncture, it is proper to see the philosiephjustifications in the two traditions. In
common law, “the copyright system accords protectito authors for more
instrumentalist reasons: the grant of rights iended as an incentive to creativity and
hence to the production of a wide variety of works,the betterment of society.”
Copyright is simply the right to prevent the cogyf physical materials and its object is
to protect the owner of the copyright against rdpation or use of that material which
he has not authorized. In common law, “copyrightas a natural right but an artificial
right and a creature of the law to be enjoyed tmhstime and under such regulations as
the law may direct”. In this system, the economguanent is the foreground. Generally,
the philosophy is that whosoever takes the initeatn creating the material and makes
the investment to produce it and makes it shouldllmeved to reap the benefits. Since
the economic reward is the basis, the concept @yraght had no difficulty in
incorporating the film producer, the performer, dnd phonogram producer and in some
cases broadcasting organizations into the copyrgktem. In other words, they are
copyright holders. Thus it is possible in this eystfor juridical persons like film,
phonogram or broadcasting companies to be the dissters. The more commercially
oriented basis of copyright in this system hasItedun the absence of moral rights in

many classical common law copyright systems.

In this regard, the Constitution of the USA proddkat the congress shall have power ...

to promote the progress of science and usefubgrgecuring for limited times to authors

Balew Mersha, G/Hiwot Hadush Page 56



Law of Intellectual Property | 2008

and inventors the exclusive right to their respecivriting and discoveries. Hence, the
enactment of copyright legislation by congress urtde terms of the Constitution is not
based upon any natural right that the author hdssirwritings. But authors are granted
copyrights on the ground that the welfare of thélisuwill be served and progress of
science and useful arts will be promoted by segutinthem exclusive rights to their
writings for limited periods. Thus, the primary ¢§joa according copyright is to benefit

the public by stimulating the creator with the resvrom the protection.

Unlike the common law legal system, thioit d’auteuror civil law system bases itself
on an essentially individualistic ground and redngs copyright as a natural right. “The
droit d’auteur system is largely premised upon notions of natughlts and the inherent
right of an author to the fruits of his intellectuand creative endeavors.” Copyright
protection is justified, not because the societydhiés from the protection but the author
has an inherent right on the fruits of his mindac®i the right in this system has an

inherent nature, the right is not solely dependgoin statute.

In this system, it is believed that “copyright metwork springs from the act of personal
creation; the work is part of a personality of thghor and remains linked to him”. A
close link is recognized to exist between the wamll the personality of the author, and
indeed a moral link. This gives the author the trigh publish the work or not as he
wishes. When he wishes, he can publish in suchdamhe wishes and to defend it
against any distortion or abuses. Thus, sinceigin is natural and individual, it can only
originate in an individual and not in a juridicargon. In this system, also producers of
phonograms*, broadcasters, and performers areamsidered as authors, but are granted

rights under a different rubric, known as “neighhgrrights” or “related rights”.

3.1.2 Definition of Copyright

Copyright law is a branch of that part of the lavhioh deals with the rights of
intellectual creators. It deals with particularrfar of creativity, concerned primarily with
mass communication. It is concerned also with aityuall forms and methods of public

communication, not only printed publications buscawith such matter as sound and
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television broadcasting, films for public exhibitioin cinemas, etc, and even

computerized systems for the storage and retrighviaformation.

Copyright has been defined as the right to multigdpies of a published work, or the
right to make the work public and still retain theneficial interest therein. It has also
been defined as the exclusive right of multiplyingpies of an original work or

composition, and consequently preventing othenrs o doing.

It is a species of incorporeal property acquireddegupancy. It must, therefore, be
distinguished from physical ownership of the wankwhich copyright subsists. It is the

right to prevent copying row the issuing of copieshe public.

Copyright as contemplated by the law comprehendsstie right to do, and to restrain
others from doing, certain acts in relation to wrdg literary, dramatic, musical and

artistic works. Its essential characteristic is fode right to produce or reproduce any

such work or any substantial part thereof in anyenia form whatsoever.

A copyright is a form of protection provided by ational government to authors of
original works of authorship including literary; anatic, musical, artistic and certain
other intellectual works.

A copyright is a collection of discrete rights fwontrolling dispositions of the content of

original work.

Copyright deals with the rights of intellectual aters in their creation. Most works, for
example books, paintings or drawing, exist onlyeotitey are embodied in a physical
object. But some of them exist without embodimentiphysical object. For example,
music or poems are works even if they are notyendefore they are, written down by a

musical notation or word.

3.1.3 Nature of Copyright
Copyright law is, in essence, concerned with thgatiee right of preventing the copying

of physical material existing in the field of lisgure and the art. Its object is to protect the
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writer and artist from the unlawful reproductionte$ material. It is concerned only with
the copying of physical material and not with tle@roduction of ideas and it does not

give a monopoly to any particular form of wordsdessign.

If it could be shown that two precisely similar \werwere in fact produced wholly
independently of one another, the author of thekwioat has published first would have
no right to restrain the publication by the othathar of that author’s independent and

original work.

Copyright protection is not in ideas but in thenfloof expressions (countenance) that has
embodied the idea. The claim is not to ideas, dtihé¢ order of words, and this order has

a marked identity and a permanent endurance.

Nothing can with greater propriety be called a magroperty than the fruit of his brains.
The property in any article or substance accruinigitn by reason of his own mechanical
labour is never denied him: the labour of his nmigdo less arduous and consequently no

less worthy of the protection of the law.

Before the Act of 1911, in England, it seems thateéxpression ‘copyright’ was confined
to the right of multiplying copies and did not inde the performing right in dramatic or
musical works, and it is a matter of some doubttivrethe expression “copyright” was
before that date used only in relation to the rightrestrain publication of published
works so as to include also the right of an auttwmrrestrain publication of his

unpublished works.

Since the Act of 1911, copyright came to be usedllathe rights conferred by the Act
upon authors, composers and artists in respedbedf literary, dramatic, musical and
artistic works. It doesn’t essentially mean a rightdo something but a right to restrict
the doing of acts by others and, when copyrighefsrred to as an “exclusive right,” the

emphasis is on the word “exclusive”. The Act of @%ecordingly defines “copyright’ as
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meaning the exclusive right to do and authorizesiothersons to do the acts restricted

under that Act by the copyright in a work of thasdription.

Copyright law, however, protects only the form ofpeession of ideas, not the ideas
themselves. The creativity protected by copyrigiw lis creativity in the choice and
arrangement of words, musical notes, colors, shapdsso on. Copyright law protects
the owner of rights in artistic works against theg® “copy”, that is to say those who

take and use the form in which the original worlsweapressed by the author.

Copyright developed as the means by which ‘worke’, materials deserving copyright
protection, reach the public. At the beginning @sathe invention of the printing press
which gave copyright its impetus. The protectiorpphted material against unauthorized
reproduction was the main concern of copyright g&hd right to prevent such
reproduction. The reproduction right was the basid the main right, followed by the

translation right in literary works.

Copyright protects literary, artistic, and scieigtifvork. It protects the economic and
moral rights of the author /creator/. These aeettho interests which the law recognizes
in the copyright field. Works protected are works the intellect. It protects the

production and dissemination of the work but noidefs. This introduces the dichotomy

of ideas and expression of ideas.

The question is why are ideas not protected? ldeadnherently inappropriable. It is
impossible to physically control the idea. Is thexedifference between ideas and
expressions of ideas in appropriability? Thereads @Granting monopoly of ideas is not

advantages to the society. Even a person may ébgenl from discussing ideas.

3.2 Purpose of Copyright Protection
Regarding the purposes of copyright protection, gveamble of Copyright and
Neighboring Rights protection proclamation No. 42004 provides that “literary, artistic

and similar creative works have a major role toasme the cultural, social, economic,
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scientific and technological development of therdoyi. For the achievement of those
goals by the literary, artistic and similar creatiworks, there should be copyright
protection. That is why also the preamble saisniecessary to protect works that make

literary, artistic and similar creative works.

There are two theories about the justificationsagyright protection. The first theory is
natural rights theory that states that copyrightas the creation of the law but always
existed in the consciousness of man. The productenital labour is by right the property
of the person who created it. It follows then thia¢ public has no more right or
justification to take away or impair the origindsoproperty in his mental creation than it
has to deprive him of any other of his ownership$wus, what the law has to do is just

recognize this natural right which is deservingpagtection.

The second theory is the bargain or contract thedityis theory starts with the premise
that people will be encouraged to produce new inesitif there be some reward as an
incentive. It means a creation of mind is merelgoatribution to a common stock of
knowledge and enjoyment of mankind in which theljpubave heritage. In this theory,
copyright is relegated to the level of an artificight and a creature of the municipal law
of each country to be enjoyed for such time anceusdch regulations as the law of each
state may direct. The theory dictates that hambitbeen for the need to encourage new
creations, the creator or works of the mind wouéivéh been denied of the right or

ownership to his creations.

However, though there is controversy between this®ries, they advocate that
protection should be given to copyright ownershipn top of this, copyright is justified

on a number of grounds.

First, there are reasons of social justice whicloadted that the author should be able to
benefit from the fruits of his labour. This benejiven to the author is in the form of
royalties which are compensations for the use @tctipyrighted material. These royalties

function as an intellectual worker’s remuneratiblowever, denial of protection goes
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against the ideals of common social justice. Hmuneration paid to authors is borne by
the ultimate ‘consumers’, that is, purchasers obksoand records, or the paying
customers of the cinema or theatre. Thus, it isuph the copyright system that the
equitable contribution of ‘consumers’ of intelleatyroperty is ensured.

In this regard, one writer dictates that:

“It will continue to be ingratitude of making th#tey who teach wisdom by the surest
means shall generally live poor and unregarded, tagy were born only for the public,
and had no interest in their own well being, buteve® be lighted up like tapers and

waste themselves for the benefit of others.”

The second ground relates to cultural progressctwisi ensured through the system of
copyright protection. By putting the results of imtellectual activities at the disposal of
mankind, he contributes to the spread of knowleatgek cultural education of millions of
people. If his works are protected by copyrighg &uthor will be encouraged to produce
new creations and thereby enrich his county's stirditerature, drama, music and
science. Listen to what a certain author had yo“sathout copyright, there would be no
incentive for creative individuals to write novepgint pictures or compose books. Nor
would there be any incentive for publishers, broasters and record companies to invest
in the exploitation of those works.” Thus cultugogress will be lost if there is no
copyright protection in a country. But if his werkre protected, the intellectual labourer
will engage in his work with more spirit and asesult there will be progress in the

culture of a given country.

Thirdly, copyright protection can also be justified moral grounds. We can say that the
work is the personal expression of the author'sugindss __ “the child of his thought.”
Therefore, he should be given the right to decideerwand how his work may be
reproduced or performed in public and the righprievent mutilations.

Taking the expressions of Cavendish and Kate ptw, main purpose of copyright law

is to ensure that authors receive some share ofmamgy and prestige resulting from the
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exploitation of their own original work”. In gerady therefore, it is immoral as well as
illegal for anyone to reproduce an author’'s workhaut his express permission. This
means that no one may safely copy or steal it @sd fi off as his own unaided creation
because the law defends the real author’s priditsigt also means that no one may
publish a work, or use in other ways, as it is imamhowithout first reaching an agreement
with the author- an agreement, which will normatiyolve payment.

The fourth justification for copyright protectionillvbe on economic grounds. The
necessary investment for the creations of intalkctworks is easily obtained if
protection exists. Creating a property right inrkg enables them to be traded and
permits copyright owners to earn money from theirks. It provides a very useful and
effective way of exploiting a work economically.t dlso envisages a mechanism for
allocation of risks and income derived from theesall the work. Granted the fact that
copyright is intangible, absent property right, greducer of works of the mind will find

it difficult to recover his expenses. Thus, theestment that is necessary for the creation
of works (e.g. filmmaking or architecture) or fiweir exploitation (e.g. Book publishing,

record manufacturing) will be more easily obtaiifgarotection exists.

In general, a creation of works of the mind is suleof tremendous cost — it needs time
money, labour, etc. Unless these creations aregienl, the author will not be able to

appropriate the value of the information that hedpiced.

Finally, the justification for copyright is that thiout it “the freedom of expression in
literature and arts ... would be in danger.” Onces itonceded that copyright enhances
the publication of creative works, it is obviousitlt enables the society to have access to
new ideas and new works. In addition, an idea tmesouseful only in proportion to the
degree of communication and its supreme triumphldvba achieved where it is known
to all men. To the extent that creative works arailable, freedom of expression is
enhanced because the public will express its ideagorks of the mind published in

abundance because of copyright protection.

Balew Mersha, G/Hiwot Hadush Page 63



Law of Intellectual Property | 2008

Copyright protection is above all one of the meafspromoting, enriching and
disseminating the national cultural heritage. Ardoyis development depends to a very
great extent on the creativity of its people, andosiragement of individual creativity

and its dissemination is a sine qua non for pragres

Copyright constitutes an essential element in teelbpment process. Experience has
shown that the enrichment of the natural cultuealthge depends directly on the level of
protection afforded to literary and artistic worl$e greater the number of a country’s
intellectual creations, the higher its renown; tireater the number of productions in
literature and the arts, the more numerous theradled “auxiliaries” (the performers,
producers of phonograms and broadcasting orgaoizgtiin the book, record and
entertainment industries; and indeed, in the faralysis, encouragement of intellectual
creation is one of the basic prerequisites of atiad, economic and cultural

development.

Adoption of the law is the first step. The pradtivalue of the law depends on its
effective and efficient application. This can béiawed through setting up of appropriate
authors’ organization for collection and distrilouti of authors’ fees. Copyright, if
effectively implemented, serves as an incentiveatthors and their assignees /the
publishers/ to create and disseminate knowledges Komething that society must
necessarily accept if it wishes to encourage télial creativity to ensure the progress
of the sciences, the arts and of knowledge in @gén& promote the industry using
authors’ works and to render it possible to distigbsuch works in an organized manner

among the widest possible circle of interestedqress

Copyright protection, from the view point of theeator of works, makes sense only if the
creator actually derives benefits from such wodkg] this cannot happen in the absence
of publication and dissemination of his works ahd tacilitation of such publication and
dissemination. This is the essential role of caghtrin developing countries.

There are several factors influencing intellecturaktivity in developing countries, apart

from the pecuniary condition of most of the authansl intellectual creators themselves,
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who need to be offered incentives and subsidiesrelis the shortage of paper for the
production of text books for the process of coritigueducation (both formal and non
formal), and for production of prescribed and renmnded books as also general books,

which are to be placed within the reach of the cammman in these countries.

The role of governments in this activity could undé financial assistance in the creation
and production of text books and other educatititezbature; inputs for training, as also
help for expansion of library system, the creattdrmobile libraries to serve far - flung
and remote rural areas, etc. In this whole chdue, tarious links, viz authorship,
publishing, distribution, and fostering of the Biboy movement on a broad base, cannot be

underrated, and need to be carefully nurtured aoddmnated.

In the later nineteenth and in the twentieth cerguconsiderable socio —economic and
political change on the one hand, and rapid striddschnological development on the
other, have brought about substantial changes tdakuin relation to copyright. The
freedom and expansion of the press, the graduappiearance of the feudal order, the
growth of adult training and mass education scheihesraising of standards in higher
education, the increase in the number of univessitinstitutions of higher learning and
of libraries, the emphasis on the use of natioaagliages, the development of science
and technology, the changed map of the world whid birth of a number of newly
independent developing nations- all these factav® ltaused conceptual changes.

The challenge in this new situation is to maintairbalance between provisions of
adequate rewards to creators of works and to ertkatesuch rewards are in harmony
with the public interest and the needs of modenietp.

Copyright has a special role in the context of dtgwment. Particularly since the 1950s,
when the political map of the world changed considy, and several states
progressively became independent and other stagzs wewly created, developing
countries have had to cope with the enormous pmoblef educating the masses of their
peoples. Some developing countries, racing agding in order to provide mass

education by methods both formal and non-formal,facing acute challenges in respect
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of encouraging and fostering intellectual creajiviand satisfying the urgent need for
promoting knowledge, particularly in the field otience and technology, in their

countries.

Most developing countries, on attaining independehave given priority to the training
of their peoples and to education, in order to nieetneed for staff and management
personnel to design and implement development ipsli@and plans. Progressively,
emphasis had to be placed on the need to give samteally national character to the

training of the people.

It is indeed important that people be trained imanner that is in keeping with their
natural environment. Consequently, teaching mdfem&luding literary, artistic and

scientific works, has to be created by authorsimaigng in the community to which the
works are addressed, and the community has inteusee and recognize its reflection in
them. A reasonable level of recourse to foreignksavill continue to remain desirable,

in order to facilitate cultural interchange and teeiprocal flow of ideas.

In many developing countries, there is a shortafjespecialists in certain areas of
knowledge. Incentives and subsidies are requirethBpurpose of encouraging national
authorship both in a language in general use artderocal language. Also required is

education of the public in the laws of copyright.

Development of natural authorship and creativitynm be set in motion without

guarantees to the author of adequate remuneratidmnd efforts, to enable him to devote
his time and attention fully to the need for pradgceducational material. copyright
protection involves ensuring not only payment dfaative and reasonable royalties to
the authors, but also suitable protection for @iidrs, for the opportunity available to an
author to have his works disseminated depends lgqurathe laws protecting publishers.
Protection of authors and creators both nationatigl internationally calls for adequate

legislation.
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Developing countries may need to introduce suclslegon also in order to protect the
traditional manifestations of their culture whiche ahe expression of their national
identity. Once the law has been enacted, the iméretsire for its application has to be

established.

3.3. Copyright under the Ethiopian Legal Systems

The history of legal protection of copyrights inhiipia dates back to the 1960 Civil
Code, which included a fairly comprehensive protecto copyrights. Currently, the
Proclamation defines copyright under Art. 2(8) aseaonomic right subsisting in a work
and where appropriate including the moral righiofauthor. As can be seen, it is defined
from the perspective of the rights of the authoit é&sbased on the bundle of the author’s
economic and moral rights in his work that are pted under Art.7 and 8 of the
Proclamation. Works of the author are productionghe literary, scientific and artistic
fields that include particularly: books, bookletsticles in reviews and news paper,
computer programs; speeches, lectures, addressgmprss, and other oral works;
dramatic, dramatic-musical works, pantomimes, obgraphic works, and other works
created for stage production; musical compositioasdiovisual works; works of
architecture; works of drawing, painting, sculptugagraving, lithography, tapestry, and
other works of fine arts; photographic works; ithasions maps, plans sketches, and three

dimensional works related to geography, topograplghitecture or science.

Which of the competing theories are given recogniin our law? Is it the natural right
theory or utilitarian theory? It is possible to prote the cultural, scientific, technological
development of a country when creators are alloveedontrol their work. It is the
utilitarian theory which is included under the préde. In countries like the USA it is
stated that copyright law is important for the sbgi Similarly, copyright law in
Ethiopia has the public purpose in that by rewaydiathors, it is possible to encourage
them and produce works useful to the society. & means to an end /the social end / in
creating the creator’s interest. However, in Fran¢lee birth place of natural right
theory), copyright law is important for the recagm of the natural right of the author.
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In the case of utilitarian theory, if a certainatien does not benefit the society in case of
conflicts of interest between the individual ane thociety, it will be rejected. The
preamble of any law has an implication in the iptetation of many cases. In a copyright
word, there is always a conflict between the creatal the public because the public
want the work to be accessible and the creatorindhe preamble, moral rights are not
mentioned although inside the law all the morahtsgare mentioned. By the way, in

British it is called Copyright whereas in Francesihamed as authors rights.

To give more emphasis, if we see the preambleeptbclamation as to the question of
why copyright protection, it is because of the rofethose works in bringing about

overall change. It is provided, in the Preamblé¢hef Proclamation, that “literary, artistic

and similar creative works have a major role todbkural, social, economic, scientific

and technological development of a country”. Itreeethe legislator wants to give

incentive for societal benefit. These may be relatgh the bargain or utilitarian theory.

Thus, it may be argued that utilitarian theory he fjustification for the protection of

copyright in the Ethiopian copyright law.

Art. 2(8) defines copyright as an economic righbsssting in a work and in appropriate
case moral right to an author. It leans more toAhglo-American tradition unlike the

civil code, which is inclined to the author’s right the continental legal system.

Some argue that common law tradition is importargncouraging others to create more
and more, and in effect it is important in the depenent of an art. This is also
something to do with the social structure in thdsaditions. In Anglo-American
traditional, money is everything as opposed tocthr@inental tradition.

On the other hand, it can be argued under the [R#mnocopyright system, copyright
includes the economic and moral rights of the authough it emphasize the economic
rights in the definition part of the Proclamatidtowever, the moral rights of the author
in his works are equally treated like economic tsghnder Art.8 of the Proclamation.
Author is defined as a person who has intellecquaieated a work (Art2 (12) of the

Proclamation). To be an author it requires mentton that the juridical person lacks.
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Thus, the right can only originally be vested orygtal persons as juridical persons do
not have a mind for intellectual creations. Morap¥ee rights of performers, producers
of sound recordings and broadcasting organizatawas like the civil law legal system,

neighboring rights, not copyrights. However, the@ept of neighboring rights does not
exist in the U.S. law, which is the signatory fanumon law legal system, as it either
qualifies for copyright protection or unfair compien laws or the Federal

Communication Act (for broadcasts in certain sitwat). This tempts us to conclude that

the copyright system in Ethiopia is aligned to ¢hal law legal system.

Copyright taken as a natural right is also refldcite the Constitution of the Federal
Democratic Republic of Ethiopia (FDRE). The FDREnSIitution recognizes the right to
private property as one of the democratic rightazae property as defined in Art.40 (2)
of the constitution includes any intangible prodbetving value. Copyright being a
property right on an intangible product of labod ameativity, and having value, becomes
the private property of the author, thereby beiagognized as one of the democratic
rights. Therefore, it is a natural right of a perdo create an intellectual property, have
ownership right over it thereby making it privateoperty. This implies that a natural

right theory is recognized in our copyright system.

Moreover, according to Art.13 (2) of the FDRE Catogion, the fundamental rights and
freedoms including the democratic rights are tanberpreted in a manner conforming to
the principles of the Universal Declaration of Humiights (UDHR). The UDHR is also
recognized through the Transitional Government @nharAnd in this Declaration,
copyright is recognized as human right, i.e., radtaght (Art.27). Therefore, under the
FDRE Constitution copyright is protected on theidas the recognition that it is a
natural right. Moreover, the UDHR is made an indégart of our law as per Art 9(4) of
the FDRE constitution. Hence, it can be arguedttiatUDHR is recognized through Art
13(2) of our constitution and economic and morglhts are made part and parcel of the
Ethiopian law, as they are incorporated under ti#HH. In this regard, the UDHR

specifically provides that everyone has the righptotection of the moral and material
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interest resulting from any scientific, literary artistic production of which he is the

author.

Therefore, it may also be concluded that it is nla¢ural right basis that serves as the

primary justification for the protection of copyhits under the Ethiopian legal system.

3.4 The Subject Matter of Copyright Protection

Broadly speaking works are protected. Expressidngle@as on which a person has
exercised his judgment (skill) are protected. Thpressions may take different forms.
The question is: Is the claimed work a copyrighgatork?

Our copyright laws do not list protected works axdtavely. The law defines “work”
under Art. 2(30) of the proclamation as “a productin the literary, scientific and
Artistic fields. In the advent of Technology otheorks may emanate. Art 2(30) is
regarded as an area where the proclamation shows progress than does the civil
code. It is also a bit clearer. Nonetheless, duides_in particularbooks, booklets,
articles in reviews and newspapers, computer pnogjrapeeches, lectures, addresses,
sermons, and other oral works; dramatic, deramatigsical works, pantomimes,
choreographic works, and other works created faagest production; musical
compositions; audiovisual works; works of architeet works of drawing, painting,
sculpture, engraving, lithography, tapestry andeotorks of fine arts; photographic
works; illustration maps, plans sketches, and thdemensional works related to
geography, topography, architecture or science f@sip mine). Thus, the main four

types of protected works are literary, scientifncl artistic works.

There is no definition in the proclamation for tegwotected works, however. Therefore,
if we are to understand the nature of such wortk$s necessary to resort to foreign

literatures. Literary, dramatic and musical wocks all be reproduced either in sounds
or by written symbols. They can be performed otagesor printed in books.

Artistic works on the other hand, remain subjectheir own rules. Each picture (or

graph, chart, building, sculpture) is a completpycimht work in itself and in most cases

physically indivisible; words in the other thredexgories are not.
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Let’'s see each of the copyrightable works in amaesy.

A) Books, Booklets... (Literary works)

They are written works. Novel, poems, biographwrij@als, books (social or natural
sciences) are literary works. What about a newmitdt is argued that it is not
copyrightable because it is recitation of fact.g@ets 4 and 5). A report has a personal
input in a news reported article. The article ia gaper is better appeared. The facts are
available to anyone. If it is recognized, it isfidiflt because it will end up being
monopolization of facts by some people. Anothelsoeamay be that reciting facts as

they are does not require a greater skill.

Is the title of a book protected? Shall we proteettitle /1] [0 C00? Does it give
economic interest /does it have economic valuet Idiscouraging not to allow
protection?

What about advertisement slogan, like Pepsil] [1I1]? There is an economic value in
it. Advertising companies are interested in mon®gme don’t protect it and others

protect it under copyright law.

B. oral works
These are speeches, lectures like public speechepoliticians, religious leaders.
However, every speech is not protectable. It shdalcriginal and fixed in a tangible

medium of communication. It should be either wnitte recorded.

C. Dramatico- musical works
These are works for stage production. It shoulthleatrical, drama, music, pantomimes,

and coronagraph. Like oral works, it has to bedixe

D. Musical composition
This is a work consisting of music. It is a coptgble work without a word or

performance because performance is protected ighlo@iing right.
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E. Audi visual work
It is a type of work that consists of a seriesreffated images, which impart the
impression of motion, with or without accompanyswmunds, susceptible of being made

visible by any appropriate devise, and includesemiatographic or other film.

F. Architectural works

This is a three dimensional work done by the aechitls there a creative choice for the
works done by the structural engineer?

G. Artistic works

These include paintings, drawings, fine arts, dcuép

H. photographs

These are pictures taken by the camera man usengaimera. There are other special
requirements for photograph protection under &g&): they should form part of a
collection and bear the name and address of theauthe role of the camera today is

very high. But the creative input of the photograpis important.

I. Two dimensional works
These are pictorial illustrations, maps, and pldihey should involve creativity. Why are

maps included under copyrightable works?

However, literary work does not necessarily meawaoak of literature. It has to be
construed broadly, for instance, to include compuiegrams. Protecting computer
programs and data base as per Article 4(1) is anatevelopment of the proclamation
accommodating technological development. Also aApel0 of the TRIPs agreement, a
computer program should be protected as literamkwsimilar to the Berne convention.
But the question is, is there a room for us to gpatent for computer programs? Some
say that a computer program is just a set of ingtrns which are expressions and do not
have industrial applicability and it should be gaied as a copyright. When one develops
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a software program, one does not need materiaksr dtfan paper and pen and the

computer itself.

How do you see applied arts? Would objects thathmaprotected under the industrial

design law be also additionally protected underyagpt law?

Regarding derivative work, the construction, of thewv work depends on a previous
work. Translated, adapted and modified work carcaygyrighted. Under Art 4(1), the
protection extends to the way (manner) the preweoik has had been selected arranged
and complies, compilation. What matters is the reanof compilation and not the
content. Adaptation is a change of a work whiclsfahe category in to another category.
For instance, a book may be adapted to a film.térdry work may be adapted to a
theatrical play. In case of transformation (modifion), which is copyrightable, the new
work has characteristics which derive it from the work. Sometimes, it is difficult to

differentiate between the two works.

Thus, the other copyrightable works are adaptativasslations and collection of works
which are generally called derivative works. Aidative work is so comprehensive that
it includes translation, dramatization, fictionalions, films, recovering, arrangements,

abridgments, condensation in which a work may bagst transformed or adopted.

Under our proclamation, also, derivative works, ehiinclude translation, adaptations,
arrangements and other transformations or modibicatof works, collection of works
such as encyclopedia or anthologies or databadesther in machine readable or other
form provided that such collections are originalregson of the selection or arrangement

of their contents are copyrightable works. (See 4(1) of the proclamation).

If a work is to qualify as an adaptation, it issgiuirement that either it expressly refers to
the original work or it is evident that it deriviégs inspiration from the original workf. a
person seeks to adapt an original work, therefbee,must in advance secure the

permission of the author of the original. Puteliéintly, the author has an exclusive right
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to adapt the work himself, and to authorize othétse so wishes. As Per Art 7(1) (c) of
the proclamation, save Art 9 to 19 of the proclaomtthe author or owner of the work
has the exclusive right to carry out or authorideation of the work.

The other component of derivative works is tramgtat The author can derive benefits
from his works by authorizing its publication inffdrent languages when he himself
translates the work. Here also he can derive mhteenefits from his work that has

been translated by a third party as the third peaty not translate the work of an author
without the permission of the author or owner kiaptations.

The only exceptional situation for translation igigg power to the Ethiopian Intellectual
Property Office to grant license to authorize thanslation of a published work.
However, there is discrepancy between the Amhagision and English version of this
article. Under the Amharic version the office ngnant license for the sake of public

interest. But we can’t find such a requirementarrttie English version.

As collection of works such as encyclopedia, ardgigls or data bases require originality
by reasons of the selection or arrangement of dwitents, they should give copyright
protection.

There are different ways by which works of authoray be deemed to be a proper
subject matter of copyright protection. In additiom the requirement that an author
produces a work that is a proper subject of copyrfgrotection, national laws extend
protection only to legally defined works of the lamrs, i.e., the subject matter of
copyright protection. In other words, the subjecttters of copyright are those works to
which the national laws are meant to accord priaect

Those work, firstly, that are recognized as copyable works (subject matter of
copyright protection) are productions in the domainliterary, artistic and similar

creations. However, the code does not define famsreations.”
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The other issue that relates to the subject matteopyright protection is expression, not
ideas. Every literary and artistic creation is @mbodiment of, at least three basic
elements: ideas or facts, their patterning and teepression. Of these three elements,
expression of ideas is" the only peg upon whichyagpt can be hung." In other words, a
copyright protection centers upon the expressioanoidea and it does not extend to the
idea itself. The effective meaning of this propiasitis that the right secured by copyright
is the right to that order of words that the authas selected to express his ideas. The
creativity protected by the copyright law is theativity in the choice and arrangement
of words, musical notes, colours, shapes and so®ubject matter in itself, therefore, as
for example, the theme, the plot of a novel or mayhe subject of an essay or article,
cannot be protected apart from its expression. Tdess and information can't be owned
as copyright because in themselves they can't exstmaterial form. The person who,
for instance, contributes an idea for an advertesgnproposes the subject for a book, or
tells his life story to a journalist, has no cogyti grounds for claiming remuneration.

Similarly, according to Art __of the Proclamatiateas are not protected.

In conclusion, what is protected by copyright is an idea- however original or novel-
but the original expression of thought or inforratin some concrete form. In effect, a
person taking an essential idea from the work otlar author and expressed the idea in
his own way is not held liable for copyright infgement. Since legal protection is
afforded to expressions of ideas, it is clear thatould be unlawful to protect ideas that

are not expressed.

3.5. Scope of Copyright Law

A protection accorded to a work of an author mageaeither by virtue of the author's
personal relationship to a country_ his statughercountry is the first place of creation
or of publication or is where unpublished work @ufd in acceptable theory. Thus a
copyrightable work may be so either because of gaesonal status (nationality or
domicile) of the author or by virtue of the factaththe work was created, found or
published in acceptable theory. While the work remainpublished, the connection can

only concern personal status of the author or taeepwhere it is created except where
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the work is no longer found at the place of itsatien where upon the place where it is
found is taken into consideration to see whetherttmpublished work is in an acceptable

theory.

Coming to our Law, Art 3(1) (a) envisages thatwuwrks of an author whose nationality
is Ethiopian is automatically protected by the paiotation. In addition, if the author is a
foreign national but his principal residence isigpian, he will get the same protection

as of the Ethiopian author.

In case of published works, if the work is firs fisbed in Ethiopia, this work will be
protected regardless of the nationality of authbrsother words, though the author is a
foreign national, as long as his work is first psikd in Ethiopia, to protect his work, the
proclamation will be applicable. However, if the nkas first published abroad, it should
be published in Ethiopia within 30 days to get potibn of the proclamation. Unless the
work of the foreign national is first published Ethiopia or published abroad and
published in Ethiopia within 30 days, it will noteba subject matter of copyright
protection. (See Ar3(1) (b) of the proclamation). Therefore, regarslekthe nationality
or residence of the author, his work will get coglgt protection and be the subject
matter of copyright protection if the work is firgtiblished in Ethiopia or first published
abroad and published in Ethiopia or first publisteatoad and published in Ethiopia
within 30 days.

The question may be what does publication mean@eiiition can be inferred from
Art.2 (22) of the proclamation which, defines "pshed work” as a work or a sound
recording, tangible copies of which have been madailable to the public in a
reasonable quantity for sale, rental , public lagddr for other transfer of the ownership
or the possession of the copies, provided thdahercase of a work, the making available
to the public took place with the consent of ththauor other owner of copyright, and in
the case of sound recording, with the consenteptioducer of sound recording.
Therefore, publication will be considered as issgaof authorized copies to the public,

including making the work available by means ofctlenic retrieval systems. Copies
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should also be reproductions of the work in anyemailtterm (not just in writing). Works
are published only when authorized reproductionsritten form had been issued to the
public. An authorized publication is one made wite agreement of the copyright owner
or someone to whom the necessary control has letegaled.

The other thing for the existence of publicatiorthat more than one reproduction must
be made. Making a single copy is not publicatiomrébver, the actual text of the work

should be reproduced.

Regarding audiovisual works, they would be a propebject matter of copyright
protection if the producer of those works had hesdquarters or principal residence in
Ethiopia. It means if the person that undertakesititiative and responsibility for the
making of sound recording works has a headquartericipal residence in Ethiopia, his
audio visual works will get protection (see Art(13 (C) of the proclamation).

Art. 3 (1) (d) of the proclamation also provideshat subject matter of copyright
protection. This is work of architecture erectedBthiopia and other artistic works
incorporated in a building or other structure lechin Ethiopia.

Moreover, the protection envisaged under the pnoateon shall apply to works that are
eligible for protection in Ethiopia by virtue of @nn accordance with any international
convention or other international agreement to Witithiopia is a party.

The other subject matters of copyright protecticm@erformances, sound recordings and
broadcasts. As to performances, to get protedtam the proclamation, performers who
have Ethiopian nationality should perform them.r Bee performers who do not have
Ethiopian nationalities, performances should talee in the territory of Ethiopia; or
should be incorporated in sound recordings the ymexs of which are nationals of
Ethiopia or sound recordings first fixed or firstigished in Ethiopia; or if they have not
been fixed in a sound recording they should beuttedi in broadcasts of a broadcasting
organization the head quarters of which are sitlateEthiopia or transmitted from
transmitters situated in Ethiopia (Art. 3(3)) oktbroclamation). For sound recordings,
the producers of those works should have Ethiopetionality or the sound recordings

should be first fixed or published in Ethiopia.
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In addition, the protection given to broadcastdlsiyaply to broadcasts of broadcasting
organizations where the head quarters are situat&thiopia or broadcasts transmitted
from a transmitter situated in Ethiopia. This isatly envisaged under Art 3(5) of the

proclamation.

On top of this, the provisions of the proclamatwill be applied for the works of
performers, producers of sound recordings and loasihg organizations that are
eligible for protection by virtue of and in acconda with an international convention or

other international agreements to which Ethiopia fsrty.

However, the provisions concerning copyright anigimeoring right should not extend to
a material object. In other words, the protectypren to the music or painting or dance
will not be applicable for the ownership of the moas instrument or the painting
materials (see Art. 3(7) of the proclamation).

The other works that are subject matters of copynigotection are stated under Art-4 of
the proclamation as derivative works. These amstations, adaptations, arrangements
and other transformations or modifications of womksd collection of works like

encyclopedia, anthologies, databases etc. Weaol these works latter.

Another question is: at what point in time is reside taken into account under Article 3?
Art 3(2) of the Berne convention says habitual desce. This is assimilated with
nationals of member states. Under our proclamatiomefers to Ethiopian residents
which is determined based on the provisions ofdivé code. The justification is to
encourage authors to make their work availabléedgthiopian society.

Regarding the time of residence, it is argued thatauthor may be a resident any point
in time after publication. As long as he has prtable interest at the moment he becomes

resident. At the moment he ceases to be residenprotection will also wither away.

3.6. Requirements for Copyright Protection
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Art 6 provides that copyright protection is autoitidihe protection comes upon creation
of the work. There is no formality. However, theme two conditions: originality and
fixation. We will see those requirements as foraral substantive.

3.6.1 Formal Requirement

i) Fixation

The formality requirement stated under the proclaonais fixation. (See Art 6 of the
proclamation). It means works that enjoy copyrighdtection have to be reduced to a
tangible medium. This is a requisite, a conditioacedent for copyright to subsist in. In
order to attract copyright protection, a work tisaa product of the creative activity of its
author must exist in some objective form befoiis tonsidered an object of copyright. In
other words, an expression of an idea is copyrlgatavhen it is reduced to a concrete
form from which reproductions can be made. Thupydght arises whenever a work is
created and expressed in some external form suéh raanuscript, drawing, film, or
mechanical recording or it can be expressed irfidime of speech.

The requirement that a work be expressed in a rmhferm means that "the work must
exist in some form that may be perceived and repred by third parties.” This
requirement is an explanation of the exclusionddas from the ambit of copyright

protection.

This requirement of material form is stated under@®\(1) (b) of the proclamation. It is
clearly provided that " the author of a work shatespective of the quality of the work
and the purpose for which the work may have beeated, be entitled to protection, for
his work without any formality and upon creationesé it is: a) original; and b) fixed.

Starting from the time of creation and fixationetd is copyright protection. It is a clear
provision that requires a work be recorded in aiomadvhich is not ephemeral. Fixation
is also defined under Art 2(11) of the proclamatemthe “embodiment of works or
images or sounds, or of the representations thefiewh which they can be perceived,

reproduced or communicated through a device prddardghe purpose”.
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Therefore, an authors work is protected as sooa a®k is reduced in some concrete
way because the law protects all expressions ugatidn in a tangible form. However,
fixation and giving protection for works up on diea will be inconsistent. In other
words, the requirement of fixation has no formatgguirement but the fact that works
would be copyrightable upon creation is contradictoecause the time of creation and
fixation is different. Though speeches, lectuned ather vocal performance are stated as
copyrightable works, they will not be protectedasd the author reduces them to writing
or to any tangible form. No matter how much is steel in developing a dramatic
character for public performance, it is not coplgtadle unless it is at some point reduced

to a physical expression

Art. 2(11) defines fixation as embodiment in a matdorm or a medium from which the

work can be perceived or reproduced. The elemartsembodiment, a device, and in
such a way that the content cold be retrieved ftioendevice, could be reproduced. For
instance, musical works (compositions) can be ernelooth an audio-cassette, CD what
about lecture notes and traditional music sondlligrates? Who has to fix them? What
about stage production and choreographic works?the person who created the work
or any other?

Fixation is not, however, a requirement in conttaétaw countries. In Europe, a work
will be copyrighted if it fulfills the criteria obriginality. That is to mean, due to lack of
fixation a work may be excluded from being copytegh And due to this a work may be

misappropriated.

Thus, why is fixation a requirement so far as theatton exists? Do you think it is
appropriate to confuse creation with fixation? Tiker question may be: is there any
assurance that the public will exploit the worleafthe time of protection lapses, if there
is no fixation?

However, there is no prohibition at internatioreldl. Even the Berne convention, which
is_the most comprehensive international document tarally, artistic and scientific
works, indicates the possibility of making fixati@s a requirement (Art. 2(2) of the

convention).
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Why is fixation a requirement?
The reason is that it is always easier to proveycghpt if the work is in a tangible from.
However, others say that not to require fixatiorais to the author since it will protect

the work from being misappropriated due to lackaghtion.

i) Registration and Notice

On top of originality and fixation, there is no ethformality requirement for copyright
protection. Works are copyrightable irrespectivettwéir quality and their purpose for
which they are created. Registration and noticelvivould be considered as formality
requirement for some other legal systems has red Egnificance in our law. In other
words, there is no formality requirement for copiti protection in our law like
registration, examination, depositing notice or mgkcopies. This is reinforced under
Article 6 of the proclamation which states”...witharty formality....” The incorporeal
right of ownership, which is to be acquired whewak is put in a 'material form’, thus

will not be acquired in the absence of such form.

However, in case of photographic works, there daheroadditional requirements to be
considered as a copyrightable subject matter. therowords, they will be protected

where they form part of a collection or are pul#thn a book or; bear the name and
address of the author or his agent. Bear in minad torming part of a collection or

publication in books or bearing the name and addoéshe author is applicable for the
protection of photographic works.

By contrast with the various registered rights, yeaht is automatic. As soon as a
literary, dramatic or musical work is recorded mydorms, copyright subsists in that
work. An artistic work a recording, a film or a ldcast, similarly has copyright

protection as soon as it is made. There is no teeshister it or any thing: it is not even

necessary to make it with a claim to copyrightatidition, this protection is, for most
forms of copyright works, available without furthtarmalities even the symbd®,

commonly seen on copyright works, is really unneags
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3.6.2 Substantive Requirement

A literary or artistic work which is an object obmyright and which is created by a
subject of copyright is not copyrightable if it kacoriginality irrespective of the fact that
it is reduced to a material form. The question f&atis originality? Originality is not

defined in the proclamation. Some jurisdictionstatie that the work should originate
from the author himself. A person who has copiedifothers cannot claim originality. A
direct copy of someone else’s work (leaving astdellegality) plainly cannot claim a

new and separate copyright for itself. In shoriginality is said to be a little more than
the mere absence of plagiarism, though it doesgooso far as to imply novelty or

literary merit.

Since copyright subsists only in original workstbé mind, it is necessary to ascertain
what is meant by the word ‘original’ and the natarel degree or quality of originality of
a work to sustain a valid copyright. The requiramef originality means that the
product must originate from the author in the sehsé it is a result of skill, industry or
experience employed by him. In effect, the meawihtipe originality requirement is that
the work must not be copied from another or musthawe been in the public domain.
Thus copyright protection is given to literary aadistic works and not to ideas, and
therefore it is original skill or labour in exeaoni of the work, and not originality of
thought, which is required. The originality requirey copyright laws relates to the
expression of thought in which the work is clothddddoes not have anything to do with
originality of ideas which enjoy no protection una®pyright law. Rather it relates to

expressions that are embodied in copyrightable svork

Some scholars tried to make a contrast betweenltyoxed originality. Novelty — if a
person giving an idea is known already by otherpeison who independently creates
that idea can’t get patent protection. The ideaikhnot be anticipated by a prior art.
Originality — Even though a given expression isated by others a person who
independently comes up with the same expressios@ak copyright protection. There is
a possibility of similarity of artistic works. E.g.wo photographers taking same thing

may the same photographs.
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Originality in copyright should not thus be takemtean novelty, in the sense of original
or inventive thought. All that is needed to satisfiginality is that the author contributes
something more than merely trivial variation somairecognizably his own. Since his
work need not be novel, all that is needed to abtapyright is that the work be
originated with the author who has not copiedatriranother.

Therefore, originality should not be confused witbvelty: when two artists paint a
picture of the same landscape each creates a ek, being original since it reflects the
personality of the maker. Nor should originaliy tonfused with the merits of the work
or intrinsic value of the work or even with the pose of the work; these factors seem
immaterial to the protection obtained.

It is inevitable that when two people deal with anenon idea or fact, no matter how
varied the form of expression may be, certain comratements will appear in their
respective works. There might be similarity in therk due to the fact that both works
deal with the same subject matter or have the samemon source, but if each work is
independently developed, neither will be deniedléhcopyright.

In addition, originality is not defeated by thetféitat the work has its source in the public
domain. An author who borrows from the public domm creating a copyrightable
work is entitled to protection against one who egghis work rather than the work in the
public domain. The fact that the source of a werk the public domain “doesn’t void
copyright, although the protection is limited t@ thew and original work of the author”.
Accordingly, the requirement of originality as aquesite for copyright protection has
been incorporated under our law by virtue of Ai)gf@) of the proclamation. Under this
article, for the entitlement of copyright protectjothe work of an author should be
original without any other formality and irrespeetiof the merit and purpose of the
work.

Therefore, originality in our law is a substantireguirement for copyright protection.
Unless the work of the author is original, it ik devoid of copyright ability.

Is originality not concluded in the concept of aurship under Art 2(2)? To what extent

is it original when the law says the work is or@ih What level of creativity should be
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required for the work to qualify as original? Isnying to imply that adequate skill and
judgment is needed by including originality? Ouw l@oes not tell us the level of

creativity.

However, it is wise not to define originality asist dependent upon the circumstances
surrounding the work. A work is original if it emates from the mind of the author. The

work is original when it owes to some creativity.

There are two approaches in answering the questaised in relation to originality:

1. Anglo — American Approach

2. Continental law Approach

In Anglo-American approach, the level of creativisylow (but existing), whereas in

continental law approach it is a high level. Thee&kimans believe that if skill, judgment

and labour are involved, it is original. In Englarsthedules of Football soccer are
protected under illustration. In the continentaV,la work is protected if the work shows
the creative capacity of the authriJrr) OO0 00 CO00000) . The author’'s

personality must be shown.

Which approach is enshrined under the Ethiopiar? liwnay be argued that the Anglo-
American is included since our level of creativisyvery low and we have to encourage

creativity by protecting low level of creativity.

Is there a difference in the standard of origigahtarchitectural product, photograph and
poems? Generally, it can be said that differentkk&ghould be treated differently.

Under the Ethiopian copyright law, artistic mernitédjty irrelevant as those laws which
have a modern copyright law. It is not relevanas$& if the work meritorious. Or not.
However, the content may be illegal. Is anythingttbomes out of the author’s mind
worth copyright protection? Are immoral and unlalvéubject matters copyrightable?
How do you see Art 640 of the criminal code onabscene and indecent? For example,
the work may be phonographic works. Should thigendillegal or immoral) be relevant

for purposes of copyright? There are two standards.
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If the work is illegal, copyright should not ex@&s$ it will encourage unlawful activities
and different laws should coexist. The other is teor not the content is unlawful; it
should not be the determinative factor for the cmby ability of the work as it will be
against freedom of expression and the law doesxmessly require so.

Which trend is given recognition in the copyriglawl? It may be argued that the
preamble states that the purpose of copyright levior scientific, educational and
cultural development. Laws have to co-exist withheather. So, we should not grant a

copyright for a work which does not co-exist witier laws.

Review Questions

1. From those theories (natural right and util#aji which theory is recognized regarding
the protection of copyright?

2. To which legal system (common law or continergaV) is the current Ethiopian
copyright system attached?

3. Define copyright in your own understanding.

4. Discuss the requisites for copyright protection.

5. Some legal systems favor fixation as a requirgrfee copyright protection but others
do not. Why?

6. Discuss the difference between originality andaity.
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Chapter Four Authorship and Author's and/or Copyright Owner’s
Rights

Introduction

A work which belongs to the copyrightable domaitis$ging the legally provided factors
as necessary elements for the copyright proteaidails for its author or his assignee
bundles of rights. As we noted, such rights arach#g property rights, and, therefore
they are exclusive in nature. They cannot, howessrape from imposition of limitation
by law. The bundles of rights of the author congtid in the “incorporeal rights of
ownership” customarily fall into two categories,nmely, economic rights and moral
rights. This chapter dedicates itself to resolseigsrelated to the contents and the outer

limits of the rights accorded to the author orthasisferee.

Objectives
At the end of this chapter, the student will beeatot

» Discus the nature of economic and moral rights;

» Distinguish economic rights from moral rights;

* Explain the different economic rights accordeddpyight owners;

» Identify the need and peculiar features of mogits;

» Learns about the need, type and extent of limmatioposed upon copyright.
4.1 Authorship
4.1.1 Types of authorship
The owner of the copyrightable work is always aittiee actual author or someone who
has acquired the copyright from the author diredilyindirectly, by agreement or by
operation of law. Then, the first type of auth®the original author who has created the
work (Art. 21(1) of the proclamation). This pergerthe person who crate, i.e., writes or
composes the wok or who originates the whole ofvook.
However, it is not always a single author that rea work. It is important to underline
that the actual authors, where from copyright dedsdo others can be more than one.
The first type of these authors may be co-authés per Art 21(2) of the proclamation,
where the work is a work of several authors, thautimors shall be the original joint

owners of the economic rights. In case of coaustivanose contribution of a work is
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clearly separable from the text of their collaborat all co-authors own the copyright in
the text they themselves have written and they haveaim on the rest of the work.

In case of collective works, the person at who#&ative and under whose direction the
work has been created shall be the original ofidifes (Art. 21(3) of the proclamation).

Collective works are also defined under Art. 2(8)iterary and artistic works created by
two or more physical persons at the initiative ander the direction of a person with the
understanding that it will be disclosed in the nashéhe latter person without indicating
the identity of the contributor.

There are also works created by another employembimmissioned by a person in the
course of his employment contract of service. his tase, unless agreed otherwise, the
original owner of the rights shall be the emplogerthe person who commissioned the
work. (See Art. 21(4) of the proclamation). Imetwords, if an author produces a work
under a contract of service or in the course okehiployment, the employer will own the
copyright unless the author and employer agreerwibe. A contract of service is a
certain kind of relationship between a person aisdwork and the person or firm for
whom he does the work. The author may be a sdlameployee or a commissioned
freelance

In this regard a contract of service should benake the work in which the employer
closely directs and controls it. If the authors gireen only a vague brief on none and the
execution of the task is left to his judgment, &réhur is not under a contract of service
but a “contract for services.”

It should also be taken as works unconnected wiéhdaily work for the employer.
Works unconnected with the author’s duties and dores spare time will not belong to
the employer. Moreover, the employer should hdee gower to hire or fire at will

and/or the work is done for a set remuneration.

In case of audiovisual works, the producer is thaer of economic rights. However, the
script writer, director, cameraman, lyricist, corapo and other authors thereof shall

enjoy the right of authorship in the work. On tipthis, the authors of the screen play,
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musical works and other works that are incorporatedan audiovisual work and can be
exploited separately shall be entitled to exerdiseir copyright independently as

envisaged under Art 21(5) of the proclamation.

4.1.2 Presumption of authorship

Regarding presumption of authorship, Art 22 (1)adle provides that the person in
whose name the work was published shall be deemled the author thereof unless there
is a contrary proof. Also, writing anonymously wnder a pseudonym doesn’t prevent
authors from owning the copyright in their worka dther words, even though the author
used a pseudonym in the publication, he shall leenéd to be the author to be the author
thereof, provided that there is no doubt as to ilentity. (see Art, 22(2)) of the

proclamation)

Lastly, save sub articles (1) and (2) of Art 2Zublisher whose name appears on the
work shall be presumed to represent the author ianthjs capacity, shall be entitled to
exercise and enforce the moral and economic rightse author. But this presumption
is reputable, i.e. there will be a contrary propo$e other words, it uses is proof to the
contrary, the publisher can’t represent the autioreover, this presumption shall cease
to apply when the author reveals his identity &ge22(3) of the proclamation).
Copyright can be owned jointly if the work resuftem the joint efforts of several
authors (Art-21(2). The co-authors shall be thginal joint owners of economic rights.
But the contribution of the author is not distidadm the other but it must be a co-
operation result. However, a mere giving of an itlean author may not enable a person
to be regarded as an author. He must take paheirciieation. The right of co-owners
extends to each of every particle of the work. €hee no independent distinct parts for
each co-owner. It is ownership of the whole by #ilthe contribution is distinct, there is

no joint ownership.

What if an Ethiopian came up with a book jointlytiwa foreign author?
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It can be argued that the Ethiopian deserves grotethough he jointly owns works with
others as this avoids discrimination among citizertds also helps Ethiopians to get

experience by working with others although inci@dégtforeigners benefit.

What about works created by employment contrace® A&¢ 21(4). The work will be

owned by the employer or the person who commissidhe work. This is a significant
departure from the civil code which provides owhgrsin favour of the author alone.
The civil code was blamed for not encouraging itwesit by investors partly because
the prevailing ideology by then was copyright ipratection to creative minds. Thus,
legal persons were not entitled to own copyrighthesy lack mental faculty. Then, to

provide ownership to employers may be in contraaticivith such ideology.

But currently the employers are owners of worksatée through contract of service.
However, what the employer owns is economic righie moral rights are to the author
because creative works are the brain child of kmnis the person who gave birth to the
work. Upon his death, the moral rights will devoteehis successor or heirs.

At this juncture let’s raise one question. An Eghan citizen may work in foreign firm
and may come up with a creative work. Will that kwdse protected under this
proclamation simply because the author is an EihigpLet us take that the work is
created abroad, where there is no reciprocity atefnational arrangement. Should we

protect the economic right of foreign employers?

The firs argument is that foreigners may be engmedato employ Ethiopians if we
extend protection to them. The counter argumetiftwge protect work which does not
relater to the Ethiopian context, it would affelse tpublic interest. Thus, we should not
protect those works.
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4.2 Author's and/or Copyright Owner’s Rights

4.2.1 In general

Law of copyright involves two elements. The firsta property (economic) right, and consists of
a temporary monopoly over the exploitation of pcttéd works. It assures the author of the
exclusive right to control the reproduction, detiva works, performance or exhibition of his

creation.

The second element is the moral right. It includes-property attributes of an intellectual and
moral character, which give legal expression taniienate bond that exists between a literary or
artistic work and its author’s personality. It imended to protect his personality as well as his
work. The moral right of the author is a recogmititvat copyrightable works are extensions of
the personalities of their creators, i.e. it is ‘thetward manifestation of the author’s inner self.
Once it is conceded that copyright consists of thasses of rights, it seems necessary to show
the stage at which the two rights are divorced. Moeal rights of author as an extension of his
personality come into existence “as soon as thieoayduts pen to paper.” Under the Ethiopian
law, this is more so because it is provided in 8ft) of the proclamation that the “up on
creation” confers upon the author an in corporegitrof ownership, ceteris paribus the other
requirements.

Thus, there will be no difficulty in the determiraat of the judicial status of an incomplete work.
No one other than the author can have ownership amn it can’t be a thing without master. To
the extent that it is created, it confers copyrightthe author. In other words, “the work shall be
deemed to exist, with or without being revealeth® public, when the [author’s] conception has
been realized, even incompletely.” It is the mesation that matters, and it is not a requirement
that it be completed. If it be argued that morghtistarts at the time of completion of the work, a
paradoxical situation arises because there wilbWolalienation of the moral rights from the
author for the time between the beginning of theation and its completion. The alienation of
the inalienable is something alien to the concdphoral rights, which always attaches to the
person of the author, hence a paradox.
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When we come to the economic aspect of copyrigiti| the moment of disengagement of the
author from his work, and submitting it to the papkhe work remains an expression of his
personality and it can’t be subject to commercetillinen, “it is a rough draft, a design which

the artist may modify and destroy at will”

However, when the author decides that his worlommmgeted and reveals it to the public by the
act of publication, that moment marks the beginnaigeconomic rights. Accordingly, the
economic rights come into existence much later tiraoral rights do. Once the author has
published his work, it falls in commerce and becsmie subject of transaction.

This should not imply, however, that the econommd anoral rights are distinct entities that
stand by themselves. The one is related to the attd sometimes the existence of one implies
that of the other. The protection of economic rsgtibr example, necessitates the simultaneous

disclosure of the work, which is an aspect of marit.

Be that as it may, it is obviously admitted thadreamic and moral rights are incorporated under
Art 7 and 8 of the proclamation. Besides, the lafireés copyright as an economic right and
moral right subsisting in a work as per Art 2 (8) tbe proclamation though it unfairly
emphasizes economic rights. Moreover, economicranil rights are made part and parcel of
the Ethiopian law as they are incorporated underUhiversal Declaration of Human Rights
(UDHR) to which Ethiopia is a founding party andiategral part of our law as per Art 9(4) of
the FDRE constitution. The UDHR provides that eeas/ has the right to protection of the
moral and material interest resulting from any stifie, literary or artistic production of which

he is the author.

Once the existence of economic and moral rightdisiiied under Ethiopian copyright and
neighboring rights proclamation, then it remaingligcuss the major components that make up

economic and moral aspects of the author or copyagner respectively.

4.2.2 Economic rights
The economic rights of the author involve his péaugninterest. They relate to the right to

exploit, put his work to economic purposes. Theida$ economic rights is that the author
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should be compensated and rewarded, and is entitlerteive remuneration from the use of his

work by others.

To put it differently, one of the main purposescopyright law is to ensure that authors receive
some share of any money resulting from the exploiteof their works. In order to achieve this
objective, the law provides a number of exclusights exercisable by the author or copyright
owner against all other persons. Among these greodection right, derivative work right,
distribution right, importation right, public dispt right, performance right, broadcasting right
and other communication of the work to the puliibt ( see Art. 7(1) of the proclamation).

A) Right of reproduction

Reproduction, as an exclusive right of the autherrecognized under Art 7(1) (a) of the
proclamation. As part of the economic rights cé #uthor, reproduction allows the author or
copyright owner to exclude all others from repradgahe work in the form of a copy or phone
record.

Art. 2 (25) of the proclamation defines reproductes the making of one or more copies of a
work or sound recording in any manner or form, udahg any permanent or temporary storage
of work or sound recording in an electronic form.id possible to say that reproduction is
copying a literary, artistic and scientific work jadeed any copyrightable work) in any material
form that includes writing and all the multitudirforms of ordinary printed matter (from a

single coupon through magazines and news papesheet music, books and encyclopedias),

photocopies, video and cassette tapes, and soon.

To put it differently, reproduction consists in mia&l fixation of the work of the author by any
means as to cause its communication to the pubbmiindirect manner. Such communication is
so indirect that it is made possible because oégigtence of intermediary devices like cassettes,
discs, copies, cinematographic films and the likglat the communication of the work to the
public is facilitatedA point noteworthy is that the fixation into the t@aal form of the work is

the key in the absence of which reproduction caerist. In essence, therefore, reproduction is a

copy.
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Then it is illegal to reproduce the work in anyter&l form (e.g. print of any size, video or
audio recordings, and films) and specifically ir#s storing the work in any medium by
electronic means (including on computer disk) withithe permission of the author or copyright

owner.

A work of literary and artistic creation is said be fixed in a material medium when it is
crystallized in any way so that it is rendered Olrgperceptible to sight, hearing or touch.
Therefore, without fixation it is impossible to peot the right of reproduction, as reproduced

works should be fixed.

It is generally submitted that the right of the @wwf copyright to prevent others from making
copies of his work is the most basic right undgrycmht. No doubt, the right of reproduction
would be economically perfect, where the law recgmthe authors exclusive right to distribute
copies, the right to authorize lending or rentglies after reproduction that helps to alleviate the
abuse of the author’s right of reproduction. Thlisalso recognized under Art.7 (1) (d) of the

proclamation.

It is this right of reproduction that is put undbe exclusive domain of the author or copyright
owner pursuant to Art 7 (1) (a) of the proclamatids an economic right, it can be the subject
of commerce and may be transferred, for considerair gratuitously, by the author during his
lifetime. Upon his death, this right devolves upua heirs who will be able to authorize the

reproduction of his work.

B) Right of derivative works

An author has the right to exclude others from tongaworks based on his own. This right
safeguards an author from what otherwise might hduly narrow interpretation of the
reproduction right, which could then permit anotterary elements of the work sufficiently to
assert that it is not actually a copy /reproduttié derivative work is so comprehensive a term

that it includes such things as translations, dtesa@ons, fictionalizations, Films, recordings,

Balew Mersha, G/Hiwot Hadush Page 93



Law of Intellectual Property | 2008

arrangements, and abridgments, condensations ichvehiwork may be recast, transformed or

adopted.

Under the Ethiopian law of copyright and neighbgriights proclamation, derivative works are
categorized into translations, adaptations, arnaeges, transformation or modification of works

and collection of works pursuant to Art 4 (1).

Among these, the right of translation is treatedwasspect of the economic rights of an author
as per Art 7(1) (b) of the proclamation. It is clehat the author or owner of the work has

exclusive right to translate his work or to authkerbthers to translate it. Therefore, the author
can derive benefits from his works by authoriziteggublication in different languages when he
himself translates the work. In addition, he canvéematerial benefits from his work that has

been translated by a third party. This shows thatwghor or owner of a copyright can object to

translation of his work. Accordingly, a person cahtranslate the work of another without the

authorization of the author. The basic reason lukthiis law is that it would be contrary to social

progress to benefit from an author’s intellectuabrkv without granting him appropriate

remuneration or compensation.

However, under Art 1655 (2) of the civil code ahe cannot object to translation of his work.
A person can translate the work of another withsmgduring the blessing of the author. In that
case, all that is expected of a translator is atesiat the beginning of the work, the fact that th

translation is made without the authorization o @uthor (Art. 1655 (2) of the civil code).

Under Art 1655 (3) of the civil code failure to dmarge this obligation is deemed to be
prejudicial to the author’s rights.

Coming back to the proclamation, translation rights., the right of the original author to

translate and authorize translation of his workexslusive right as per Art 7 (1) (b) of the

proclamation. In other words, the copyright owrgegiven the exclusive right to translate and/or

authorize translation of their copyrightable works.

Therefore, the right of translation cannot be seduree of charge. As a derivative work, the

translation has derived its inspiration from th&ioial. The author is the one who provided the
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translator with an original from which the latteeates his work of translation. Therefore, for
providing the original upon which the translatioepénds for its creation, the original author
must be rewarded. Thus the pecuniary aspect ofoesithights are protected, in cases of
translations, if the original author is given thght to claim remuneration from a person who

translates his work.

In general, no one may translate a copyrightablekwathout the permission of the author or
copyright owner. However, in many ways a transhatooquite separate from the work on which
it is based. It is a new work and is entitled godtvn new copyright, regardless of the copyright
status of the original. It qualifies for protectjar does not, entirely on its own. The translator
the legal author; publication of a translation does constitute publication of its original and
vice versa.

Translations can, however, never completely selveir tconnection with the parent original.
Besides when a work is translated into more thalanguage, the copyright situating for each

version is totally separate.

The second type of derivative work is adaptationthis regard, like translation, the author or
owner of the work has exclusive right to carry outauthorization of adaptation of his work as
per Art 7 (1) (c) of the proclamation. If a workts qualify as an adaptation, it is a requirement
that either it expressly refers to the original kvor it is evident that it derives its inspiration
from the original work. Adaptation retains the ligetual content and general construction of the
original but clothes it in a different outward farm

If a person seeks to adapt an original work, tlweesfhe must in advance secure the permission
of the author of the original. Put differently, thathor has an exclusive right to adapt the work

himself, and to authorize others, if he so wishes.

One form of adaptation may be dramatization of woframatization is described as a version
of a non dramatic work in which it is convertedoird dramatic work. A dramatic work will
normally be a play for performance in the live tieeaa script for a TV or radio program, a

screen play for a film /or radio/ a work of dancer@me or words associated with music.
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It is theoretically quite possible to grant to X thght to adapt a novel, say, into a stage plag pl
the right to perform the play on the stage whilanging to Y the right to adapt the same novel
into a television script for performance on telemisand similarly with dramatic adaptations for

radio and film.

When granting someone the right to dramatizeesaliy work one must therefore specify which
or how many of the possible types of dramatic wdrkswill be permitted to make. One must
also specify whether or not he has the right toa@yce his dramatization in volume form- and
if he has, what payment is due to the original cpmprietor on such an edition

The other form of adaptation may be adapting a wok strip cartoon. Strip cartoons are works
in which the story or action is conveyed whollynoainly by means of pictures in a form suitable
for reproduction in a book, or in a newspaper, magaor similar periodical. The pictures are
protectable as artistic works (drawings or photpgsaas the case may be) while the text is
protectable as a literary worlk.is now an infringement to base a strip cartoaith or without
words) on a substantial part of an existing litgrar dramatic works without obtaining

permission from the owner of the picturization tggh

In general, Art 7 (1) (c) of the proclamation destthe author to make the adaptation of his
work and to authorize the adaptation of his workwdver, once the author has authorized the
adaptation of his work, it is the person who matkesadaptation that will be the owner of the
adapted work. This arises from Art 4 (a) of thegmmation, which protects adaptation as an
original work. That means, the person who adaptedwork enjoys independent and separate

right from the owner of the copyright in the origirwork.

The other exclusive derivative right given to theghar or owner of copyright is the right to
arrange or authorize other persons to arrange loikswpursuant to Art 7(1) (c) of the
proclamation. However, the person who makes sutisiigna new arrangement of works after

authorization is entitled to copyright protectionthe new version.

C) Right of distribution of works
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The other basic excusive right of the author oryoght owner is the distribution of the original

or a copy of the work to the public by sale or atras envisaged under Art 7 (1) (d) of the
proclamation. The exclusive right of reproductiennothing unless the author or copyright
owner gets an economic benefit from the reprodweeiks by sale or rent. The only means of

securing an economic benefit from the fruits ofwi@k is either sale or rent.

Therefore, the law guarantees such kind of righth&author or owner of copyright works. Then
no one may distribute the work of the author toghblic by sale or rental without permission of

the author or copyright owner. If someone did this a copyright infringement.

However, this shall not apply to rental or pubbading of computer program except where the
program is an essential object of the rental odilem (see Art. 7(2) of the proclamation). Our
copyright law defines public lending as a tempotaaysfer of possession of an original work or
a copy of a work or sound record by libraries aebs or similar institutions whose service is
available to the public without making profit. Alscental is defined under Art 2(27) of the
proclamation as a temporary transfer of possessi@work, sound recording or fixation of a
performance for a profit making purpose. The lasoalid not omit to define computer program.
Under sub article 7 of Art 2, it is defined as & skinstructions, expressed in words, codes,
schemes or in any other form, which is capable, nwimeorporated in a machine- readable

medium, of causing a computer to perform or ach@particular task or result.

D) Right of importation of works

Apart from the above rights, the author or ownea @fork has the exclusive right to carry out or
authorize importation of his works. It means he taport his original or copies of his works or
he can authorize importation of original or coppé$is works. This exclusive economic right of
importation of the works is at the hand of the autbr copyright owner as it is envisaged under

Art 7 (1) (e) of the proclamation.

E) Right of public display of works
Like those economic rights discussed above, theoaatr owner of a work has an exclusive right

to display his original or copied works to the pabHowever, to display the original or copy of
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a work, the works should be fixed in a materialnforThis includes the public presentation
(exhibition) of works like figurative arts. Thisght of public display of works is recognized

under Art 7 (1) (f) of the proclamation.

However, the display of works may be made in variaays. The author or copyright owner can
display his work by means of a film slide, telewvisimage, or otherwise on screen or by means

of any other device or process.

F) Right of performance

The author or owner is granted of a work exclusigat to perform (produce) his work by Art

7(1) g) of the proclamation. In other words, thef@enance right of the author protects one of
the channels through which economic benefits deom. The expression “performance” refers
to production and is used interchangeably in litees on copyright. It is possible to define
performance from the word “performer” defined under, 2 (19) of the proclamation, as acting,
singing, delivering, declaiming or playing in orosting otherwise any literary and artistic

works.

Art. 2 (24) of proclamation defines public performeca as performing a work to the public by
recitation, playing, dancing, acting or otherwisgher directly or using any communication
media; in case of an audiovisual work, showingithages in sequence and; in case of sound
recording making the sound recording audible toghblic. It can be said that performance is
reciting, rendering, playing, dancing or actingafwork either directly or by means of any

device or process.

So to perform a work publicly is to do the abovéaites at a place open to public or at any
place where a substantial number of persons outsidenormal circle of a family or its social
acquaintances are gathered, or transmit or othereasxmunicate the performance of the work
to the public by means of any device or procestindr the members of the public is capable of
receiving the performance in the same place oreppasate places and at the same time or

different times.
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Also, it is possible to say that, in addition tdiag on a stage, performance includes delivery in
the case of lectures, addresses, speeches andhseand in general includes any mode of visual
or acoustic presentation, including presentatiomaans of a sound recording, film, broadcast
or cable program of the work. Performance of a wimrludes all cases where a literary,

dramatic or musical work is shown or made audibléhe public using words, sound, gesture etc

without a work being fixed in a material form.

In short, performance may be in the form of scgg@dormance (performance of dramatic or
dramatic-musical works), recitation (reading litgravorks in public) and execution (rendering

non-dramatic works).

Literary works can only be performed by straigtadieg or delivery — direct to an audience or
via television, radio, records, tapes or films. Aonther performance of a written work

presupposes that it is in or has been adaptedidtamatic form.

It is only necessary to obtain permission to penfar work if the performance is given in public
—which means anywhere outside the domestic ciR#geformance anywhere else (whether live
or through the media of television, radio, soundordings, films or videos) even including
private clubs, and certainly including hotels-nepdsmission from the author or owner of the
work.

Even the possession or purchase of a musical sEdrer radio set, sound recording or dramatic
script does not by itself entitle its owner to jpenh the work it contains in public. Separate
permission must always be obtained from the authaywner of the work to perform it. This
exclusive right of performance, in whatever fornogturs, is put in the exclusive domain of the
author or owner of the work. Thus, the author onewof the work during their lifetime and
their heirs thereafter are the beneficiaries of pdicuniary interests deriving from the

performance and authorization of the performanadaéefvorks of the author.

G) Right of broadcasting
The other economic right of the author or ownercaopyrightable work is broadcasting of his

work. Broadcasting is defined under Art 2 (3) o throclamation as transmission by wireless
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means for public reception of sounds or of imagessounds. Therefore, in order to transmit his
works with sounds or images and sounds throughra@less means, the author or owner has an

exclusive right.

In the UK copyright Act broadcast is defined asam$mission by wireless telegraphy of visual
images, sounds or other information which- (a)cégpable of being lawfully received by
members of the public, or (b) is transmitted foegantation to members of the public. Wireless
telegraphy is further defined as the sending oftedemagnetic energy over paths not provided
by material substance constructed or arrangedérgurpose. This includes TV and radio.

A copyrightable work can be broadcast or transmhitteits original wording in straight reading
or narrative form when the text is simply read dlowr if the printed text is directly
photographed. When novelists sell television rightsound broadcasting right in their books,
they are usually selling the right to turn the Howeto a script for broadcasting-part of the
restricted act of converting a non-dramatic worto illramatic work. Dramatic and musical
works can be broadcast direct, as it were, thotuighpossible to give a straight reading of a play

as well as a full scale performance of it.

No one may broadcast a substantial part of anyragigtywork, or any adaptation or translation
of it, without permission of the author or ownertioé work. He has an exclusive economic right

on the broadcasting of such copyrightable workgeaisArt 7 (1) (h) of the proclamation.

H) Right of communication of works to the public

This kind of right is other than broadcasting o thiork. Communication to the public is defined
under Art. 2 (6) of the proclamation as the trarssioin by wire or without wire images or
sounds or both of a work, a performance, a souomrdeng or a broadcast in such a way that the
images or sounds can be perceived by a persondeutse normal circle of a family and its
closest social acquaintance at a place or placesstmnt from the place where the transmission
originates, that without the transmission the insage sounds would not be perceivable and,
further, irrespective of whether the person carixecthe images or sounds at the same place

and time, or at a different place and/or time imndlinally chosen by them.

Balew Mersha, G/Hiwot Hadush Page 100



Law of Intellectual Property | 2008

One means of communication of the works to theipwill be through a cable program service.
It is a service which consists wholly or mainly sending visual images, sounds or other
information by means of a telecommunication systestiserwise than by wireless telegraphy,
for reception- a) at two or more places (whethersimultaneous reception or at different times
in response to requests by different users), orpresentation to members of the public.

Under Art 7 (1) (i) of the proclamation, this rigfthe right to communicate his work to the

public) is exclusively given to the author or owéthe work. Therefore, no one may include in
a cable programmed service a substantial partytapyrightable work without the permission

of the author or owner of the work.

In general, irrespective of the means of commuignabf works to the public, the author or
owner of a work has the exclusive right to carry euauthorize communication of the work to

the public.

I will say a final word as to the economic rightstiee author or owner of a work. In case of
original work of art or original manuscript of aiter or a composer, the author or his heirs shall
have the inalienable right to have a share of &sell price of the work subsequent to the first
transfer of the work by the author. However, theoant of the share and the conditions of

entitlement will be determined by the regulatioeg(#\rt. 7(3) of the proclamation.

4.2.3 Moral Rights

The doctrine which purports to protect the persoigts of the creator as distinct from their

mere economic rights is known as moral right. A ahoight, as the negative right, is to prevent
violations of the personality of the author. Itsjeative is to assure respect for the author’s
thought and personality. It is the right which censfupon the creator to dispose freely of the

product of his creativity, to modify it or to desyrit entirely, as he sees fit.

The various ramifications of the doctrine of moright may be said to consist of the right to
create and to publish in any form desired, thetor&saright to claim the paternity of this work,

the right to prevent every deformation, mutilation other modification thereof, the right to
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withdraw and destroy the work, the prohibition aghiexcessive criticisms and the prohibition

against all other injuries to the creator's perkgna

The doctrine of moral rights of authors is the guawth of centuries of literary and artistic
creativeness and it is indigenous to continentadgpuudence. To be precise, its origin is France
and its parentage multiple. This is said becauseFtiench statute of March 11 1957 provides
that “the author has the right to demand respedbifoname and authorship and for the integrity
of his work.”In other words, the law of March 11, 1957 conceagrliterary and artistic rights
replaced previous legislation and codified the submunciated by the courts, including those
relating to the moral right. Accordingly, the moraght has taken on a statutory character.

When a person creates, be he an author, a panseylptor, an architect or a musician, he does
more than bring into the world a unique object hgwexploitative possibilities: he also projects
into the world part of his personality and subjétd the ravages of public usk.Holmes of the
United States, in this regard is reputed to haickthés:

Personality always contains something unique. fpresses its singularity even in hand writing,
and a very modest grade of art has in it somethiegucible, which is one man’s alone, that

something he may copyright.

Moreover, Oscal Walde expressing the relationsl@pween the author’s personality and his
work said as followsA work of art is a unique result of a unique tengpeent. Its beauty comes
from the fact that the author is what he is ...... iArthe most intense of individualism that the

world has ever known.

Thus, the work bears the stamp of its author’'s ety because in every man’s work, the
character of the writer is recorded. Use and digsation of the work, therefore, not only bring
economic profit, they also enhance the author'senamd fame. The author seeks economic gain

and the promotion of his reputation through hiskvor

Accordingly, independently of the economic aspéaopyright, and even after the transfer of it,

the author has the right to claim authorship of wisrk and to object to any distortion,
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mutilation, modification or other “derogatory” amti in relation to his work which would be

prejudicial to his honor or reputation.

Attached inalienably to the author as per Art 8qRpur proclamation, therefore, the moral right
always protects the personality of the author. lttke economic aspect of copyright, the moral
aspect has many ingredients that constitute thdlbwf rights in it and that is the reason, which

calls for a discussion of the components of magdits.

A) Right of paternity

The right of paternity entitles the author to ihsigat he and not another person is credited with
the authorship of the work he created. An authar msan who brought out of nothingness some
‘child’ of his thought and up on its creation hdubbed the ‘father’ of such ‘child’. As a unique
result of a unique temperament, the work of athes most intense mode of individualism that
the world has ever known. Its beauty is an extergiéction, a projection of the creator’s inner

self to the external world, that is, its beauty esrnfrom the fact that the author is what he is.

As a result, the author is given the right to regaill others to associate his name with his work
and to prevent attribution of his name to a wokk ik not his. The right to paternity is, therefore
firstly, the right of the creator of the work togsent himself to the public as such, secondly, to
require others to present him as such, and thitdlyprevent others from attributing works to
him which he has not created. In essence, the oflpaternity protects the author not only

against unauthorized denial but also against fadpaitation of paternity as well.

Of the three ingredients of paternity right, thestfis the right of the author to demand his name
to appear on all copies as well as on advertisingtloer publicity for the workThe second
component prevents plagiarism of his work. Out ant plagiarism presents at once the most
obvious violation of this interest and the mosi@es invasion of the author’s pecuniary rights.
The third aspect provides protection against beaged as the author of a work that has been

mutilated or altered.
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Therefore, it is possible to say that the princgli@aternity right has had numerous applications,
in cases involving the mention of the author’'s namadvertisements and following quotation

from his works, questions of collaborator’s righsotection of the artists signature, mention of
the author’'s name on photographic or cinematogcaggproductions, and confusion concerning
the identity of a designer of bindings, arisingnfr@a book dealer's window display of bindings

belonging to the dealer.

In Ethiopia, the author of a work does have thétrig claim authorship of his work. In other
words, he has the right to be identified as an@utipon copies published to the public save the
work is included in reporting current events by meaf broadcasting (see. Art 8(1) (a) of the
proclamation). Also pursuant to Art 22 (1) of thegamation, the person in whose name the
work was published shall be deemed to be the auttere-of unless there is a contrary proof.
Thus, a creator of a work can demand others totifgehim as the author once his name
appeared on the work. This right is basic in theseethat it is the stake by virtue of which the
author establishes his name in the minds of consgimghis work thereby producing fans for
himself. The fact that he is permitted to have w@k published under his name necessarily

affects his reputation and thus impairs or incredse future earning capacity.

Failure to associate his name with his work dehi@s recognition of his achievement while
attribution of his name to a work not his own preysthe value of his name and makes him
'heir’ to the consequences of another’s labor.ratten of an author’'s work both misrepresents
the author’s efforts and mischaracterizes the pedgy to which the work is attributed. Hence

the right to paternity is a fundamental moral right

This right of paternity extends to a translator amel director of a film. In other words, like any
other authors, directors and translators haveigig to be identified whenever their work is
published commercially (including by means of aecabnic retrieval system); performed,
shown or exhibited in public; broadcast or includeé cable program service; or included in a
film or sound recording that is issued to the pul#iso, it is obvious that the authors of works

of architecture, sculpture and works of artistiaftsmanship also have the right to be identified
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on the original as well as in graphic works or gigoaphs of their work that are issued to the

public.

On the contrary, though he has the right to betified (to claim authorship), he has the right to
remain anonymous or to use a pseudonym as per At) &) of the proclamation. In other
words, the author of the work can remain silenhaiit disclosing his name or the identification
can be in the form of a pseudonym, initials or ‘e@gsonable form of identification' if the author
prefers. Moreover, the author may claim the berwfgiresumption of authorship granted under
Art. 22 (1) of the proclamation notwithstandingttha used a pseudonym provided that there is
no doubt as to his identify (see Art. 22(2) of gireclamation). However, to be anonymous for
his work or using pseudonym is a right reservedHherauthor not an obligation for him. In other
words, in Ethiopia an author is entitled to useugemym, or publish his work anonymously.
Therefore, if the author wishes to use pseudonyenhaés the right to be identified in his
pseudonym. It means the obligation to disclosendmme of the creator of a work extends not
only to his true name, but also to the pseudonyhe moral rights protect the identity of the
creator as he has chosen it. In this regard; | w@nmtise one foreign case that has a direct
relevance for our law. The plaintiff-author had [wsired two uncopyrighted stories under a
pseudonym. Subsequently after the plaintiff haduaed a reputation in his own name, the
defendant published the two stories under the fésnactual name, without permission.

However, the plaintiff's motion for temporary injction of these facts was granted by the court.

B) Right to integrity of the work

The right of integrity is the right of the authordafeguard his reputation by preserving his work
from derogatory treatments. A treatment of a warklérogatory if it is subject to addition to,

deletion, alteration, unauthorized adaptation #mbunts to distortion or mutilation of the work

or is otherwise prejudicial to the honor or repwtatof the author or his work. Therefore, the

author of a work has the right to object any madifion up on his work in the process of

reproduction by the publisher, during translatioty and soon

To put differently, the author has the right to éake integrity of his work respected i.e., he may

prevent all unauthorized deformations, mutilatimmsmodifications. This right does not arise
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until, after completion, the work has been put loa tharket by the author, has been sold, or has
been made the subject to contracts of publicatigpeoformance. From that time on, the author
has the right to insist that its integrity must et violated by measures which could alter or
distort it. Therefore, a non author cannot makengka in the work except upon securing the

author’s permission.

Thus, the right of integrity is infringed if a dgiatory treatment of a copyright work, or part of a
work is published commercially: performed, showrerhibited in public; broadcast, or included
in a cable program service; or if copies of a fibn sound recording of, or including, a
derogatory treatment of a work are issued of thHaipuThe right of integrity is also infringed if

a graphic work or a photograph of a derogatorytitneat of the model for a building, a sculpture

or a work of artistic craftsmanship is published.

In connection with integrity of the work, thereasituation where an extremely delicate problem
arises. This is a problem of protecting the intggoiff the work when the author has authorized
its adaptation to a different medium, as in theecalsadaptation of a novel for a cinema or a
theatre. The problem here is to ascertain to wkigine the author of the original work can insist
on its integrity when this claim conflicts with ettéeve freedom of the adapter who is the would-
be author of the work which purports to be equatiginal. How may a conflict between these

two equally valid moral rights be resolved?

Expectedly, the mutual obligations of the partlemmselves relative to the fidelity of the adapted
work to the original may be specified in the coatrdn this respect at least three possible types
of such contracts may be distinguished.

In the first category are contracts in which adaptais authorized unconditionally. All the
adapter is required to do is that he executes timtract in good faith, and to refrain from
distorting the spirit of the original work with thetention of doing harm. In the absence of such
intention, the adapter is at liberty to make alapes he thinks necessary for the purpose of

adaptation.
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The second type of contract is one which contailsises authorizing all changes and
modifications which do not distort the spirit anthcacter of the original. Under such contracts
modification in the original work that is requirday necessities arising from the need to
commercialize the adaptation are said to be redd®ria so far as they respect the work’s

psychological tenor and the essence of the authoolsght.

The third type of contract is such that the authhbho has authorized an adaptation of this work
actively participates in the process of adaptatiera scenario or a dialogue writer, for instance.
Thus under this type of contract, the original autktipulates that his text be subject to no
modifications without his approval.

Under the Ethiopian law, undoubtedly the right eégervation of integrity of an author’s
copyrighted work is provided under Art 8 (1) (c)tbé proclamation. It provides that the author
of the work has the right to object to any distwmti mutilation or other alteration of his work,
where such an act is or would be prejudicial tohmsor or reputation. Therefore, no person will
be allowed to distort, mutilate or alter the workhaut the author’'s consent where the act is or
would be prejudicial to his honor or reputationvi@g permission by the author to alter, mutilate
or distort his work that prejudices his honor gpugtion is unthinkable. Thus, any one can’t
alter or mutilate or distort the work of the autlifathis affects his honor or reputation, unless he

permits, though he is not an owner of economictsigh

The other protection of the right to integrity oivark comes from the provision of Art 2686 (1)
of the civil code. It provides that the publisheolates his obligations if he makes changes
without the author’s consent. Once he has undertékenake the work public in the form in
which it has been submitted to him, he could nokerany changes for he could have refused to
publish it if he had been of the opinion that therkvheeded changes. Thus, Art 2686 (1)
imposes the duty on the publisher to reproducewvtbek without abridgments, additions or
modifications. Hence the integrity of the work iegerved because the author is given the right
to prevent alterations, mutilations or truncatiohgis work after it has left his possession.

C) Right to publish
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The right to publish a work or to keep it secres@d to be a natural and incontestable as the
right to create. So long as a work has not beempteirly created- of which the author alone can
be the judge- it remains a mere expression of thatar's personality, as it has no existence

beyond that which he tentatively intends to give it

It is exclusively for the author to determine whestthe work shall be published at all, and if it is
to be published, when, where, by whom and in wbatf In other words, the author of an

unpublished work, so long as he does not publismaly keep it as a private matter which he is
not obliged to give to the world.

Only the author can decide whether his work coomedp to his original conception, at what
moment it is completed, and whether it is worthyhoh. He alone is able to determine when it
should be disclosed, put into circulation on thekehand treated as a chattel, which may be
exploited for profit. Usually, however, authors dot have at their disposal the financial
capability, the administrative facility and the heeal know how required for the exercise of
their right of publication and, as a result, theyee into contract of publication. It is hardly
necessary, therefore, to point out that the cousssumption of power to decide on the
completeness of the work is negation of the mostoals aspect of the author’'s moral right- of
determining the completeness of his own creatidihg corollary of the right of the author to

publish his work is that the author is at libertt to publish his work.

A copyrightable work is published only when authed copies are issued to the public in a
written form (any kind of hand writing, typing oripting) or by means of an electronic retrieval
system. An authorized publication is one made \thih agreement of the author or copyright

owner or someone to whom the necessary contrdvéas delegated.

Accordingly, the Ethiopian law of Copyright and §lboring Rights proclamation under Art 8
(1) (d) gives the right to publish his work onlyttee author. The author is undoubtedly free to
publish his work irrespective of whether he is amer of economic right or not. In other words,
the author has the exclusive right to decide whetimel when a work is to be released to the

public. The issuance of his reproduced word topiliaic is at the disposal of the author. No one
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may publish a copyrightable work of the author withthe permission of him. Apart from this, a

person publishing a work of the author cannot dwigloout infringing the authors’ rights.

D) Right to create a work

The very basis of all creative works lies in thetpction of the right to create, which is a
function of the right of individual liberty. Thisght is said to become part of the moral right
when the author, having concluded a contract withtlzer to complete and deliver a work,
becomes unwilling to do so. The effect of such atraxt is said to depend on the moral right
because creation is closely related to the persowimoral interests of the author, his honor and
reputation. An author could not be forced to createork against his will. “If I do not want to
create an original work,” says Pierre Recht, “sutélat is my own business. The law cannot
tamper with it. It is my freedom-my prerogativeet@ate or not to want to create a work.”

This is, to be sure, the line followed by the Efiém law. Art. 2675 (1) allows the author of a
work to assign his work even if he has not yet atext it provided that the work is sufficiently
well-defined and that the author can complete & period not exceeding two years. In addition,
under Art 2270 (1), a sale contract may be condusleen if its object is a future thing that has
no existence at the time of the contract. Provithad the seller undertakes to deliver such future
thing-as, for instance, when the author contraxtsrite a dialogue for a cinema-the contract is
valid by virtue of Art 2270(1).

The immediate legal question presenting itselfxplering the extent of this aspect of moral
right is the treatment accorded by law to contraatiiging one party to create. Once it is
conceded that the right to create a work is anaspieindividual liberty, it will be easier to
admit the corollary, i.e., the right of an authat to create, to refuse to create. A court cannot
give a mandatory injunction compelling the authmcteate a work for so to do goes against the

creator’s individual liberty.

In line with this argument, Art. 1776 mandatorilsopides that specific performance is not to be
ordered if and when such order affects the libeftihe debtor-the author in our case. And there
is no better liberty for the author than to be fteereate or not to create. Thus, the author is at

absolute liberty to create or not to create a pseohiwork without being obliged to create it. If he
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refused to create the promised work, however, hkakde for any damages caused to the
promisee by his act of breach of the contract aatlis the outrage of his liability for he can’t be

forced to create

E) Right to withdraw (disavow)

Notwithstanding the transfer of his right of expoion, the author, even after his work has been
published, enjoys the right of withdrawal. He mayt exercise this right, however, without
accepting the obligation to compensate the assifprethe losses, which the author’'s act of

withdrawal might cause him.

The usefulness of this right is difficult to seewever. Once the thought is expressed, circulated
and criticized, it cannot be erased. Copies of &kwdhich have been sold cannot be destroyed.
Hence, the rationale for this right, i.e., the dpwof conviction of the author or his convictions

being obsolete due to changes that are brought &lyahe passage of time, cannot work even if
the author exercises his right to withdraw. Thus #uthor whose conviction is changed has

actually only one recourse: to set the creatiorth im a new edition.

This right of the author is not directly incorpadtunder Ethiopian law. It can be inferred from
Art. 2687 (1), however, when the law states thatatthor is at any time given the right to make
corrections or improvements. These correctionsn@rovements may require the withdrawal of
prior editions and thereby prejudice the interesthe publisher. In such cases, he will be
indemnified by the author for the expenses he mcliby the act of corrections or improvements
(Art. 2687 (2). Hence, the author can make anytanfi, suppressions and other modifications,
which he thinks necessary in order to make the vemrkform to the state of his intellectual

convictions. However, the right to withdrawal istrincorporated in the new Copyright and

Neighboring Rights proclamation.

Now, before winding the discussion, two problemguiee a brief discussion at this point- the
guestion of inalienability and the problem of dedcef moral right upon death of the author.
Much confusion concerning the concurrence of imai@lity has been created by the claim that

the moral right is inalienable, whatever may hapjoetine property aspects of the copyright.
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By inalienability of moral right is meant that dt@its very nature as a personal right, it is not
capable of transfer. Nevertheless, an expressamuogl waiver of the moral right by the author
is valid. In line with this, Art 8 (3) of our praamation provides that the author or his heirs or
legatees may waive their moral right stated under & (1) of the proclamation where: the
waiver is made in writing clearly specifying thght is waived and the circumstances in which
the waiver applies, the waiver specifies the naamé extent of modification or the action in
respect of which the right waived. However, thisitcactual waiver may solve the problem
which arises at the time a person is authorizeadtapt the work of the author. In sum, it is not
impossible for the moral right to be alienated frome author. Actually, the moral right is
inalienable only in the sense that, like all peedaights, it is incapable of transfer by sale ift. g
Regarding the transmissibility of the moral rigbtthe author’s heirs, one can say that rights of
personality usually expire with the death of thespa and the transmission of moral right
sounds odd. This is also recognized in our law umle 8 (2) of the proclamation which

provides that moral rights shall not be transmissiluring the life time of the author.

But it has been said that the protection of the prgnof a deceased author has called for an
exception to the rule, an exception which allovessfer of moral rights. Accordingly Art 8 (2)
of the proclamation envisages that moral rightdl $leatransferred in accordance with the law to

heirs or legatees after the death of the author.

The moral components of the author’s rights areetones said to have 'positive’ components
and “negative’ components. The right to create &kwi publish it, to change it, to withdraw it

from circulation, and to destroy it are said toitneate positive components. On the other hand,
the right to prevent others from making changesram committing acts detrimental to the

authors honor or reputation are considered negatweponents that require no personal act by
the author and may, therefore, be transferred ¢chiirs. From among the components of the
“positive” aspects of the moral right, the rightgablish is the only right that is transmissible to
his heirs. However, moral rights shall be enjoygdhleirs or legatees of the author until the

expiry of economic rights (see Art. 8(14) of thegamation).
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4.3 Limitations on Copyright
Introduction
We have seen that the law reserves certain at¢te@uthorization, thereof , to the author. Such
exclusive rights of the author, however, are omgaently absolute. This is so because the law
provides various exceptions to the rule that ‘adhly author enjoys those rights'. So, in a way, the
law takes away with one hand some of what it hesrgby the other. It should be borne in mind
that copyrights is a compromise between two istsyd.e. author’s interest to be remunerated
and the public interest to get easy access twthks. To this effect, Lord Mansfield stated:

we must care to guard against two extremes eqpadjdicial: the one that men of

ability , who have employed their time for tleevece of the community may not

be deprived of their just merits, and the rewafdheir ingenuity and labor; the

other , that the world may not be deprived of iay@ments , nor the progress of

art be retarded.

Accordingly, our Copyright and Neighboring Right®gamation is full of compromising
articles. It imposes various types of limitations the rights. What necessitated these
limitations? Should not the author be the onlysparto reap the fruits this labor? This it
has been mentioned, is basically to reconcile betvteo polars- the author’s right to get
what he deserves and the society is interest tothumseworks with little cost. These

limitations form the subject of the following dissions.

4.3.1. Reproductions for personal purposes

The exclusive right of the author or owner of coglgt on reproduction is not absolute, it has an
exception. The law is not devoid of any limitatioms the exclusive right of the authors to
reproduce or authorize reproduction of his workt &(1) provides that copies or reproductions
of a copyrighted work may be made in a single cofityrout the permission of the copyright
owner. This limitation is applicable if the copy deais intended for the sole purpose of using it
privately. To put directly what the law says, thener of copyright can’'t forbid private
reproductions of a published work in a single cbgya physical person exclusively for his own
personal purpose.
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Therefore, in order to reproduce the work of ththay firstly, the reproduction should be in a
single copy. It means if a work is copied more tbage, it will be an infringement. Secondly,
the copy should be made by a physical person, mifitial /legal / person, to use the copy for

his own personal purpose, not for using it for pubérvice.

Lastly, the work that has to be reproduced shak Ipeiblished work. Published work is defined
under Art. 2(22) of the proclamation as a workaosound recording , tangible copies of which
have been made available to the public in a redderquantity for sale, rental , public lending
or for other transfer of the ownership or the pgsgn of the copies, provided that , in the case
of a work, the making available to the public tqgmé&ce with the consent of the author or other
owner of copyright, of the producer of the souecbrding. So, we can say that it is impossible
to reproduce the work of another unless the warla published work or work is known to the

public.

The private use standard in this respect may naingerstood to give the impression that it is
only the person who actually makes the copy thatlessved to use it privately. The user may get
it from other sources. The essential point is thatcopy is used privately and no more than one
copy of a work is made at a time. Therefore, if whakes the single copy is not a decisive
element as long as he is a physical person, imrsasf the copy is made in a single copy from a
published wok and this copy is intended for privase, the person may furnish himself with a

copy of protected materials for his private ( peedg purpose.

However, reproduction of works for private (perdpparposes is not allowed under Art 9 (2) of
the proclamation where reproduction is that of aknad architecture in the form of a building or
other construction, musical work in the form of atains, or of the original or copy made and
signed by the author of a work of fine art, the {ehor a substantial part of a data base in a
digital form, a computer program except as provigdedrt 14 of the proclamation; or a work
that would conflict with or causes unreasonablerhtr the normal exploitation of the work or

the legitimate interest of the author.
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Some argued that private reproduction without thiesent of the author or copyright owner is
permitted only in the case of backup copy. Thatmeea person, who bought the original may
copy it and will have a reserve copy for his peedopurpose as per Article 9 of the

proclamation.

4.3.2. Quotation

The other limitation on the exclusive right of tbepyright owner for the reproduction of his

work is quotation of a published work. The Ethiopilaw considers under Art 10 (1) of the

proclamation as lawful to make quotations from akmwhich has already been available to the
public. The law clearly provides that the owneicopyright cannot forbid the reproduction of a

guotation of a published work.

However, the law allows reproduction of a quotatwdmpublished work by way of illustrations in
publications, broadcasts or sound or visual reocggliwhere the extent of the quotation is
justified by the purpose and is compatible withr faiactice. In other words, quotation shall be
compatible with fair practice and does not excdexléxtent justified by the purpose (see Art.
10(2) of the proclamation). In this case, reprodurctshould not conflict with normal
exploitation of the work and should not unreasopagbkjudice the legitimate interests of the

author.

Besides, the person that quotes the work of andiagito acknowledge the author. Even he has
to indicate the source and the name of the auffiwat is why Art. 10(3) of the proclamation
clearly envisages that where the quotation is tdi@n a source which contains the name of the

author; it shall indicate the source and the nahtkeoauthor.

4.3.3. Reproduction for teaching

A noteworthy limitation to the exclusive right acéproduction is where the work is out of print,
copies or reproductions thereof are authorizeceireral copies for educational purposes. This
kind of provision is very important, as it will ser for promotion of educational activities.
Accordingly, the proclamation envisages under Axtl} as the owner of copyright cannot forbid

a reproduction of a published work or sound recaydor the purpose of teaching as long as the
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reproduction doesn’t exceed fair practice and tttere justified by the purpose. However, the
copy shall indicate as far as practicable theuof the work or sound recording reproduced

and the name of the author (see art 11(2) of thelgmation).

Thus, for example, it seems that a teacher may oopyp a black board a substantial part of a
copyrightable work and his pupils may copy it dowtareover, copying of works by students as
part of their education is permitted. A teacher rakp perform and make his own recording of
a musical work and use this for purpose of instouctin relation to a sound recoding, film,

broadcast, or cable program, copyright is not imgfed by its being copied by making a file or
film sound track in the course instruction, or oéparation for instruction, in the making of films

or sound tracks, provided the copying is done pgi@on or receiving instruction, i.e., the copy

is only for educational purposes.

Therefore, we can say that if an educational estabent reproduces a copyright work or
educational purpose as far as it is with boundiaiofpractice and the extent is justified by the
purpose, it may not be challenged by the copyrigimer. In other words, the making of a copy
of the work is not an infringement of copyrightlie purpose is educational, but when such copy
is subsequently sold, let for hire, offered or esgubfor sale or hire, then it is to be treatedras a

infringing copy for the purpose of that dealing.

4.3.4. Reproduction by Libraries, Archives and Sinlar Institutions

As emphasized above, the ultimate goal of the d¢gpyrsystem is promoting an efficient
mechanism of dissemination of information and kremgle so that the required scientific and
cultural transformation will materialize. To thatc it is necessary to make sure that institutions
that are engaged in this blessed task of disseimmaf information are getting the necessary
input which in turn is to be made available for thenefit of the general public. Among these
information dissemination centers are librarieshates, museums and similar institutions.
Accordingly it has become important to place certanitations on copyright owner’s right of
reproduction and giving rights for those institagoto copy the work even though he does not

give permission.
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In addition to this, there are other grounds taifyasuch limitation. Effective research and study
requires that the researcher be informed of thdirfgs and opinions of others and has the
opportunity to dig out those materials prepareatiers. It is here that the libraries archives and
other similar institutions provide indispensablevs® to research by furnishing the individual
researcher with the necessary extensive and peldlistaterials for the research and study if they

are given the right to copy them.

It is said that the body of scientific and techhidarature has grown so rapidly that it would be
extremely difficult for the individual scholar oesearcher to gain access to the works he may
need to consult unless he can obtain copies frdibrary. Moreover, libraries, archives and
other institutions cannot be expected to meet #exls of any number of researchers by loan of
copies in their collections. So, in response te¢hdemands of researchers, the above institutions

should be equipped to provide researchers withquopies of materials in their collections.

Apart from the above-mentioned reasons, therelaceadher purposes for which the institutions
may copy protected works. Rare books and manuscept usually photocopied to secure
against their destruction or loss. Similarly, foe tpurpose of preservation, photocopies are made

of newspapers and other items printed in fast oetging paper.

However, this limitation on the rights of the autho reproduce or authorization of reproduction
in their works in respect of libraries, archiveslathers is not in many cases extensive nor is it
applicable to every library, archive and otherse EBxemptions are usually applicable in respect
of those institutions that operate in a manner thay not compete with the economic rights of

the author or copyright owner.

In this connection, supplying photocopy to the $ahéor his greater convenience, and to serve
the public from his outcome, in conducting his stiglnot seen as a competitive invasion of the
copyright owners market for the work to any appabl@ degree. So, it is libraries, archives and
other similar institutions that operate directlyindirectly in a non—profit basis that are allowed
to make copies of protected materials. If we lookdxample at the 1976 Copyright Act of the

USA, section 108 entitles libraries and archivesnake one copy of a work as long as it is not
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alone for commercial advantage. The Act also allttusries to make the copy of the entire
work or substantial part of it where the user maleggiests and the copying library, based on a

reasonable investigation determined that a coplgeofvork cannot be obtained at a fair price.

What is important here is since it is the econongbt of the author that we are limiting by
allowing libraries, archives and others to makeiespye have to make sure that under the guise
of making copies for the purpose of furnishing theemmesearchers the market for the copyright
work is not minimized. Therefore, the limitatiori bbrary, archive and other copying is
applicable only in respect of those institutionatthre open to the public and operate on a non —

profit making basis.

Likewise, the Ethiopian copyright and neighboringhts proclamations incorporate those
situations. The exclusive right of reproductionaothorizing the reproduction of author’'s work
is limited when the reproduction is made by libeariarchives, memorial halls, museums and
other similar institutions that are engaged in fydictivities directly or indirectly (see Art.
12(1) of the proclamation). It means the owner @bycight cannot forbid a reproduction of a
work by a library, archive, memorial hall museumsonilar institutions whose activity directly

or indirectly is not for gain.

However, a copy of copyrightable works shall be enbag the above institutions to preserve and,
if necessary, to replace a copy or a copy whichbee lost, destroyed or rendered unusable in
the permanent collection of another similar libraryarchive; Where it is impossible to obtain a

copy under reasonable conditions, and the actpvodeiction is an isolated one occurring and if

repeated on separate and unrelated occasionsr{d%3) of the proclamation)

In other words, copies by library, archive, memlohall, museum or similar institutions are
possible only for preservation or to substitutet,l@estroyed and un available copyrightable
works, to get the works, under reasonable conditeme impossible and the reproduction is an

isolated one or if related for a separate and ated|situations.
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4.3.5. Reproduction, Broadcasting and other Commumgation to the Public for Informatory
Purpose
Articles published in newspaper or periodical omrent economic, political, social or religious
or similar topics are subject matters of copyrighotection. On these works the power to
reproduce, broadcast, communicate to the publiongsl to the author or copyright owner.
However, this exclusive right is limited under A8 of the proclamation. In other words, the
owner of copyright cannot forbid the reproductiarai newspaper periodical, the broadcasting or
other communication to the public of an article Igl®d in a news paper or periodical on
current economic, political, social or religious smmilar topics (see Art 13(1) of the
proclamation. But in order to apply this limitatidine author or copyright owner should not lift
such powers in such works. If the right or authedizeproduction or broadcasting or the
communication to the public is expressly reservedtiee copies by the author or owner of
copyright or in connection with broadcasting oresttommunication to the public of the work,
no person can reproduce, broadcast or communicatestpublic without the permission of the
author.

Moreover, the right of reproduction, broadcastimgtihver communication to the public of short
excerpts by the author is limited under Art 13(2)tlee proclamation. Reproduction and
broadcasting other communication to the publichairsexcerpts of a work seen or heard for the
purpose of reporting current events is possibl@aout requesting and blessing the permission of
the owner of copyright.

Lastly, the owner of copyright cannot forbid thenaduction in newspaper or periodical, the

broadcasting or other communication to public @iodtical speech, lecture, address, sermon or
other work of a similar nature delivered in pulic a speech delivered during legal proceeding
to the extent justified by the purpose of providimgrent information (see Art. 13(3) of the

proclamation).

However, the exclusive right of the copyright owrger the reproduction in a newspaper or
periodical, the broadcasting or other communicatmithe public of an article published in a

newspaper or periodical on current economic palitisocial, religious or similar topics.
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Short excerpts of a work seen or heard for the geepf reporting current events, a political
speech, lecture, address, sermon or other workaddimilar nature delivered in public, or a
speech delivered during legal proceedings , toetttent justified by the purpose of providing
current event will be limited if it is accompadiby a sufficient acknowledgment identifying
the work by its title of other description andJess the work is anonymous or the author has
previously agreed or required that no acknowledgemof his name should be made, also

identifying the name of the author as far as prabte.

4.3.6. Reproduction and adaptation of computer pro@ams

The other limitation on the exclusive right of reguction or adaptation of works is a single

copy reproduction or adaptation of computer progpamsuant to Art 14(1) of the proclamation.

However, this kind of limitation under Art 14(2) dfie proclamation is permissible when it is

found necessarily to make use of a computer progviima computer for the purpose and extent
for which the computer program has been obtaindsdict-up copy by a person having a right to
use the computer program in so far as it is necg¢eaensure future use, or adaptation that is
indispensable for using the computer program mjwwtion with a machine for the purpose,

and to the extent of use, for which the programbesen lawfully obtained.

To put it differently, reproduction and adaptatmrcomputer program is not forbidden by owner
of copyrightable works if reproduction is made isiagle copy and to operate the computer for
its normal service, to have a back-up copy to enfuture use and adaptation is made for using

the computer program in conjunction with a macHaorehe purpose.

4.3.7. Importation for personal purposes

As we have seen, the author or owner of a workitagxclusive right to carry out or authorize
importation of original or copies of a work purstian Art .7 (1) (e) of the proclamation.
However, this exclusive right is limited to impaopyrightable works for personal purposes by
physical persons. Accordingly, the owner of copytigannot forbid importation of a copy of a

work by a physical person for his own personal pagp
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One thing that has to be clear is that the importashould be made by a physical person. The
juridical person is not empowered to import workstlee author unless he permits. Also, the
physical person will import works of the author latt permission only for his own personal

purposes.

4.3.8. Private performance free of charge

Limitation on the exclusive right of authors to pialy perform or authorize the performance of
their works is another type of specific limitatiqexception) to the exclusive copyrights
privilege. This limitation is performance of otheworks in private at family gathering or in a

school.

This kind of limitation is evident because prohitit each and every individual from performing
a copyrighted work exclusively for himself is rathebsurd. Most importantly, since private
performances cannot by any stretch of imaginat®prejudicial to the economic interests of the
copyright owner, there is no need to prohibit pievgerformance of protected works. Therefore,
for such kind of works neither the authorizationtleé author is required nor this unauthorized

use of the works would entail copyright infringernen

Regarding private performance, the 1988 British praivides that the performance of a literary,
dramatic or musical work before an audience ctingi®f teachers and pupils at an educational
establishment and other persons directly connegtibothe activities of the establishment (a) by
a teacher or pupil in the course of the activioethe establishment, or (b) at the establishimen
for any person for the purpose of instruction i$ a@ublic performance for any person for the
purposes of infringement of copyright . In additi the playing or showing of a sound

recording, film broadcast or cable program befouehs an audience at an educational
establishment for the purposes of instruction is playing or showing of the work in public for

the purposes of copyright infringement.

Coming to the Ethiopian law, the single limitati@m the exclusive right of performance
(production) of the author is the one provided undie 16 of the proclamation. This provision

states that the author may not forbid private perémces of his work given free of charge at a
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family gathering or in a school. So the intentidrtiee legislator in precluding the author form
forbidding private performance should be constriretight of the last limb of the provision

which says, “At a family gathering or a school”

The feature that Art 16 shares with many foreigwslan this aspect is that it exempts non
commercial performances i.e. the author is probdbitrom forbidding performances that are
given free of charge. Also, it is not enough thiea performance be given free of charge, the
audience is also strictly limited. The performant®ugh given free of charge, will be an

infringement if it is presented to an audience tisaoutside of a family gathering or a school.

4.3.9. Issuance of Non- voluntary license

Relating to free use, servicing similar public mse, there are other limitations, namely non-
voluntary license. Non- voluntary license is justif on the ground that sometimes it is not
practical to find the copyright owner and securs hlessing, especially long after its
publication. It is also argued that introducing gwncept is important to avoid the creation of
monopoly that may be against public interest. Adoagly, copyright laws provide general

limitations to facilitate this demand in favor diet interest of the public and make works
available without request from copyright owners amdspective of their opposition in some
cases. On the other hand, it is criticized on ttoeigd that it creates difficulty to exercise moral
rights by the author, and it erodes the bargaipioger of the right-holder as the latter is bound
to permit the use.

Generally, there are two forms of non-voluntaryetise systems. The first being statutory
license where everything, including the royaltylwi determined by the statute recognizing the
concept. The second is named "compulsory licemsethich the user must negotiate with

either the author or collective society representime interest of the author where he wants to
use the work. The author or the society is boungheéomit the use against the payment of

remuneration

In Ethiopia, the Office is empowered to grant lisero authorize the reproduction or translation

or broadcasting of a published work even agairesothjection of the author, heirs or legatees as
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per Article 17(1) of the proclamation. The Offigarsuant to article 2(15) of the proclamation is
the Ethiopian Intellectual Property Office estdidid by proclamation No 320 /2003. But the
Office has to authorize reproduction, translatianbooadcasting published work for public
interest. However, the requirement of public iegtris not found in the English version of the
proclamation but in the Amharic version we can fasd‘EJcen %iN”. As the Amharic version is

the official text, we have to apply it. Also, asetprovision is an exception it should be
interpreted narrowly. The other reason is if tffece is empowered whenever it likes, it will be
invasion of the rights of the author or copyrightn@r. The conditions, forms of such
authorization and in particular the fair compermatio be made to the owner of copyright shall
be determined by regulations (see Art. 17/2/ of gheclamation). However, no regulation is

enacted up to now.

In fact, the compulsory license can be given offilgrahe publication of the work to the public.
For the right to publish falls in the domain of timeral right of the author, which is exclusively

personal to him, the Office needs to wait for tmaiment to come.

It is also to be emphasized that although the siqgierformed without the permission of the
copyright owner or even against his objection, aaluntary licensing the use of the work is to
be made in return for the remuneration to the authidhus in copyright law the effect of such
licensing is that the exclusive right of the copgiti owner is reduced to a right to equitable
remuneration. Nonetheless, pursuant to Art 170f3the proclamation, the office may not

authorize the alteration of the work, come what may

4.3.10. Display of works and distribution of copiesf works

As we have seen one of the exclusive economicgighpublic displayer of the original or copy
of the work. But this right, like other economighits, is not devoid of limitations. As per Article
18 of the proclamation, without the authorizatidntlee author or owner of copyright public
display of originals or copies of works is pernitteshere the display is made other than by
means of film slide, television image or otherwisescreen or by means of any other device or
process and the work has been published or thénakigr the copy displayed has been sold,

given away or otherwise transferred to anotherqreby the author or his successor.
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The other limitation is on the distribution of cepiof works. Where a copy of a published work
has been sold to the public such a copy may, withathorization and payment remuneration,

be redistributed by means of sale (see Art. 19@froclamation).

4.3.11. Lapse of Duration of Economic Rights

Talking of copyright duration, two things must bederstood at the outset as preliminaries of
primary importance. First, copyright term merebncerns itself with the economic aspect of
author’s rights for we cannot conceive of duratminmoral right because it is "in general,
perpetual in duration, although certain of its dwrits, such as the right to create or to modify,
must lie with the author"However, regarding the enjoyment of moral rightshbirs or legatees
Art 8 (4) provides that they will enjoy the moraghts until the expiry of economic rights.
Therefore, there is duration of moral rights foirfi@r legatees in outlaw.

Secondly, the expiry of copyright marks the endhef protection accorded to the work to which
it has been given. Naturally no work can have aopgeof protection unless it qualifies for

protection to start with. If this term expiresetivorks which for all legal requirements deserve
protection will be stripped of copyright and be italale to the world at large for use or abuse

without any restraint.

Thus all discussions of copyright duration refettie economic aspects of the owner (s) alone.
But its expiry “Kills” the protection the work hanjoyed and delineates the point in time when
exclusive rights of the author disappear. Pukeddhtly, regardless of the fulfillment of all other
legal prerequisites for existence of copyright, phetection will vanish at the end of the term of
copyright which is provided by the law. Thus thiée® of copyright will “die” at the stroke of

midnight “leaving not so much as a corpse behihd it

Under the Ethiopian law, this period of protectisravailable for the life time of the author plus
fifty years. In other words, economic rights shmélong to the author during his life time and to

the heirs or legatees for fifty years from the Heaf the author (see Art. 20(1) of the
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proclamation). Likewise posthumous works will betpcted for a period of fifty years from the

date of publication of works pursuant to Art 20 ¢8the proclamation.

In case of a work of joint authorship, the termfiftfy years shall commence to run from the
death of the last surviving author (see Art. 20 ¢B)the proclamation). Where the work is
collective work, other than an audiovisual worke #conomic rights shall be protected for fifty
years from the date on which the work was eithedemar first made available to the public, or

first published, whichever date is the latest. (82e20(4) of the proclamation.)

Our law also provides a period of protection forrkgo published anonymously or under a
pseudonym. Sub articles 5 of Art. 20 provides tvaere the work is a work published

anonymously or under a pseudonym, the economidsrigfmall be protected for fifty years from

the date on which the work was either made or finstde available to the public or first

published, whichever date is the latest. Howeireigcase where the identity of the author is
revealed or is no longer in doubt, prior to thigige, where the author is a single author
economic rights shall exist during his life timedao the heirs or legatees for fifty years from the
date of his death and where the authors are jaitioas, fifty years shall commence to run from
the death of the last surviving author. (See 20t(6) of the proclamation).

Sub articles 7 and 8 of Art. 20 of the proclamatmrts down the life span of copyrightable
photographic and audiovisual works. For photogramorks, economic rights shall be protected
for twenty five years from the making of the worka case of audiovisual work, the economic
rights shall be protected for fifty years beginnifigm the date of making of the work or

communication of the work to the public, whichedate is the latest.

In determining copyright duration, there are twterasts at stake: creators of works of the mind
must not be deprived of their just reward for thegenuity and labor, and the world may not be
deprived of the free enjoyment of the works of thied. The longer the duration, the more is
the tiltation of the law in favor of authors; theoster the term the more unsympathetic is the law
to them and that means the public interest is g@macy. The question in issue is one of

striking the balance between two interests andishiscognized in our law.
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Be that as it may, when its term expires a copyaigle work is said to be out of copyright or in
the public domain. Once its term expires, the savoek is not entitled to more than one
copyright and it will be a “historical document,naonument” which is striped of copyright

protection.

Upon the lapse of the life span of the copyrigtg¢akbrks, the owner (s) of a work will be denied
of protection of copyright. Thus a person takinghs work as his own without the author’s
consent infringes no right protected by copyright.other words, infringement of copyright, in

general, is only conceived of when there is cogyrig work.

Review Questions

1. Think about the bookshops or audio-video centresrat you and consider the legality of
their activities. Do you think they are entitledrémt any work of authorship which is still
enjoying the legal protection of copyright law?y#s, where is the owner’s right of
control of sale and rent in relation to the invalweork?

2. There are lots of limitations imposed on the capwr owners. Would they not affect
their interest unreasonably?

What is the justification for making a moral rigig a nonassignable right?
How do you view the legality of performances indaig, hotels, restaurant, Ethiopian
Idol?

5. Discuss the reasons for limiting the exclusivétsgof authors.
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Chapter Five Neighboring Rights

Introduction

Copyright is not extended to any right related epyight. There are some rights which are
recognized to have close relationship with copyrigt cannot be the subject matter of
copyright law as such. These rights, for diffene@sons, deserve legal protection. That is why it
is common these days, to see some provisions @ntigcissued copyright proclamations
dedicated for the recognition and protection ofséheights. Our copyright law is not an
exception to this fact. It is in the current procktion that these rights are clearly given a legal

recognition.

Since they are often closely associated with cgbysi, any consideration of copyright laws has
to take into account this associated rights. Thigges are named neighboring rights or related

rights.

This chapter begins with a brief explanation of dhigin and development of neighboring rights.
We will also discuss the bundles of neighborindntsg Thereafter, a brief analysis of the nature
of neighboring rights and the justifications foe tprotection will follow.
After completing this chapter, students will beeatd:

» Explain the nature of neighbouring rights;

» distinguish the specific rights granted for thedsok of the rights;

» identify the relationship of copyright with the ghbouring rights;

» Discuss the limitations imposed on neighbouringtsg
5.1 Origin and Development of Neighboring Rights
The protection of author’s rights does not consistely in preventing the use of their creations
and cannot be limited to prohibiting infringemefmtlee rights that laws afford to authors. Their
works are intended to be made available to theipuabllarge. Various categories of works are
made accessible to the public in various ways:al rne by way of live performances, sound
recordings or broadcasts. It means there are iedaries for making available works of authors
to the public. For instance, where some dramaticransical works, pantomimes, or other types

of creative works intended for either auditive oisual reception of such works are

Balew Mersha, G/Hiwot Hadush Page 126



Law of Intellectual Property | 2008

communicated to the public, they are produced arfopmed or recited with the aid of
performersin such cases, there arises the interest of tHerpesrs themselves in relation to the
use of their individual interpretation in the perfeed work. These works may also be produced
in sound recordings or broadcast in broadcastss,Time problem for protection of performers,
producers and broadcasting organizations, i.eteption of neighboring rights arise. In this
regard, the Italian law, one of the first to recagrthese new rights called them connected rights
(diritti coness); German law related rightvdrwandle SchutzrechteFrench law neighboring
rights droit voising and in the English law, the term neighboring tsgis now commonly used.
The problem with regard to this category of intedmees has become more acute with rapid
technological developments. These technologicaleldgvments made possible fixing of
performances on a variety of materials, viz., rdspcassettes, tapes, films etc. What was earlier
a localized and immediate phase of a performaneehall before a limited audience became an
increasingly permanent manifestation capable ofmitdd and repeated reproduction and use
before an equally unlimited audience that went bdyoational frontiers. To put it differently,
“these technological innovations, since they havadenit possible to reproduce individual
performances by performing artists and to use thvthrout their presence and without the users
being obliged to reach an agreement with them, heddo a reduction in the number of live
performances.” Thus, there is a new dimensioneagtiotection of the interests of performers.

By the same token, “the increasing technologicakttgment of phonograms and cassettes and,
more recently, compact discs (CDs), and their rgpaliferation, was pointing to the need of
protection of producers of phonograms.” “The appeflthe phonogram, as also the easy
availability in the market of the variety of ince#agly sophisticated recording devices, created
the growing problem of piracy, which has now becamegorldwide scourge.” In addition, there
was an increasing use of records and discs by bastidg organizations; as they became an
essential ingredient of the daily programs of boaesting organizations. Consequently, just as
the performers were seeking their own protectiba,groducers of phonograms began to pursue
the case of their protection against unauthorizeplichtion of their phonograms, as also for
remuneration for the use of phonograms for purpasedroadcasting or other forms of

communication to the public.
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Finally, there were the interests of broadcastingaoizations as regards their individually
composed programs. The broadcasting organizatesred their own protection for these as

well as against the retransmission of their owrgpms by other similar organizations.

In international laws, the first attemtgiwards neighboring rights was made by the Bernemn
for the Protection of Literary and Artistic Worksits Diplomatic Conference in Rome in 1928.
At this time there was a need for the revisionhaf Berne Convention that was adopted in 1886
for the protection of literary and artistic worksihclude the protection of neighboring rights. In
this Conference the members refused to grant arighppyto performers. But, at the end of the
conference of the Berne convention, they considénedpossibility of measures intended to
safeguard the rights of performers and also oteaghioring rights are given due consideration.
At the international level, however, it was the elepment of the phonogram industry that
promoted the establishment of special protectioriie so called related rights as the phonogram
industry looked for protection against unauthoriziegblication of sound recordings of musical

performances.

Thus, the rights of performers, producers of sa@edrdings and broadcasting organizations are
given due recognition, after long discussions, urithe Rome Conventionn 1961 (Rome
Convention, International Convention Ratified in619 for the Protection of Rights of
Performers, Producers of Phonograms and Broadgasfmganizations). Unlike most
international conventions, which follow nationagjilgations and provide a synthesis of existing
laws, the Rome Convention was an attempt to estalliternational regulations in a new field
(neighboring rights) where few national laws exdst€his meant that most states would have to
draft and enact laws before adhering to the ComwenSince the adoption of the Convention in
1961, a large number of states have legislatedaittens related to the Convention, and a number
of others are considering the legislation. BesithlesRome Convention, two other international
instruments have been drawn up with regard toeelaghts. These are: The Convention for the
Protection of Producers of Phonograms against Wioaiged Duplication of Their Phonograms,
“Phonograms Convention”, concluded in Geneva inoBet 1971, and the Convention Relating
to the Distribution of Programme-Carrying Signalearismitted by Satellite, “The Satellites

Convention” concluded in Brussels in May 1974.
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Coming to the development of neighboring right ithi&pia, Articles 1647-1670 of the Civil
Code provisions, which are now replaced by the IBnoation, governed copyright only.
According to these provisions, copyright is a righdnted to an author of a work of mind, which
is either literary or artistic in nature. Workstbe mind are defined under Art 1648 of the Civil
Code. The Civil Code does not incorporate rightgpefformers, producers and broadcasting
organizations. In other words, the question fotgxtion of neighboring rights was not raised.
Thus, in Ethiopia, neighboring right is recognized the first time in the Proclamation. The
Proclamation incorporates the legal protection afrfgrmances, sound recordings and
broadcasts. Seen in light of Ethiopia’s membergbiphe Convention Establishing the World
Intellectual Property Organization, whose primeeghbye is the promotion and protection of
intellectual property, and adopted through ProclaonaN0.90/1997, this legislation could be
said very late to be declared.

5.2 Nature of Neighboring Rights and Justificationdor Protection

5.2.1 Nature of Neighboring Rights
The term “neighboring rights” comes from the Freridnoits voisiné referring to those rights
which have been developed parallel to and areeel&d copyrights. They may be loosely
defined as rights which do not arise directly frdme five major types of intellectual property
(patents, copyrights, trade secrets, trademarks #euddistrial designs) but which are
“neighboring” to such rights. In other words, therest rights related to or “neighboring on”
copyrights that are generally referred to as “eglatights” or “neighboring rights”. Thus,
neighboring rights are those rights granted togmtoperformers, producers of phonograms, and
broadcasting organizations in the performance @if thorks.

To put it differently, “neighboring rights” are hts that are related but not identical with
copyrights. The rights of these persons are “neagtitto copyright in the sense that they evolve
from an original work of authorship, but are notrisof authorship, and thus not copyrightable
by themselves. Accordingly, they concern other gates of owners’ rights, namely:
performers, the producers of phonograms, and bessidg organizations. For instance, an actor

almost invariably, is not the creator of the roke flays. He rather performs a role in a play
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written by a playwright. By the same taken, a miasianay not necessarily be a composer. He
may perform the creative woks of another person, ¥eir contribution does not make them
subjects of copyright. Likewise the producers obmigrams produce works of authors as
performed by the performers; and broadcasting azgdons broadcast such works on their
station. The fact that they have intervened incthenneling of the works does not entitle them to
claim copyright on the works. However, their assise in making the work available to the

public entitles them to certain rights that ardezhheighboring rights.

Thus, the notion of neighboring rights is underdtdo mean rights granted in an increasing
number of countries to protect the interests offquarers, producers of phonograms and
broadcasting organizations “in relation to theitiaties in connection with the public use of
author’s works, all kinds of artists’ presentatimrsthe communication to the public of events,

information, and any sounds or images”.

Coming to the Ethiopian legal system, neighborigfts are the rights performers, producers of
sound recordings, broadcasting organizations hasg their works as per Art 2(14) of the

Proclamation that defines neighboring rights. Thestmimportant categories are the right of
performers to prevent fixation, broadcasting, relpiagion etc of their performances without their
consent; the rights of producers of phonogramsutbaize or prohibit the reproduction of their

phonograms and the import and distribution of unatted duplicates thereof; and the rights of
broadcasting organization to authorize or prohibliroadcasting, fixation and reproduction of

their broadcasts.

Some countries also protect the interests of brmsa organizations by preventing the
distribution on or from their territory of any pnm@gn carrying signal emitted to or passing
through a satellite, by a distributor for whom #ignal is not intended. “No protection of any
related right can, however, be interpreted as iingior prejudicing the protection secured to
authors or beneficiaries of other related rightdarmational law or an international convention.”
Protection of performers is provided in order tdegaard the interest of actors, singers,
musicians, dancers or other persons who act, delyer, declaim, play in or otherwise perform

literary or artistic works against unlawful useglodir performances.
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Regarding the economic rights of performers, thdop@er has the right to carry out or to
authorize the broadcasting or other communicatothé public of their performance; the right
to carry out or authorize the fixation of unfixedrfprmance; the right to carry out or authorize
the reproduction of a fixation of his performanceany manner or form; the right to make
available the first fixation of a performance ormpms thereof for sale or by other means of
transferring ownership which is known in UK as dizitions right; the right to authorize or
carry out rental or public lending of a fixation @fperformance or copies thereof irrespective of
the ownership of the copy rented or lent; and tpbktrof making a fixed performance available
to the public by wire or wireless means, in suclay that members of the public may have

access to them from a place or at a time indivigiclosen by them.

Apart from economic rights, a performer has théatrig be identified as the performer as regards
live performance, the performance fixed in a sowadording; the right to object to any
distortion, mutilation or other modification of hgerformancesThe performers rights, be it
economic or non-economic, shall be protected tinélend of the 80 calendar year following
the year in which the performance was fixed in @nsbrecording or in absence of such fixation,

from the end of the year in which the performarmmkiplace.

The other neighboring right is the right of prodiscef sound recordings (phonograms). Article
2(21) of the Proclamation defines a “producer afrgbrecordings” as a person that undertakes
the initiative and responsibility for the making sfund recording works. The right owner is the
person that first fixes the sounds. This excludeh the technicians and operators employed by
the recording company, and any entity merely pngsggcords, i.e., duplicating the first fixation

which is the original recording.

“Sound recording” means, as per article 2(28) ef Rmoclamation, an exclusively aural fixation

of the sounds of a performance or other sounds @peesentation thereof, regardless of the
method by which the sounds are fixed or the mediumhich the sounds are embodied. It does
not, however, include a fixation of sound and insagech as the sound track of an audiovisual

work. It is important to note that the sounds ccagdsounds of a performance or other sounds or
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a representation thereof whether fixed on cassefie or compact disc etc from which fixed
sounds can be perceived, reproduced or otherwisencmicated directly or with the aid of
machine. The rights of the producer and its linotatwill be discussed in greater detail in the

next section.

Lastly, broadcasting organizations enjoy neighlapniights. As to the rights of broadcasting
organization, a broadcasting organization shalkhae exclusive right to carry out or authorize
reproduction of its broadcasts, fixation of its duloasts and reproduction of a fixation of its
broadcast as per Article 31 (1) of the Proclamatiantil the expiry of 20 years following the

year in which the broadcast took place.

5.2.2 Justifications for the Protection of Neighbang Rights

It is known that copyright and neighboring rightsnstitute an essential element in the
development process of a country. The PreambléeProclamation asserts that the protection
of works of artistic, literary and scientific natuserves to enhance cultural, social, economic,

scientific and technological development of a count

As to the dependence of the enrichment of the naticultural heritage on the level of protection
afforded to literary and artistic works, it is sat:

The greater the number of country’s intellectuaations, the higher it is renowned the greater
the number of production in literature and the ,attee more numerous their so called
“auxiliaries” (the performers, producers of phoraogs and broadcasting organization) in the
book, record and entertainment industries; andadden the final analysis, encouragement of
intellectual creation is one of the basic prereitgssof all social, economic and cultural

developments. Thus, one of the justifications far protection of neighboring right is that it will

serve for the social, economic and cultural devalemt of the country.

In the same vein, legislations in many countriegvigle for the protection not only of the
creators of intellectual works but also of auxikarthat help in the dissemination of such works,
in respect of their own rights. As noted above,ycight subsists in works of authorship. Works

of the mind are created in order to be disseminatadng as many people as possible. They
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cannot be done generally by the author himselfjtfeequires intermediaries whose professional
capability gives to the works those forms of présgons that are appropriate to make them
accessible to a wide public. In other words, somesi another person’s contribution, in making

of the works available to the public may be neagsséhe person may act as a channel or
intermediary between the author and the consumbisafiork. However, his act or contribution

may not be subject to copyright protection, obvipusis effort deserves some sort of protection.
Thus, the rights of performers, producers of sa@odrdings and broadcasting organizations are

protected as they are the means for disseminatongswof authors.

Also, by protecting the neighboring right holdgpasticularly in developing countries, the basis
for setting up an industry in the tertiary sectértlee economy is ensured. Such an industry,
“while guaranteeing the dissemination of nationaltwe, both within the country and

throughout the world, can additionally constitutsudstantial source of revenue for the county’s
economy and, in those cases where its activitigsnexbeyond the country’s frontiers, can

represent an inflow of foreign currency”.

On top of this, performers, producers and broadugsirganizations employ their talents or
technical skills. Furthermore, they have econonmterests on their works. They require
economic returns for their investment. Consequetttlyy have to be accorded with some sort of

exclusive legal rights for their respective works.

5.3 Scope of Application of the Proclamation on Nghboring Rights

The Proclamation talks about the extent of theieafbn of the Proclamation on the protection
of performances, sound recordings and broadcasssto performances, to get protection from
the Proclamation, performers who have Ethiopianonatity should perform them. For the
performers who do not have Ethiopian nationalitipsfformances should take place in the
territory of Ethiopia; or should be incorporatedsound recordings the producers of which are
nationals of Ethiopia; or sound recordings firstefi or first published in Ethiopia; or if they
have not been fixed in a sound recording they ghbelincluded in broadcasts of broadcasting
organization, the head quarters of which are tliat Ethiopia or transmitted from transmitters
situated in Ethiopia . (Art. 3(3) of the Proclanoai).
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For sound recordings, the producers of those wshaild have Ethiopian nationality or the
sound recordings should be first fixed or publishedEthiopia. The protection given to
broadcasts shall apply to broadcasts of broadecpstiganizations where the headquarters are
situated in Ethiopia or broadcasts transmitted feotransmitter situated in Ethiopia. (Art.3 (5) of

the Proclamation).

On top of this, the provisions of the Proclamatwiii be applied for the works of performers,
producers of sound recordings and broadcastinghaa#ons that are eligible for protection by
virtue of and in accordance with an internatiomaivention or other international agreement to

which Ethiopia is a party as per Article 3(6) oé tRroclamation.

The Proclamation underlines that the provisionsceamng copyright and neighboring right
shall not extend to a material object. In otherdso the protection given to the music or
painting or dance will not be applicable for thenanship of the musical instrument or the

painting materials pursuant to Art 3(7) of the Paozation.

5.4 Owners and Scope of Neighboring Rights
5.4.1. Performers’ right
The first question is who is a performer? The tgyenformer’ refers to as a musician, an actor in
a film or a theatre scene, a radio commentator,Tétese persons, even if they are not exclusive
owners of the works they performed, are endowed piivileges reserved beyond the reach of
anyone else. In other words, the law without theseat of the right holders entails legal
liability. This point is vividly enshrined in ouopy right law as follows:
Article 26 Acts requiring authorization of performers
1. Without prejudice to the provision of Article 32 tifis proclamation, a performer shall
have the exclusive right to carry out or authorize:
a) the broadcasting or other communication to the iputfl his performance, except where
the broadcasting or the other communication is nfeata a fixation of the performance

which the performer has authorized to be made; or
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b) a rebroadcasting made or authorized by the orghair initially broadcasting the
performance;

c) the fixation of his unfixed performance,

d) the reproduction of a fixation of his performaniceany manner or form,

e) making available the first fixation of his perfaance, or copies thereof;

f) rental or public lending of a fixation of his pemance, or copies thereof irrespective of
the ownership of the copy rented or lent;

g) making his fixed performance available to the fmuby wire or wireless means, in such
a way that members of the public may have accesBetm from a place or at a time

individually chosen by them.

2. The provisions of Sub-Article (1) of this Articlehall not be applicable where the
performer has authorized the incorporation of ggrmance in a visual or audiovisual
fixation.

3. Notwithstanding the provision of Sub-Article (1§ this Article, the performer can not
forbid the reproduction and the communication t® plublic of his performance, if it is
accessory to an event constituting the principajestt of a scene, or of an audio-visual
document.

4. The performer independently of his economic rightseven after the transfer of this
right shall have the right:

a. to be identified as the performer as regards hi® lperformances, the
performances fixed in sound recordings, except loanission is dictated by the
manner of the use of the performance.

b. to object to any distortion, mutilation or other difecation of the performance that
would be prejudicial to his reputation.

5. The provision of Article 8 (2) and (3) shall apptyutatis mutandis to the right of
performers granted in this Article.

6. The right referred to in this section shall betpcted until the end of the fiftieth
Calendar year, following the year in which the parfance was fixed in a sound
recording or in the absence of such fixation, frime end of the year in which the
performance took place.
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As can be seen from the aforementioned legal ponsshere are some exclusive rights granted
for the performer. It follows that a performer, @sy other property right owner, enjoys those
reserved rights to the exclusion of every persafuifing the government. However, we should
not forget the huge fact that the copyright owrarghe works involved are not exempted from
this exclusion. Another important factor, whichnist to be overlooked, is the impact of the fact
that the preformed work was being fixed or broatigaeperly upon the authorization of the
performer (see Art. 26 (1) (a) and (b) ).

The authorization to reduce the work he performedome tangible form, the reproduction
thereof, the distribution of the work involved inding rental and public lending are of the

economic rights legally reserved for the performer.

Apart from the economic rights, our law providesratgights of the complete protection of the
right holder. This includes the right of paternéyd the right of integrity. As moral right, these
rights are made to exist independently of the eopaweights. That means they remain with the
performer even after the transfer of economic righthird parties. By the reference made to Art
8 (2) and (3), these rights are made to be trarabteiupon the death of the performer to his
heirs or legatees. Moreover, the law recognizeeette susceptibility waiver of the performer,

his heirs or his legatees. In this regard, we hype still remember what we have discussed
while considering the moral rights of the authoritiMhat hope, there is a need to avoid

unjustified redundancy by kindly requesting youeduisit that part of our study once again.

With respect to the duration of protection, the laevides alternative terms to be applied to two
different situations. If the performance was fixada sound recording, the protection lasts up to
the expiry of the fifty years to be counted asha tlate of fixation. But, where the performance
has not been fixed the fifty years period will lzcalated as of the end of the year in which the
performance took place.

The law is so clear, and therefore it does notdeaom for interpretation. But it raises at least a

guestion:What about a performance which was fixed very y&té&issume that the performance
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was fixed on the eve of the fiftieth year of thedef the year in which the performance took

place? When should the term begin to run?

5.4.2 Rights of Producers of Sound Recordings andffliated Issues

Until the second half of the f'entury the printing press was the sole technologglved in
taking literary works of all kinds to their publi?) the case of dramatic and musical works the
main route of the work to its public was live penfance and in the case of artistic works,
exhibition. In the second half of the ™ @entury, technology created photography, sound,
recordings and silent films and in theé"™@entury, films with sounds tracks, radio and tisien.

In effect, these creations entirely transformeddgyright scene.

It became fairly clear by the first decade of ti8&' 2entury that sound recordings deserved and
needed some protection. Apart from terminology, debates ranged over the question of who
the initial copyright owner should be and what skepe and term of the right should be. In the
early days, “a phonogram was no little more thare@rding of sounds, a kind of facsimile
reproduction of a performance of musical or litgrarorks, or both, involving only technical
skills.” But gradually advancing technology madeam production an act which probably
demands as much creativity as any other derivatimk. Thus, the producer who is taking the
initiative and responsibility of sound recordings granted certain exclusive rights in
international conventions and national laws of maountries. Hence, the producer of sound
recordings enjoys certain rights, independent ef ¢bpyright owners, as a neighboring right

owner (Art 2(14) of the Proclamation).

Regarding rights, a producer of phonograms enjmgslasic rights: the reproduction right, the
importation right, the distribution right, the rahbr lending right and the making available to
the public right, as would be discussed as folldist. 27 of the Proclamation).

i) Reproduction
The right of the owner of copyright to prevent ath&rom making copies of his works is the
most basic right in copyright laws. For example king copies of a protected work is the act

performed by a publisher who wishes to distributpies of a text-based work to the public,
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whether in the form of printed copies or digitaldizesuch as CD-ROMs. Likewise, the right of

phonogram producers to manufacture and distribatepact discs /CDs/ containing recorded
performance of musical works is based, in partthenauthorization given by the composers of
such works to reproduce their compositions in #wording. Therefore, the right to control the
act of reproduction is the legal basis for manyrfeiof exploitation of protected works including

sound recordings.

The right of reproduction is a rightfga omnéesor real right to authorize or prohibit any
reproduction of a protected phonogram. In the n@gonal arena, the Rome Convention gives
the producer the right to prohibit reproduction tiee such reproduction is direct or ‘indirect’.
The word ‘directly’ is replaced when works are ltoast and ‘indirectly’ covered reproduction
from a matrix (in case of disc) or from a pre-erigtphonogram, such as tape or from a
‘recording off the air’. The last mentioned methafdeproduction is known as ‘home taping’, an
activity which is simple with the equipment now #éa&hle in the market in most countries. Such
home taping would be contrary to international lanwcountries which have ratified the Rome
Convention unless it is covered by the private exsgeption of Art.15 (1) (a) of the Convention
which is left as a matter of national law. Thastsbecause it is for national laws to determine

the content and scope of what constitutes privaege u

Regarding reproduction right, it was treated in fl867 Revision Conference of the Berne
Convention in the following way:

If it is considered that reproduction conflicts mithe normal exploitation of a work,
reproduction is not permitted at all. If it is catesed that reproduction does not conflict with the
normal exploitation of the work, the next step wblle to consider whether it does not
unreasonably prejudice the legitimate intereshefduthor.

Thus, it seems clear that any practice of homentaponflicts with a normal exploitation of the
work andunreasonably prejudices the legitimate intereghefcopyright owner. Therefore, the
practice does not seem to be covered by fair usepgon but is an infringement. However, the
exercise of the reproduction right by the authod dry the phonogram producer in these
circumstances would be “an intolerable intrusiothi@ privacy of the user’'s home and the right

is therefore, unenforceable in practice”.
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Nonetheless, the reproduction right in phonograpliep to parts of phonograms since, as the
Rome convention states, the right of reproductemat qualified, and is to be understood as
including rights against partial reproduction gfteonogram. This is important as it prevents the
copying of one track of long playing record andlably even part of the track if the part is

substantial.

This most basic exclusive right of producer, righteproduction, is stipulated under Art 27 (1)
(a) of the Proclamation, which reads “a producesaind recording shall have the exclusive
right to carry out or to authorize reproductiorheg sound recordings, in any manner or form”. It
allows the producer to exclude all others from oeprcing the phonograms in the form of a
copy. A copy is any material object from whichheit with naked eyes or other senses or with
the aid of a machine or other device, the workloaperceived, reproduced or communicated.

It is important to note at this juncture the ddfon of reproduction under Art 2 (25) of the
Proclamation. It means reproduction includes th&ingaof one or more copies of a work or
sound recording in any manner or form, including permanent or temporary storage of work
or sound recording in electronic form. Note alse trefinition of reprographic reproduction
under Art 2 (26) which means the making of facsgnaibpies of the original or a copy of a work
by means other than printing such as photocopyumgther or not they are reduced or enlarged
in scale. It should, therefore, be noted that wiersay that the producer has an exclusive right
to carry out or authorize reproduction we are ¢elgaeferring to all acts enumerated in a not-
exhaustive manner under Art.2 (25) and 2(26). Tteeds should be either undertaken by the
producer itself or to undertake those rights, amg should be authorized by the producer subject

to the legal limitations to be discussed later.

i) Rental or Lending Rights

New technology in the form of compact discs /CD%d aigital audio tape /DAT/, apart from
improving the quality of the sound base, createduah more durable phonogram. They can be
played many times without deterioration. This makesasier to offer phonograms for hire as
well as for sale. A new trade in renting phonograwes developed first in Japan, which
introduced a rental right in phonograms in 1985.the UK, the USA, France and Spain
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phonogram producers have an absolute right to dméhar prohibit the rental of their
phonograms. This new right, in some countriesetsanother right which can probably only be

exercised collectively by a collective society @hhlf of all right owners.

Rental right is justified because “technologicalaates have made it very easy to copy these
types of works; experience in some countries hasgvslthat copies were made by customers of
rental shops, and therefore, that the right to recdbmmental practices was necessary in order to
prevent abuse of the owner’s right of reproductiortie protection will also allow the copyright
owner to partake in the profits the rental shos det renting the copyright owner’s work and to

control reproduction by customers of the rentajsho

The right here is to authorize or prohibit rentatldending of copies of the sound recordings to
the public since the producer has the right toycant or authorize rental or lending to the public
a copy of the sound recording irrespective of tership ‘of the copy’ rented or lent (Art

27(1) (d)). Here, it says only of a copy unlike fpemers rights that also include the fixation of

performance under Article 26(1) (e).

Rental is not for the public; it seems private whénding is to the public. Anyway, this is a right
to be exercised by the producer except for limotaof this right. “First sale” doctrine does not

apply here, that is why it says irrespective ofdlaaership of the copy rented or lent.

iii) Distribution Right

Some laws include a right to authorize distributddrsound recordings for the producers in order
to ensure that the basic right of reproductioneispected. The right of distribution is usually
subject to exhaustion upon first sale or otherdiemof ownership of a particular copy, which

means that, after the copyright owner has soldlerwise transferred ownership of a particular
copy of a work, the owner of that copy may dispoké& without the copyright owner’s further

permission, for example, by giving it away or ewstreselling it.

One of the rights of a producer of sound recordihgs is enshrined under Art.27 (1) (c) of the

Proclamation is the distribution of the original @py of his sound recordings to the public by
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sale or other means of transfer of ownership. €kdusive right guarantees to the producer the
right to distribute the original or a copy of thenk to the public by sale or donation or any other

form of transfer of ownership.

It appears that Art. 27 (1) (c) of the Proclamatis the “first sale” doctrine. Once a sale has
taken place, the first sale doctrine allows the mawer of the sound recordings to treat the
object as his own. Hence, although a producer nitiginisfer ownership to a buyer and impose
certain conditions, it is not a violation of thghts of the producer for the buyer to sell the sbun

recordings to another, even if the producer hadlitommed the sale upon a promise of no resale.
Therefore, the distribution right only secureshe producer the right to control the first transfer
of ownership. The first sale doctrine authorizesticming sales or other means of transfer of
ownership. It should be noted, however, that itstoet authorize further copying of the original

or its copy. Thus, the distribution right and thestf sale limitation upon it apply to the very

phonogram that has been sold or otherwise tramesfefthe producer is however still protected

against unauthorized copying of the sound recosdingthe reproduction right.

To put it differently, this right is exercisablelgrio the sound recordings that have not already
been subject to a distribution authorized by thedpcer by sale or other means of transfer of
ownership. Means of transfer of ownership othentkale could be acts such as donation and
exclusive license; non-exclusive license does netlpde exercising this right against those who
are not licensed. Owing to first sale doctrine (doe of exhaustion) the producer cannot
exercise this right on the sound recordings whiabhehbeen assigned or granted a license even
where the duration of assignment or licensing bgsdd so long as what has been reproduced

within the duration of the contract is not totalligposed of.

iv) Importation Right

Some copyright laws include a right to control intption of copies as a means of preventing
erosion of the principle of territoriality of copght; that is; “the legitimate economic interests o
the copyright owner would be endangered if he wawtlexercise the rights of reproduction and

distribution on territorial basis”.
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The right to import copies of one’s sound recordimgrovided under Article 27(1) (b) of the

Proclamation as follows. “...a producer of a souncbrding shall have the exclusive right to
carry out or authorize importation of copies of &@ind recordings...” This is a right given to
producers of sound recording and authors of a woikhould be underlined that this provision
deals with the right to import copies of sound rdaags. This is obvious because the original
sound recording could be undertaken in a place evtiex producer thinks fit. It is the copy that
can be imported being so copied from the originahie countries other than the country where
the original recording has taken place due to s¢veasons including low cost of reproduction
or a better technology that results in efficien&or instance, the reproduction could be
undertaken from a copy which is not possible inglaee of recording. It is to curb such kind of
practice, which would impair the interest of thegucer of sound recording, whom this right is

provided.

v) Right of Making Available

Due to the highly developed and profitable commation and entertainment industries and
technologies of the contemporary world, the righth® producer, to exclude all others from

making available to the public of his sound recogdi is one of the most important rights

guaranteed by the Proclamation. It is because élasggments of the population in our

contemporary world receive copyrighted informatibmough mass media, electronic motion

pictures, televisions, tapes and discs, radio lmastd and a host of other technologies by which
information is delivered to the public’. Hence, mfiag a producer to do or to authorize making

available to the public of his sound recordings besome invaluable right.

The ‘making available’ right is an exclusive rigbt producers to authorize or prohibit the
dissemination of their works and other protectedenna through interactive net-works such as
the internet and this exclusive right is one of thest important achievements of the WIPO
Treaties and constitutes a basic requirement ferdéhvelopment of electronic commerce. The
international community, in the 1996 Diplomatic @nence that adopted the treaties,
unanimously acknowledged that record producersaiiqular needed this exclusive right to
cover the use of their phonograms in the digitaliremment. The reason was not only to fight

piracy. The international community also recognitieat the dissemination of phonograms in
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digital networks such as the internet constitutgwimary form of exploitation of music, and

therefore should be subject to the control of thetrowner.

Moreover, the making available right covers both #lctual offering of the phonogram or other
protected material and its subsequent transmigeiomembers of the public. The exclusive right
provides control over the act of ‘making availalidg’ all means of delivery—by wire or wireless
means—and whenever members of the public may atieessork or phonogram from a place
and at a time individually chosen by them. Thisdoréormulation is capable of accommodating
many different types of exploitation, from servicaéowing only the listening of music, to

services allowing the download of permanent copfesiusic tracks, to exciting future uses of

technology.

The key element is that the exclusive right covalistypes of exploitation that allow the

consumer to have a choice as to the time and theedb enjoy music. Therefore, not only
‘music on demand’ services but also all other semwiwith a like effect (e.g. digital

transmissions allowing for the identification areterding of specific music tracks) should be
covered by this right. The act of making availalslesubject to the control of the phonogram
producer or other rights owner from the moment Wwak or phonogram is accessible to
members of the public, regardless of whether it haen accessed yet or not. It is the
accessibility of the phonogram or work—the potdnta it to be received or perceived by

members of the public—that is the decisive factor.

As per Article27 (1) (e) of the Proclamation, theducer has an exclusive right of making
available to the public of his sound recordingsadse or wireless means and then members of
the public have access to such sound recordings érplace or at a time individually chosen by
them. It is an individual access at a place or t&ha chosen. This right is designed specifically
to deal with things being made available on therimgt to be downloaded at the convenience of
customers:'Making available right is "pull" of content andethight of communication to the
public is "push” of content, by any electronic m&armn other words ‘the making available right

to the public’ is offering sound recordings for ddwad via a web site. Once the producer make
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his sound recordings available to the public, thesamer can access it individually at his own

choice without the transmission.

vi) The Requirement of Labeling a Sound Recordindor Commercial Purposes

In addition to the limitations discussed above, tilgat of the producer of the sound recording
would be subject to the fulfillment of some requients under Article 28 cum Article 27(1) of
the Proclamation. The producer of the sound rengrdhall state on the label of the recording or
on its container: the title of the work or work$ietname of the author and of the main
performers (a choir or an orchestra shall be refeto by its name and that of its leader, if any);
the name or distinguishing mark of the producer tedrights accruing to the producer that we
have discussed so far are reserved.

Where a copy of a sound recording is made for ancerial purpose, a notice shall be printed
on the label or its container consisting of the Bgh{P) and the year in which the recording was
first published, placed in such manner as to gagsonable notice of claim to protection of the
right of the producer. The purpose of the noticeiserve as prima facie evidence of the facts
stated there for the purposes of any proceedingsgbt under the Proclamation with respect to
the rights of the producer of sound recordings @f the Proclamation).

It is important to note that the notice is requivddgere a copy of a sound recording is made for
commercial purposes. The manner in which the nagiggven or placed should be reasonable to
be seen and understood as stated by the law. Tpegaiof the notice is not a requirement for

protection; rather it is a purpose of evidence.

The question one may raise in this connection istwhthe producer fails to observe the
obligation stated under Article 28 in whole or iar? With regard to stating the name or
distinguishing mark of the producer and that tlghts according to the producer no doubt that
are important, it is because; the presumption ofierghip requires it. It serves as prima facie
evidence and mitigates the burden of proving tie ®anership.

The requirement of labeling a sound recording shield for commercial purposes is not unique

in Ethiopia. It is necessary in order for works ader subject matter to receive protection in a
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number of foreign countries. For instance, in thBAl certain notices have to be placed or
affixed to all published copies. As regards sowabrdings,

“on all the copies in commerce of the publishedordings or their containers the symbol (P)
accompanied by the year date of first publicatitacps in such a manner as to give reasonable
notice of claim of protection, and if the copiesttogir containers do not identify the producer or
the licensee of the producer by carrying his natregle mark or other appropriate designation,

the notice must include the name of the ownerefights of the producer.”

Furthermore, if the copies or their containers doidentify the principal performer, the notice
must also include the name of the person who,erctiuntry in which the fixation was effected,

owns the rights of such performers.

In the UK also, section 12 (6) of the 1956 Act pdes in effect that the copyright in a sound
recording is not infringed by the doing of the amdstricted by the copyright in the recording
where: (a) records of the recording have previobglgn issued to the public in the UK and (b)
when the records were so issued, neither the requod the containers in which they were so
issued bore a label or other mark indicating ther ye which the recording was first published,
unauthorized issue not taken into account. The sippo of the requisite notice is thus necessary
to ensure copyright protection as regards reconusodying sound recording; however, lack of
notice will not affect the copyright protection tfe dramatic, literary or musical works, the
performance of which are reproduced by the recgsjior artistic works on the label or covers
of the record. The fact that a work does not conftw the formalities required by the legislation

of its country of origin does not of itself debhetwork from copyright protection in the UK.

vii) Rights of Participation of the Producer and Peformer

Where a sound recording published for commerciapgse or a reproduction of such sound
recording is used directly for broadcasting or ott@mmunication to the public or is publicly
performed a single equitable remuneration for taégomer and the producer of sound recording
shall be paid by the user to the producer. (Art.0B@he Proclamation) The producer, in the
absence of an agreement to the contrary, shallrfappahis payment equally with the performer.

In other words, a sound recording published foommercial purpose or its reproductions can be
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used for broadcasting or public performance orrothenmunication to the public directly with a

payment of a single equitable remuneration to tieelycer and performer.

A broadcaster may broadcast a sound recording utitiméringing the neighboring rights of the
producer but the broadcaster must pay the produsergle equitable remuneration. In the same
vein, once the owner of a restaurant, hotel, nightcand others has paid an equitable

remuneration, they can perform the sound recordmdjse public.

Moreover there is a right of communication to thublc by the user after paying remuneration
to the producer. Communication to the publicefirted under Art 2(6) of the Proclamation as
"the transmission by wire or without wire imagessounds or both of a work, a performance, a
sound recording, or a broadcast in such a waythieatmages or sounds can be perceived by a
person outside a normal circle of a family anctlitssest social acquaintance at a place or places
so distant from a place where the transmissioniraigs, that without the transmission the
images or sounds would not be perceivable andhdurirrespective of whether the person can
receive the images or sounds at the same placdirapd or at different places and/or times
individually chosen by them". In case of communaato the public, sounds or images or both
are transmitted by wire or wireless means but theuld not be perceived without the
transmission. In other words, they are perceivea Iperson outside a normal circle of a family

and its acquaintances only from the place wherérémsmission originates.

However, there is no solution for the questionb@# equitable remuneration is determined and
who is going to determine such remuneration. Onatioihis, limiting the rights of the producer
only for asking an equitable remuneration from siseould ultimately affect his economic

benefit.

One thing that should be clear is that the soundrdeng that we are talking about is that kind of
sound recording published for commercial purpo3ésis, it can be argued that, if it is for
commercial purposes, it is available in the markat broadcasting or other means of
communication to the public or for public perforroanand it seems unreasonable to give an

exclusive right for the producer on such kinds ofired recordings for public performance or
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broadcasting or other communication to the pulfferther, it would be very difficult, not
impossible, to get permission from the producebtoadcast or perform publicly each sound
recording works by the user that would ultimatdiieet the accessibility of sound recordings to

the public.

Article 30 (1) does not permit any person to repias] import, distribute or rent or lend the
sound recording. It only mentions.

1. Where a sound recording is published for a coromepurpose or a reproduction of such
sound recording is used. This means that, firshust be published; secondly it must have been
published for commercial purposes. This can be nsholed from what has been stated on the
label or its container, and thirdly, sound recogdoublished as a reproduction of such recording
implies that it is the producer himself who does so

2. Used — directly for broadcasting or other comitation to the public or is publicly performed
denotes that only using a copy or the originaktated purposes

3. A single equitable remuneration for the perfarraed producer makes clear that once an
equitable remuneration is paid that would be enptighugh what equitable remuneration is up

to the courts to decide or up to the parties teagipon.

It has to be noted that the right to equitable neenation to the producer of sound recording and
performers shall subsist from the date of publwanf the sound recording until the end of 50
years following the year of publication, when tlensd recording has not been published from
the date of fixation of the sound recording urttié tend of the 80 year following the year of

fixation (Art 27(2) and 30(3)of the Proclamationpwever, the Proclamation does not mention

the moral right of the producer of the sound recuysl

4.3. Rights of broadcasting organizations

Broadcasting organizations are, no doubt, the majannels of works in communicating with
the public. In recognition of this fact, the lawfiahs the protection of some exclusive rights to
be granted for broadcasting agencies. It natufallpws that the unauthorized performance of

the rights, on which the concerned broadcastingrargtion is given monopoly rights, is a pure
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case of transgression of legitimate interests. Tingdns, it is no less a ground of court actions
and there by a base for entitlement of compensé#temy loss is sustained buy the victim.
Art 31 of the copyright proclamation provides thas¢s which cannot be performed without the
authorization of the involved broadcasting orgatiira Let us see the contents of the provision.
Art 31 Acts requiring authorization of broadcast@gpanization
(1) A broadcasting organization shall have the @sigk right to carry out or authorize

a) Rebroadcast of its broadcasts

b) Fixation of its broadcast

¢) Reproduction of a fixation of isadcasts

2) The rights under this Article shall be proteetfrom the moment the broadcast takes place

until the expiry of 20 years following the yeanimich the broadcast took place.

As clearly expressed in the above mentioned legaligion, the law tries to discourage free
riders. That means the law is against those whd waget benefit at the effort of others without
paying a penny. In the affirmation of the competitibbetween broadcasting organizations, the
law requires other broadcasting organizations turgethe blessing of the organization which
first broadcast a certain work, if they want toreuicast it. It has also been indicated that the
fixation, its broadcasts and the reproduction thieris left to the concerned broadcasting

organization.

The term of protection, as any other related ptaies, is not eternal. It is limited by time. It

stays for twenty years following the year in whtble broadcast took place.

5.5. Limitations imposed on Neighbouring rights

Neighbouring rights are not exceptions to the intpms of limitations on the right holders.

However, to explain the nature and purpose of &tiohs at this level can be justified on no
ground. This is mainly because we had enough iof @ur previous relevant topics. Therefore,
now it is time just to indicate what is consideredthe pertinent legal provision. Art 32.

Limitations of rights

The rights referred to in Articles 26-@1all not apply to acts related to:
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I. Using short excerpts for reporting current eveatthe extent justified by
the purpose of providing current information
ii. Reproduction solely for scientific research
iii. Reproduction solely for the purpose of fact to face
teaching activities, except for perforations and
sound recordings as teaching or instructional riater
Ilv. Cases where, under part Il, a work can be useduitthe authorization

of the author or other owner of copyright.

In general, the above-mentioned legal provisiorsesh single purpose, that is, the attainment of
public interest. After having emphasized an exafseproduction for educational and research
purpose under provisions of (b) & (c), the aforeatr@ned legal provision establishes that those
limitations we noted herein before in relationhe tights of the author and his assignee, are also
valid to limit the entittement of owners of neighlvmg rights on the works involved. The law,
which limits the right of the author who is theginal source of the work, for stronger reasons,
restricts the rights of those who establish neigimigarights on the items.

Thus, exclusive rights of the neighboring right @ns) however, are only apparently absolute.
For the law is not meant to “permit the protectighsen here to turn into barriers walling of part
or all of our society from the use and enjoymensaifind recordings”, the public is entitled to
some uses of such works without authorization. Téiso because the law provides various
exceptions to the rule that ‘only the owner enjthysse rights'. So, in a way, the law takes away
with one hand some of what it has given by the roth&# should be borne in mind that
neighboring rights, like copyrights, are a compreerbetween two interests, i.e. owner’s interest
to be remunerated and the public interest to gat aecess to the phonograms.

Accordingly, there are exceptions which uses doimvinge neighboring right owners rights.
These exceptions are presented hereunder to sersriagboards for the in-depth discussions

on infringements in the next part.
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Firstly, they cannot forbid using excerpts for rgpm current events to the extent justified by
the purpose of providing current information (Af(8) of the proclamation) It appears that this
limitation applies to all neighboring right owner&nd note carefully that this limitation is
similar, though not identical, with the limitatigprovided for authors under Art 13 (2). Article
13(2) allows broadcasting whereas Art 32(a) do@snamtion broadcasting, though broadcasting
is one of the means to report current events toigeocurrent information. Article 13 (2) also
provides that other means of communication to thiglip other than means of broadcasting is
allowed. Here, under Art 32(a) means of commuricato the public could be broadcasting

stations or any other mass media.

Secondly, they cannot forbid reproduction if is@ely for scientific research. Here what cannot
be prohibited is reproduction. (Art 31(b) of theoBlamation). The number of copies is not
indicated at all. One should ask whether it is copy or more than one copy depending on the
need of the person undertaking the scientific meseaThis is not clear but definitely it should

not prejudice the interest of the producer.

Thirdly, they cannot forbid reproduction solely thie purpose of face-to-face teaching activities,
except for sound recordings, which have been pudidisas teaching or instructional materials.
(Art.31(c) of the Proclamation) The reproductiorordy face-to-face teaching activity when, for
instance, the reproduction is used in classrooeisewhere the teacher and the student are face
to face. Performance and sound recordings, whiche Haeen published as teaching or
instructional materials cannot be reproduced aed b face-to-face teaching activities.

In addition, the proclamation envisages other gasuof limitation. In this regard, Art 32(d) of
the Proclamation provides that cases where, uratéilpf the Proclamation a work can be used
without the authorization of the author or othernew of copyright are the limitations on the
rights of owners in appropriate cases. These lItioita are those provided from Article 9-20 of

the Proclamation.

Review Questions

1) Discuss the justifications of the protectiomefghboring rights.

2) Does a producer of sound recording have adaptatiht on his work?
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3) If a producer is a natural person, does he hawveral right?

4) What peculiar features distinguish neighborightrfrom copyright?
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Chapter Six Ownership and Transfer of Economic Rigk(s)
Introduction
So far, we have observed that the fact that cesark belongs to the copyrightable domain
entails bundles of rights when it satisfies thealegequirements for the subsistence of the
protection. In this chapter we will identify whoetlsubjects of copyright laws are, i.e. who owns
the copyright in a work? What are the specific tsgbnjoyed by publishers? Who is the right
holder in case of works produced for hire? Is caghyrtransferable? How? These and other
related issues will make up the gist of this chapte
At the end of this chapter, the student will beeatot
* |dentify who the primary owner of a copyright is;
» Distinguish authors from others who may take part the production of the
work;
* Be able to resolve issues related to ownershiparksvproduced by more than a single
person;
» Determine the individual and joint entitlementsirdividuals who contributed to a work
published in a collection form;
» Explain the relationship between an employee anpl@rar with respect to a work of
authorship;

» Explain the different types of the manners of tfanef copyright

6.1 Ownership of Copyright

As has been remarked, ownership of copyright inoskvof authorship is enjoyed differently
from the material objects in which it is clothedccardingly, a purchaser of a book or a cassette
becomes the owner of the copy he purchased, butth®tcopyright in the book or the
classification involved. Therefore, it is not pddsifor such a purchaser to enjoy those exclusive
rights reserved for the author. The only person wdnolegitimately exercise the exclusive rights
we noted ighe owner of the copyrighénd he is the only person who can authorize stteedo
acts upon which the law gives him the sole righdd@o The only exception to this huge principle
is the possibility of implementing compulsory lisenby the concerned office which may

authorize some acts even against the objectiomeofight holder.
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But, who is that ‘monopoly right holde?’ The author is the original owner of copyrighttbe
work he created. This general rule is subject tatremts providing otherwise, contrary judicial
decisions or stipulation of law to that effect. Itshows that the author and the owner of the
work may not always be a single person. There neprbprietors of the work other than the
author. In the upcoming sub-topics we will be addmg the specific proprietors of a

copyrightable work.

6.1.1. The Author

It is generally accepted that the first owner gbyraght as indicated above, is always the author
and all claims to copyright descend from him. TiBisnainly because of the fact that since the
primary purpose of copyright protection is encoeragnt of creativity the first person who
should come to our mind when it comes to proteci®othe creator of the work, that is, the
author. This important principle was well recoguiziuring the promulgation of the civil code.
Art 1647(1) of the code provides that an authoaafiork of the mind shall have the right of
ownership on the work he created by the mere fadti® creation. This stand of the law is

reaffirmed by the new proclamation, as noted above.

We emphasized that works of authorship manifesip#rsonality of the author. On top of this,
the production of a copyrightable work, definitetpsts the author in terms of time, money and
other resources. And, therefore, there is no nedthve further explanation to justify the status

of the author as an original owner of the fruibef intellectual labour.

Once it is conceded that the author is to be tisé dwner of copyright on a work of authorship,
it is necessary to understand what is meant when speaks of the “author” of a work of
authorship.Who is the author?he civil code does not provide any definition tbe term
“author” which it uses in its various provisionsewr the less, even if there is no express
definition dedicated to this term, there are som@vigions which impliedly contribute to the
understanding of the work with the contact of tede In Art 1666(1), it is stated that: In the

absence of proof to the contrary, the person umderse name the work is disclosed is to be
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regarded as the author thereof.

The aforementioned legal provision establisheptieumption of the author. Normally, a work
is published in the name of its creator. This iatks that the work is used in its ordinary sense to
denote the maker of the work concerned. In facis Wwise also to recognize the fact that for
different reasons works may be published in a natiner than that of the author, irpan name

or evenanonymously.n such circumstances, determination as to thetiiit=ation of the author
depends on the possible evidences to be producestablish who the author is. Since it is just a
presumptive provision, as most presumptive cas@say be rebutted when contrary evidence is
produced to the satisfaction of the court. Thermfove may end up with conclusion that
sometimes the named person is not the author arsdnibt the owner of the work published in
his name. The cumulative reading of Arts 21(1) 2R@L) of the copyright proclamation, as well,

upholds a similar stand with this legal position.

Another point to be remarked is that since the dgpy protection is extended to the manner of
expression of an idea and not to the idea embaodigtie work of authorship, when we say
originator of the work, we are not referring to tbeginator of the idea. In other words, the
author is not expected to be the originator ofttfweights or ideas which have inspired the work.
Assume that the idea embodied in a work is inceptedto Alazar and well expounded by Ato
Derje but incorporated in his work of authorshipAtp Zelalem. Who do you think is entitled to
claim a monopoly right of ownership on the workaafthorship? Is it Ato Alazar because he
introduced the idea? Or, Ato Dereje, because heldped the original idea? Or, Ato Zelalem,
because he expressed it in a work of authorship?df you have said ‘it must be Ato Zelalem,’
let me tell you one big facyou are becoming more familiar with the contents afpyright law,
and also the purposes for which the law claims targl. unless of course, it is shown that Ato

Zelalem hagopiedit from somewhere else.

It is also important to ask as to who can be ahautls the status of authorship reserved to
natural persons only? Or can legal person be redaad an author?
We hope the term, ‘intellectual property’ is an quigte implication to reserve authorship for

natural persons only since legal persons do not l@ellect which can be a source for
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creativity. On top of this, we have said that cogiyt laws protect the moral rights of the author
in addition to or even separately, from econongtits of the author. From this we may say that
in countries where moral rights are recognizede like case of ours, the author must be a
physical person. This naturally flows from the fdwt it is generally submitted that only humans
have the moral faculty and thereby can enjoy mogal, which is the component of copyright.
This, by no means, means that legal persons céenoapyright owners. As we noted before, the
author may not necessarily be the owner of the wankl therefore, where it is provided by law,
contract, or judicial decisions, legal persons nbayrecognized to be owners of a work of

authorship.

In general, we have noted that natural person®igeal owners of copyrights. Sometimes, a
work of authorship may be produced by the joinbe#f of two or more persons. Who is the

owner in such a case?

6.1.2. The Right of Co-authors

Under this sub-topic we will discuss a ‘work ofrjbiownership’. What is meant by a work of
joint ownership? What makes a work to belong te tomain? Are all works in the production
of which more than a single person is involved vgook joint ownership? Should we take the
specific type of contribution of the participantsgualify the work to this domain?

Broadly speaking, it may be said that a joint wizrla work prepared by two or more persons
with the intention that their contribution be meulgato either annseparable(E.g. A novel) or
interdependent(the lyrics and music of a song) part afunitary whole A joint work is,
therefore, a product of the labor of several aghvano acted with the view of creatiagsingle
whole Art 2(29) of the copyright proclamation providémat a joint work is different from a
collective work. It states: “A work of joint owndri®’ means a work to the creation of which two
or more authors have contributed, provided thawbek does not qualify as a ‘collective work’

under Sub-Article 15 of this proclamation”.

As will be noted at a later stage in this workpenf work is different form ‘collective work’. A
joint work is attributed with the quality of beirgther inseparability or interdependence. At this

stage the point isvho should be the man of title on a work whictaifruit of joint efforts?’
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Arthur R. Miller and Michael H, Dauvis, in their blkcantitled “intellectual property: patents,
trademarks and copyright”, responded to this question in the following briaid sect
explanatory manner: Co-authors stand in their igelaio each other as do co-owners in respect

of any other kind of property, with some modificats peculiar to intellectual property.

Subject to the specific nature of copyrightable kspthe co-authors’ fate will be determined by

the principles of law of property related to joimvnership. As you have noted while taking

‘property and land law’ in our law, the manner in which the co-authorsreise the right is left

to their common agreement. In particular, they ndayermine their respective share on the
commonly owned item. In the absence of such anessparrangement, the legal presumption of
Art 1259 which establishes equal share of joint exsrwill be applied. In such a case each will

have equal entitlement to, and equal say on, th&.wo

Even if the co-authors are left free to regulateirtmelationship by private agreements made
among them, it is evident that copyright laws wianimaintain theonenessof the work. This is
more so, especially, where the separate utilizaifane’s personal contribution is detrimental to
the use of the common work.

For instance, according to Art 1668(3) of the coolde independent exercise of a right by a co-
author is alloweanly where the works contributed by each author reptesedifferent type of
work. Even in this situation, thgersonal useshould not affect the right of the co-author ie th

joint use of the common work.

While addressing the issue as to who the authevdassaid that it is assumed that it is the one in
whose name the work is published. If that is sayriater to be regarded as a joint owner, it is a
must to have ones name on the work. In respedtetadiation between the co-authors, the law
does not seem to bother about in whose name thie iszvpublished. The work may be issued in
the name obne of the contributors, or with the name of fieev or all participants. The unnamed

authors may benefit from the exceptional circumstaanvisaged by Art 1661(1) of the civil

code. We have noted that authors are legally edttth remain anonymous. And also the right to

be identified is one of the moral rights of thehaut But if they are not interested to exerciss thi
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right and preferred to remain anonymous, thereisetason to deprive their right of ownership.

What the copyright law wants and should want i$ jogecover the creativity, and therefore, so
far as the unnamed authors can establish or sheyvate contributors they are no less owners.
Obviously, as the co-authors know each other acograze the respective contribution of each,

the named ones should not be give better entitlethan the unnamed ones.

The other question may hwehat their relation to third parties iart 1669(1) of the civil code
provides that in their relation to third parties,is the person in whose name the work is
published who is deemed to be the sole authoreoibrk. This law recognizes that third parties
are justified in assuming that the named persdhdssole author of the work concerned. Sub-
Article three of the aforementioned legal provisgomes on to sathe right of co-authors will

not affect third parties”this is simply because the publication of a warlone or some of the
contributors creates the impression in the mindhafd parties that there are no other right
holders behind the curtain. How could third pari@sgine the contrary? As the law says the
author is the named, and the named is presumee theboriginal owner of the work, third
parties are not logically expected to investigateetuer there are unnamed authors. The legal

presumption benefits the third parties.

However, do not forget that the law is just cregitapresumption. And, therefore, as we said
time and again, as most of the presumptions, sugceptible to rebuttal. Since the sole purpose
of presumptive provisions is shifting the burderpadof, the reverse position may be held where
proof to effect that the third party was awareha éxistence of the co-authors is produced.

As we have tried to indicate here-in-above, prawisi of law of property are applicable to
regulate co-authorship to the extent they are mamtiwith respect to the nature of copyrightable
works. We hope you still remember that decisiorthenadministration of the jointly owned item
requires a share based majority vote (Art 13651Cimde). On the other hand, the decision to
alienate the item for free or for consideratiortmichange the establishing purpose of the joint
ownership can only be held unanimously. This agpl co-authors of a joint worknutatis
mutandis Therefore, the decision to sale the copyrighthenjoint work, for instance demands
the unanimous vote of the joint owners. From thigaturally follows that if third parties

concluded a sale contract with only one or somehef co-authors knowing (or where it is
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reasonable to expect) the co-authorship, the acnti@nnot stand in the eyes of the law. That
means, such contracts cannot affect the non-cdimgaauthors. This applies even in a situation
where the non-contracting authors are not nametearpublished work, provided that the third

parties knew or should have known their existence.

In sum, we can say that co-authors are just joimess of a property. The law equally protects

unnamed co-authors to the extent they are idebliia

6.1.3. Collective works

The civil code which, reasonably, determines isseé&sted to joint ownership fails to regulate
expressly the ownership of collective works. Whaowt be the owner of a collective work?
Before addressing this issue, | hope it is necgdsadistinguish acollective work’ from a‘joint
work’. Art 2(5) of the copyright proclamation statesolfective work” means a literary and
artistic work created by two or more physical pessat the initiative and under the direction of a
person with the understanding that it will be diseld in the name of the latter person without

indicating the identity of the contributor”.

This provision shows that a collective work is oime which a number of contributions,
constitutingseparateandindependentvorks in themselves, are assembled into a singtdento

be published in the name of the person who has tdie“trouble” of initiatingand directing the
task of producing the work. Therefore, collectiverks or works published in a collection form
are completely different from joint works which amdnsidered to be inseparable or
interdependent. In fact, we may say that a sindlele/which is a product of contributions of
more than a single person can be regarded asectwodl work if the parts contributed are not

inseparable and interdependent.

What a joint work and a collective work have in ¢oan is the contribution of more than one
person in their production. The interrelationshifghe works contributed, however, is different
in these two items as we indicated above. Whenhink bf collective works we may mention a
publication consisting of, for instance, speechds/dred may be on different scenes, at different

times, and on different issues, or musical alburhglvconsist works of different musicians or
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works of a musician issued at different times, etc.

Thus, who should be the owner of a collective wol&k?t all the contributors jointly? In

entertaining this issue, the point that we donveh#o forget is that a work contributed in a
collective work has its own independent author. iRetance, if we take a collective work which
consists of several short stories the respectivihoasl enjoy separate, independent an

unassailable right with respect to their own inaefant work.

Let’s take a book published in Ethiopia comprissigrt stories which is entitle@ba defar: In
this work of authorship both writers (Ato Adamu Reind Ato Gebeyehu Ayele) enjoy an
exclusive right of ownership on the collective wo@X the recently published domestic works a
book which is the fruit of the contribution of ABewketu Seyum, Ato Gebeyehu Ayele, and
Ato Adamu Reta entitletKinfam Hilmoch’ is a typical example of a collective work on wiic
the contributors can claim independent right of exghip on their own respective work. In our
time, musical works and video clips are being mlit#d in a collection form. Here again, each
author is legally protected to enjoy right ownepsbin their contribution to the single whole.
However, what do we mean by saying each contribist@an independent owner in his own
domain? As you have learned from your law of prgpeourse, it simply means that it entails
the enjoyment of the inherent rights of ownershiptleeir own works. Do you remember the
contents of rights of ownership? Right of ownerstamsists of the followings: (1) the right of
use; (2) the right to collect and own fruits anyit{8 right of alienation.

From this we learn that each contributor (or autlexercises the abovementioned rights upon
his rights in an exclusive manner even if his wisrkncorporated in a collective work. So he

may sale it, give it for free or transfer it in vibaever legally possible means.

We have also noted that computer programs are medyto be subject matters of copyright
laws. Do you remember? More than a single computegram may be comprised in a single
compact disk or floppy diskette. Here again, eamttrdoutor may use or transfer his own part
without the consent and blessing of the other dautiors to the single whole. On top of this,
each contributor may collect and own fruits of bven work. In general, any benefit that may

accrue from the work in its independent existene®rms not to the owner of the collective
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work but the private contributor. The right of a@ation of an owner extends up to the right to
destroy the property. An author, who is now a dbator to a collective work, has a final say on

the destruction of his own work.

Generally speaking, the administration of the atile work is quite different and independent
from the parts included in it. This situation relgea difference between collective works and
joint-works. As noted before, in case of joint warkeven if there is no total ban, the possibilities
of using ones own contribution by one of the cdmitors is very much minimal. What do you
think is the basis of such distinction? If you havelerstood the above mentioned idea you can
easily respond to this question. We said that #tare of works contributed in the production of
these two types of works of authorship are differefoint works, as we indicated, are
interdependent or inseparable even if they areribotéd by more than a single author. For
Instance, imagine a film script which is a prodotthe joint effort of two script writers. In such
a case, it is very difficult to distinguish the pestive contribution of each script writer. It
demands a divine power to identify which manneexgression came out of the mind of which

script writer. That is why law, wisely, avoids tilelependent use of a contributed part.

We noted that joint works are to be interdependfembt inseparable. In contrast to this, works
incorporated in a collection form are not requitedeflect the quality of being interdependent.
Each work, in this case, stands by its own. A ctiNe work may comprise works of a single
author published at different times, or it may ud# works different authors issued at the same

or different moments.

Moreover, works included in a collective work mayteody contradictory or different ideas. In
addition to the possible disrepairs with respe¢h&contents of the particular works, the form or
mode of expression of such works may be differéake, for instance, a literary work. Some of
the collected works may be passages while otherspaems; of the passages some may be
fictions, others essays and still others descmgtiof hard facts. A typical example of such works
may be a domestic publication entitled ‘Efeta’ Ire tproduction of which famous authors like
Sebehat Gebre’egziabher have participated. We nsaynaention encyclopedias and collection

of photographic works as a member of this wide doma
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In sum, so far in this topic we have been tryingdistinguish the nature of joint works and
collective works. In brief, the inseparability eterdependence of works in a joint work blocks,
in principle, the independent utilization of thertpaular works, while, on the contrary, the
reverse nature of works in a collective work is basis for their separate use and transfer or
even distraction. A point that must be emphasizedhs stage is the fact that in some
exceptional circumstances the above mentioned ipleof independent use may be eroded.
This happens when such separate use adverselysaffecexploitation of the single whole in
case of joint work, and when the contributors hageeed with the owner of the single whole to

block the independent use in case of a collectioekw

So far in this sub topic, we have addressed isslated to ownership in particular reference to
works incorporated in collective works. Now, letsee the ownership on the single whole itself.
A person may come up with a collective work of augiip in one of the following three

circumstances:- (1) the collected works may, elytitge works of his own; (2) the works may be

partly of his own and partly works of others; (B& tworks may be totally works of others.

At this stage, it is really important to emphadizat if the duration of protection of a work has
not expired yet, the making of a certain work whistpart of a collective work demands the
consent of its author. At least, if one cannot sed¢be blessing of the copyright owner of the
work, he has to get a compulsory license from tbacerned office. Consequently, the
incorporation of a protected work in a collectiverk without the blessing of either its owner or
the appropriate office is an infringing act whiclayrentail legal liability. From this, it naturally
follows that when we talk about a collective worke are referring to the situation where the
person who has taken the trouble of producing tbekviaas legitimately secured the necessary
consent. Upon satisfaction of this legal base, 241t3) of the copyright proclamation provides
what follows: “where the work is a collective wortke person at whose initiative and under

whose direction the work has been created shdhderiginal owner of the rights”.

This implies that when the initiation to producedlective work is coupled with the task of

directing the production entails the right of owstep for the person involved. The cumulative
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reading of the provisions of Art 21(3) and Art 2(@ictate us that the original owner of a
collective work is just that single person. Moregwee provisions reveal that it is only natural
persons who can be the original owners of a colleatork. This stand of the law raises various
guestions. Consider the following issues:

-What if a person took the initiative but anothezrgon handled the directing for different
reasons including expertise?

_What if both the initiation and the direction arenducted by more than a single person?

_What is wrong if the direction and initiation dietwork is made by a legal person?

6.1.4. Works Made for Hire

We have noted that works may be made for a hirevéoious reasons. This refers to works
produced under contract of employment or service. d&xample, a governmental organization
may employ the intellectual labor of individuals fihve production of a copyrightable work.
Similarly, a person may employ a videographer Far tecording of his wedding ceremony. In
such circumstances, a work may be produced byntieflactual effort of an employee under the

order and cost of the employer.

Who do you think should the owner of a work made dohire be? In the above-mentioned

instances, is that the office or the employee-biide or the videographer?

A uniform stand has not been taken by the varieustaries in our world. E.P scone James and
et al, in their book entitletCopigner and stone James on copyrigsttated that: “..... In many
foreign jurisdictions, especially in the Anglo Saxiegal system, an employer, in case of works

for hire under a contract of service, is deemeoetthe owner of copyright in the work”.

This means, incommon law the employer is givenstia¢us of being an original owner on the
work made for hire. This, in fact, applies unldss tontract of employment provides otherwise.
The continental law countries, on the other hamhold a contradictory stand. In this regard
M.A Khan stated in his book entitlégrinciples and perspectives of copyriglais follows: “The

Roman law countries approach the problem from @sewnomic point of view and seek to

protect the author as the economically weaker paghinst the entrepreneur with whom he has
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dealing for the exploitation of his work”.

This stand reaffirms the purpose of the law whilelines to stand to protect the needy, that is, the

weakest party. This is the position taken by Fraamu Germany.

When we turn our face to Ethiopian laws, we obsgekar opposite stands. The civil code,
following the principle embodied in the continentaisdictions, made it clear that ownership of
copyright in a work rests in the first instancethie author, irrespective of the fact that the tatte
executed the work in pursuance of contract of egmpént or contract for the performance of a
project entered into with a third party (see Ar6ZI(3) cum 1647(1) of the civil code). Therefore,
according to the provisions of the civil code, @swthe employee or the independent contractor
who enjoys ownership right on a work financed angesvised by his employer or client,
respectively. This would mean that the latter areclpded not only form being considered as

‘authors’ but also form automatically becoming tveners thereof.

What do you think the rationale behind preferring Employee by the framers of the civil code?
It may be said that it is the result of the influenof being a member of a continental legal
system. Actually to belong to a single domain meshasing several common features. On top of
this, the fact that the stand was incorporatech@Rrench civil code which highly inspired the

Ethiopian civil code strengthens the magnitudehefibfluence.

Making the employee an original owner of a work méal a hire may be justified on the ground
of the purpose of intellectual property rights iengral and copyright laws in particular.
Admittedly, the primary objective of copyright lag/the author. This is to mean that more than
direct commercial interests, promotion of creayivé given priority. Thus, an area of law which
aims to facilitate the flourishment of art and riteire is expected to focus more on the author
instead of his employers. This is not to deny tharfcial interest and contribution of investors in
the production of copyrightable works; it ratherans that, relatively speaking, the author who
is the springboard of the work deserves betteratbreng than the entrepreneur who extends his

financial hands.
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Moreover, the supporters of this line of thinkingtify the preference to the employee from a
socio-economic point of view. This perspective ¢éads base on the inequality of the employer
and the employee. No doubt, the financial statusootracting parties is directly related to their
respective bargaining power. It is an overt faeit tamployers are in a better financial position
than employees. The cumulative effect of these @esntakes us to an important conclusion.
The point is that a gap filling protection need®é&ogiven to the author who is the weakest party.
Such an arrangement facilitates situations forebg@hyment which, in turn, promotes creativity.

Based on the above mentioned justifications, tigiral ownership of a work made for a hire is

given to the employee instead of the employer. ,Thisvever, by no means implies that the
parties cannot make an agreement to the contraryother words, even with the above

mentioned stand, nothing prevents the employer fsecoming an owner of a work produced by
the intellectual efforts of his employee. A systefmnich entitles the author to transfer his right of
ownership for third parties has no earthly reasoprofit the employer who has been financing

and supervising the work involved.

As we indicated here-in-above, the copyright pnoaton has taken the polar opposite stand to
the position preferred by the civil code. In redatito entittement to ownership of a work made
for a hire, Art 21 (4) provides what follows:- Wieethe work is a work created by an author
employed or commissioned by a person in the coofr$es employment or contract of service,

unless agreed otherwise, the original owner ofitfgs shall be the employer or the person who

commissioned the work.

Noticing the fact that this stand of the law erottesabove-mentioned justification, many argue
that the provision gives priority to the financiaterests of the employer instead of the creative
efforts of the authors. Accordingly, the originakmer of a work made under the contract of
employment is the employer. The law is clear amdefore not open for interpretation.

Before winding up this sub-topic, we have to empeshat even the law which gives the
original ownership of copyright in case of a workadme for a hire can by no means take away the
moral rights from the author. We have noted thatrttoral rights stay with the author whether or
not the author is the owner of the economic righteaturally follows that the employer is not

entitled to alter or modify the work to the exténis against the interest and reputation of the
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author. Moreover, the author is entitled even tocklthe publication of the work. Similarly,
even in this case, he is still entitled to clainigpaity and therefore the work is to be published i

his own name.

6.1.5 Publisher’s Right

Almost always, copyright work involves third pagiat different levels before it reaches the
consumers. In particular, publishers and broadugstigencies serve as a channel for the
availability of works for consumption. Setting asidsues related to broadcasting agencies for a
topic which has been dealt with “neighboring rights this sub-topic we will be focusing on the

rights of publishers.

It is a common fact that authors usually, due taricial constraint or lack of administrative
facility, do not publish their works by their owH.that is so, what is the legal entitlement of
publishers upon the copyright owner on the worktlext for instance;Teretna Misale” which

is written by Ato Kebede Michael and published bgdd publishing enterprise. What is the
legal status of the enterprise in relation to tleek® Is it ownership or joint ownership or what?
The point is if authors rather assign the task wblighing to publishers, then what rights are
transferred to the latter? Does the contract ofipafion make the publisher an owner of the

work of authorship?

Unfortunately, the new copyright proclamation hadefl to regulate these and other related
issues. Nonetheless, this by no means impliestiieaimatter is totally unregulated in Ethiopia.
As has been remarked repeatedly, pertinent lawlsbeilapplied to resolve such issues to the
extent they are not contradictory with the newluisd copyright proclamation. And, therefore,
the provision of the civil code from Art 2672 toZ6%ill have application so far as they are not

in contradiction with the provisions and spirittbé new proclamation.

Before addressing the abovementioned issues,imipsrtant to note, briefly, how ‘publishing
agreements’ are seen under Ethiopian laws. And wemwill proceed to address issues like
‘what publication is’ and ‘who is a publisher’?

Especially, when we take newspapers and magazahésast three parties will take part before
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such works reach readers. There is the authoriterwf an article), the concerned publisher (the
legally established publisher of the newslettemagazine) and, thirdly, the printing enterprise.
How can we determine the legal relationship as eetwthese three persons?

You remember that while discussing the prerequadite the subsistence of copyright protection,
we said that publication is not a requirement im @w. It has also been remarked that the
decision to publish or withhold the publication afwork is totally left for the author himself.
This moral right is protected even in case of warlele for a hire. From those points we have
noted at different stages, we learn that a workoigyrightable prior to publication but at the
moment the original work is reduced to a tangiloleri. On top of this, we have also noted that,
unless the contrary is stipulated, the authoreésattiginal owner of his work. If so, what is to be
transferred to publishers? This will be the gistto$ sub-topic.

The above-mentioned part of the civil code defiaepublishing agreement in the following

manner:

Art. 2672: Definition
A publishing contract is a contract whereby a paifyerein after called the author

assigns in whole or in part his incorporeal rightsa literary or artistic work to the
other party, here in after called the publisher,ommdertakes to reproduce or produce

the work and to distribute it to the public.

This provision reflects the rights transferred bg tuthor to the publisher. At this juncture, it is
important to distinguish the performance of anaud the ownership of the fruits thereof. It is
known that an owner has an exclusive right to uskavn the fruits of his personal property.
Moreover, he may authorize others to perform cerdais. It is good to emphasize that securing
an authorization to act by itself does not mearobeeg an owner of the fruits thereof. What are
transferred by the abovementioned legal provisr@rights to perform certain acts so far as the
performance of the contract requires such tran$tez.author authorizes the publisher to publish
his work. This, as we noted, does not mean makiegpublisher to be the beneficiary of the
economic gains that accrue from that act. Moreaber nature of the contract implies that once

the publisher performed the act, he has no rigldaat again unless the contrary is provided.
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Similarly, the publisher may not publish the workna than the stipulated number of copies or
beyond the duration fixed by the publishing agresmi@ general, we may say that the publisher
performs acts for the performance of which he ithaenrzed either by the express terms of the
contract or by the nature of the contract. Butghblisher cannot claim right of ownership on the
works of authorship he published as of right. A872 emphasizes this notion in the following

manner:

2677: Effect

(1) The contract shall transfer to the publisher thin@ts copyright in his work, in so far
as the performance of the contract requires suahsfer, in accordance with the
provisions of this title.

(2) The parties may depart from these provisions wtiexdaw does not expressly forbid the
provision substituted therefore.

(3) In case of doubt, the provisions of the contradlisbe interpreted in favour of the

author.

This legal provision reaffirms that what is prowides not right of ownership; rather it is the

performance of necessary acts for the dischargeonfractual obligation on the part of the

publisher. What is normally demanded in the disglaf a contractual obligation depends partly
on the terms of the contract and partly on theneadfithe obligation assumed by the contracting
parties. Naturally, acts to be performed by thelighbr are issuing the work, which extend to
the distribution of the work.

Arts 2678 and 2679 warrant a narrower interpretatd terms of publishing contracts in the

following manner.

Art 2678 (restrictive interpretation)

(1) The authorization given to the publisher toldeigh the work in a certain manner shall be

interpreted restrictively.

(2) The publisher may not deal with the work othiseathan provided in the contract.

Arts 2679 authorizes methods of dealing with therkiwbowever general the terms of the

contract, the publisher shall acquire the rightléal with the work by such methods only as the

parties had in view or ought to have had in viewtemaking of the contract.
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In this respect, regard shall be had to the esiomaif a reasonable person.

If so, what is the return for the publisher? Theremmic returns that accrue for the publisher as a
result of the publishing agreement may be payméra fixed amount of price quoted in the
contract or a commission to be calculated by aategercentage of the sold items. In the latter
case since the decision of the author (especialliyxing the number of copies to be distributed
or the areas of distribution) may adversely affaetinterest of the publisher and hence Art 2684
provides safeguarding mechanisms. Thus, even iathieor is still a king in his work his acts
should not be detrimental to the publisher. Theeaf®ntioned article provides what follows;
Article 2684: rights transferred to the publisher

(1) So long as the editions which the publisher thasright to issue are not out of print, the
author may not dispose of the work or any partabkto the publishers prejudice.

(2) Contributions to a collective work or articlesy not be republished, by the author before the

expiration of three years from the date when tret fublication was completed.

As it is clearly provided by the above mentionedvsions of the law, the author’'s exclusive
and final say on his work of authorship is limiteg the legally protected interest of the
publisher. 1t is not very hard to imagine the negaimpact of letting another publisher to
publish that same work prior to the expiry of tight of the first publisher, provided that he is

being paid on a commission basis. It is such unelésicts that the law wants to avoid.

A publishing agreement is normally expected toudéfe the respective rights and obligations of
both the author and the publisher. In particultirisito mention the types of actions to be
performed along with their extents, the territohialitation of the acts, if any, and the duratidn o
the life time of the rights of the publisher. Thentract may also mention whether or not the
publisher can issue second or further editiondiefwork. Where the publisher is in a position to
issue new a edition, he is obliged to provide thinar with the chance to revise his work. These
points are well indicated under the provisions a5A2688 and 2689 of the Civil Code.

Usually, with the view of avoiding possible futudésputes, publishing agreements clearly

stipulate the specific actions to be taken by th&racting parties. In the absence of such details

Balew Mersha, G/Hiwot Hadush Page 169



Law of Intellectual Property | 2008

the law intervenes and tries to fill the gap. Fastance, if the contract has failed to fix the
number of copies to be published, the law givespiligisher the right to determine the extent.
However, if nothing is stipulated in the contrastta the right of the publisher to issue new
editions, the publisher cannot issue the new editwithout securing the consent of the author.
In this case, silence of the contract is to bertad®denial of the action. Another legal obligation
which emanates from the law is the right of thenauto re-visit his work every time it is made

ready for edition.

So far, we noted that publishing contract just aties the publisher to perform certain acts.
That means, the publisher is not entitled to claght of ownership on the works it has issued.
This however, by no means implies that the law @név the publisher to acquire right of

ownership on copyrightable works. If the authorsmmted for the transfer of ownership, as well,
there is no reason to block such transfer. Theeetbe point is that there is no automatic transfer
of right of ownership by publishing agreements. rEf@re, there is a need to make a distinction
between two different situations, the first beinigene the copyright owner transferred his rights

in whole; and, next, where only part of the bundlegghts is assigned.

In the former case, the publisher enjoys all tights that can be exercised by an “owner” of a
copyrighted work during the life time of the comtraSimply put, where the whole rights therein
are assigned to the publisher, he replaces thgrasgio the extent demanded by the performance
of the contract. Thus, as far as economic righescancerned during the period of stipulation in
the contract, the publisher becomes the ‘absolutaier of the work subject to the nature and

terms of the contract.

Where the contract transfgsart only of the rights of the copyright owner thereof, tight that

will be accorded to the publisher are to be deteechiby the terms of the contract. Here again,
the essence of the contract is the setting ovéreoéconomic right of the copyright owners. Yet,
as noted above, the extent and type of rights tioapesferred will be inferred from the nature and
terms of the contract. For instance, the time litmibe placed upon the rights to be assigned to

the publisher, the territory within which the publer may exercise those rights; whether the
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rights include both publications in book and sefiaim, etc. will be determined by the

publishing agreement.

In sum, the consequences attaching to a publishgmgement in which is contained an
assignment of rights in works of authorship maynmy not make the publisher the owner
thereof depending on the terms of the contracthéf copyright owner agreed to transfer the
whole of his economic rights to the publisher, ltiteer becomes the ‘owner’ thereof. Simply put,
the publisher, in the later case exercises all gbenomic rights that the transferor would
exercise. In all other cases, the will of the partas expressed in the contract decides the exact
rights assumed by the publisher through the ‘pubig agreements’. Thus, as noted before, the
case of acts, the countries in which such actsbegyerformed, the duration of the rights, and so

on, will be expressed or, at least implied by tbetact.

We have noted that the copyright proclamation mtesiunder Art 22(1) that the person in

whose name the work is published will be regardetha author thereof. Sub-Article (2) of the

same stipulates that the author may claim the [deokethe above-mentioned presumptions in

spite of the fact that he used a pseudonym, prdyidewever, that there is no doubt as to his
identify. And, by virtue of Art 21(1) a person wlaequired the status of being an author is
recognized to be the original owner of the copyrigh the work. What is left undetermined in

relation to the topic at hand is about the deteatiom of right of ownership in the absence of the
above-mentioned two cases; that means where theme named author or the pseudo name
indicated on the work is found to be difficult tdentify. In such cases the provisions of Art

22(1) and 22(2) are not applicable.

In those two cases who do you think is the owneahefcopyright on the work involved? Article
22(3) determines the issue in the following mankdithout prejudice to sub-Articles (1) and (2)
of this Article, the publisher whose name appearshe work shall, in the absence of proof to
the contrary, be presumed to represent the authdy ia this capacity, shall be entitled to
exercise and enforce the moral and economic rightse author. This presumption shall cease

to apply when the author reveals his identity.
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For various reasons, as we indicated before, asithay not want to disclose their identity either
by failing to mention their name or by using a pkename which is difficult to trace the author
thereof. But, the works are still protected. Arite taw provides that the publisher will be put in
the shoe of the author for the enforcement andceseeof the moral and economic rights of the

author.

In sum, we noted that publishing agreement, nogmélansfers the performance of necessary
acts for the discharge of contractual obligationtted publisher. The extent and type of such
actions will be determined by the nature of thetiam. It may, however, be extended by the

terms of the contract to the extent of assignirgethtire rights of the author to the publisher.

6.2. Transfer of Copyright Ownership

6.2.1. Transfer in general

We have remarked that, with the exception of wonlesle for a hire, the author is made to be the
original owner of the work of authorship. The tewriginal’ implies that the author is just the
first and not the last copyright owner on his worl$ie author may exercise his right of

ownership either by his own or transfer it for a)enay be in part or in whole.

In this sub-topic, we consider the author as thedferor of the rights. This, however, does not
mean that his assignees cannot re-transfer thdsrigifey have acquired from the author.
Therefore, they may be regarded as transferors e are legitimately entitled to transfer

what they enjoy.

While discussing transfer of copyright, a pointttinaust be emphasized is that what can be
transferred is merely the economic right of théhautl hope, you still remember that we pointed
out that the moral rights shall remain with thehauteven after the transfer of economic rights.
Consequently, the discussion under this sub-tepieserved to economic rights only.

The transfer of copyright from its original ownes bthers may take the form of either

assignmentor alicense In an attempt to make distinction between the, tMoA Khan in his

work entitled principles and perspectives of copyrighgtated what follows: The former
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[assignment] concerns itself with the transferosfnership of the whole right or part of it,
whereas a license is tla@ithorization of actswithout which such authorization would amount

to infringement[Emphasis mine]

You know that once ownership is relinquished by tnd@mever legal means, there is no way to
get it back. On top of this, the transfer of owhgrsmakes the transferee exercise an exclusive
right within his own domains. That means, the assgg(transferee) will havefaal say with
respect to the enforcement of the rights that he demuired through the transfer. Obviously,
such an arrangement entitles the transferee tdawéhe fruit of the enforcement of the rights

assigned to him.

Being a licensee, on the other hand, means nothingust securing thgreen light to act.
Simply the licensee is authorized to act but tleegsdnot, necessarily, make him an owner of the
fruits of his acts. For instance, we have rematked a publisher is just authorized to issue the
work but he is not the copyright owner of the psibéd work.

If you have grasped these distinctions, it is timeénove on to discuss the means of transfer of
copyright ownership. This is taken up in what folf

6.2.2. Forms of Transfer of Copyright
As a property owner, an owner of copyright may ¢fan his monopoly rights in all legally
possible ways. An ownership (or a segment offigapyright may be transferred in any of the
following four ways:- a) will, b Joperation of thaw, c) contracts and d) judicial decisions
As copyright is property right, no doubt, it constes part of the authors estate. And therefore, as
any other type of property, it may pass to his tegs upon his death. If the author has made a
will with respect to his copyright ownership, therpons named by the will shall be the
beneficiaries of the rights therein. Ayan Rand, fdmaous philosopher and writer, a Russian by
birth and blood, but who claims to be an Americgrchoice and conviction, has transferred her
right of ownership on her various works of authgrsto her fellowmen Leonard Pickoff. The

latter enjoys the ownership rights on her worksluhe moment the expiry of the duration of
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protection comes to an end. Such incidents reraffite recognition otopyright as a type of

property, andwill as amanner of transferof ownership of copyrightable works.

We indicated hereinabove that the interventionhef law is the second means of transfer of
copyright ownership. This, basically, happens whbkesauthor has left no will or even if he has
left one, where it is found invalid in the eyestbé law. In such cases, the law of succession
plays its role. As a result, certain relatives loé tauthor would inherit the copyright of the

deceased.

Judicial decision may also transfer copyright owhgr to third parties, where it is appropriate.
The basis for this manner of transfer is the pplecof laws of obligation which establishes the
idea that properties of debtors are guaranteepdygments of debts to creditors. Therefore,

creditors may extend their hands towards copyritirtsugh the court.

The weakness of copyright protection and the ecanosalities of our country, which adversely
affect the financial status of authors in Ethiopaguld definitely push our authors to become
debtors at different levels. A creditor of the p@uthor may establish his claims, in a court
room, to the satisfaction of the court and therebgome a judgment creditor. In such a case, it
may happen that the author may own no tangible remady for attachment order. This makes
that moment to be the right time to attach the agpy ownership of the author and satisfy the
claims of the judgment creditor. That is how theeigention of the court may work as a transfer

of copyright ownership.

In this regard, there is a point which deservesurshér emphasis. Consider the following
guestion: What do you think about the fate of judgbcreditors who have nothing to attach but

the unpublished work of the judgment debtor author?

Assume that the work made by the debtor is alrefaublized and made to be ready for
publication. On top of this, imagine the situatimnwhich the creditors have extended their
lending hand with the sole hope that the debtol pal them back upon the publication of his

work. The author has also given his word to payftbe earnings he would make by publishing
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his work of authorship. Now, there is nothing untter ownership of this debtor, or even if there
is some, it is not sufficient to satisfy the claiofsthe creditors. In such circumstances, can the

court give an order for the publication of the ubighed work of the debtor?

Previously, we have emphasized that the rights cb@yright owner are categorized into two
domains- economic and moral. It has also been kerdahat the moral rights remain in the hand
of the author, under any circumstance. The righgudflication, in our law, is made to belong to
the domain of moral rights. Moreover, it is my hdpat you still do remember that even the
Ethiopian intellectual property office, a body detl to grant compulsory license, is not legally
authorized to act unless the work has already Ipedatished. Thus, what can be drawn from

these premises?

It may be safe to conclude that even if the workasiplete and therefore copyrightable prior to
the moment of its publication, courts cannot awajddgment for the publication of the work of
authorship. In support of this view, in his booktiged ‘Principles and Perspectives of
Copyright; M.A. Khan stated what follows: ..... ifshcreditors want to publish a manuscript to

satisfy their claims the writer catopthem.[Emphasis mine]

In general, no matter how the creditors have radiedhe publication of the work while lending
their money, the court cannot take away the petsoatre of the right of publication. It is
legally established that since the work is the rfestation of the personality of its author, the
publication of the work involves the demonstratafrithe personality of the author. From this it
naturally follows that the author must be the op&rson who may decidevhether’, ‘when’,
and ‘where’to reveal his personality by publishing the friithis intellect. That is why we have
safely concluded that the judge cannot hit hisetatith his hammer to pronounce a judgment for
publication of unpublished works of debtors who ldaoot discharge their contractual or extra-

contractual obligations.

Nonetheless, once it is published, courts of lawy rgewe a decision for the transfer of the

copyright ownership or a component of it to hisdi@'s. This susceptibility of copyrights for
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attachment orders of courts establishes interverdfocourts as a third manner of transfer of

copyrights.

What is left to be noted is contract as a meansaoffer of copyright ownership. Obviously, this
refers to the contractual agreement made in betwleerauthor and his counterpart, making
copyright ownership the subject matter of the cottr

We have noted time and again that it is genegdbepted that the copyright owner is the king
in his own domain. Consequently, speaking throughwords of the 17 United States code
service as stipulated in the lawyers’ editibhhe copyright owner may license it, alienate or

dispose of it by any other legally possible means”.

No doubt, such a transfer may be made with redpdbe whole of the right of its owner or only
part of it. And, also, it may be made for considieraor gratuitously. In here, suffice it to say
that the author and his counterpart exercise #edivm of contract believed to exist in cases of

transfer of rights of ownership involving corporgabperties.

5.3.3. Extent of Transfer
We have just mentioned that transfer of rights ofopyright owner may involve either its
entirety or just part of it. In this regard the gaght proclamation provides what follows:
Art 23. Assignment and license of rights
1) Economic rights may be assigned or licensedhalgvor in part
2) Any assignment of right of an economic rightd aany license to do an act subject to
authorization by the author or other owner of cagit, shall be made in writing.
3) Any assignment or licensing of economic rightslisiot be deemed to include assignment or

license of any other rights not explicitly referrigrein

These provisions of the law are framed in a matmerotect the interest of the copyright owner.
As can be seen from Sub-Article one of the afordimead legal provisions, the copyright
owner is recognized to have the final say on hiskwtli is the owner who can determine the

entire or partial assignment of his entitlementshi® work. To facilitate a better protection, the
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law has made the contract to be made in writtemfdn here, making it in a written form is not
just aformality requirement for proofather it is avalidity requirement.

Sub-Article (3) of the above cited legal provisioonfirms thatwhat is not expressly allowed,
when it comes to copyright transfer, is prohibit@therefore, the transferee may not go beyond
what is explicitly stipulated by the contract cdrisfer.

Does the position of sub-Article (3) prevent thelementation of implication of the terms of the

contact? What about the implications of the natfréghe subject matter of the contract? For
instance, what if an act is a necessary act foexeecise of the transferred economic right, but it
is not mentioned in the contract in an explicit maw? Can the author claim to enjoy it by

implication or nature of the contract?

Actually, the parties to the contract are boundHgyr words as expressed in the contract. | hope,
your law of contract course has also given you dhance to learn that implementation of a
contract may necessarily trigger its interpretatithnis also noted that law of contract tries to
preserve a contract by rectifying its gaps thropgiitive interpretation. And, interpretation,
where it is unavoidable, is not limited to the cléarms of the contract. For that matter,
interpretation, by its nature, will be called upshen there is a gap which needs to be filled. As
a result, in here, it may not be rational to sat thrt 23 of the proclamation is taking away the
role given to implications given by law of contracespecially Article 1732 and the following.
What do you think?

Let us see what is provided under Art 24 of theyagt proclamation if it is of any help.
Art 24: Scope of assignment of license
1) The scope of the assignment or license shall beeliio the use or exploitation of the
economic right specified in the agreement.
2) The right of a copyright owner or the assignmenli@ensing of economic rights shall
not extend to the ownership of the material objleat constitutes the protected work.
3) Where on agreement for the assignment or licensirgpecific economic right mentor
license shall operate, the assignment or licens#l sérminate after 10 or 5 years

respectively.
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4) Whose on argument for the assignment or licenspe€ific economic right, under Sub
Articles(2) of this Article, fails to explicitly mvide the ways and means of use or
exploitation of the right; the assigned or licessall be entitled to exploit the right by

such ways and means as are necessary for the pugpasaged by the parties.

Sub-Article (1) of this provision re-confirms thtte content of the right transferred is to be
limited to the specification of the contract. Ore tbther hand, Sub-Article (4) of the same
introduces the idea of filling gaps by using thes@nable man’s standard. Unfortunately,

however, it expressly cross-refers to sub-Arti@edf Article 24.

What is provided under Art 24(2) is the dichotongpveen copyrightable work and the material
object which embodies the work. From the very autsethis work, we have been emphasizing
that ownership on a copy of a published work (thetemal thing) can not entitle its buyer
copyright ownership on the work enclosed in it. 24(2) is telling us the same thing, but it is
from a different vantage. It says copyright owngrgitoes not mean ownership on the material
object. It follows that the transferor is entitled claim and get back the material object which
constituted the material object. The content of phavision of Art 24(2) limits the scope of
application of Art 24(4) to claims related to thaterial object and nothing else. Therefore, it is
obvious that Art 24(2) does not resolve the issagaised to the extent that it is supposed to.

In view of the fact that the dichotomy of the matkobject and what is embodied in it is so
obvious, do you really think the legislature hateimled to dedicate Art 24 (4) to cross refer to
Art 24(2)? Or was it rather intended to point at 24(1)?

Sub-Article (3) provides the duration of the trawsbr the license. It is good to note that the
provision is framed not in a manner to restrictfilee@dom of contract of the parties concerned. It
appliesonly if the contract failed to stipulate a specific dunatiIn other words, nothing
prevents the parties to agree for the transfergbt up until the moment of the overall expiry of
copyright protection on the work involved. That meathe transferee may possibly enjoy
copyright of ownership for the entire life time thie author and for the next fifty years after the
death of the author. In such a particular casis, tihe heirs of the transferee and not that of the

author who will succeed to enjoy the right of ovslep of copyright which is made to be the
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subject matter of the contract of transfer. In dhieer extreme, a very shorter period, may be a

single incident, may be quoted in the contract.

Consequently, without prejudice to the freedomanitcact of the parties, the law determines the
time framework of the enjoyment of copyright by ttiansferee. It is clearly stipulated that

where the contract is silent in this regard, thegasnent of rights lasts for 10 years while license
of authorization to perform an act or acts expafsr the expiry of the first five years counted as

of the date of transfer.

6.2.4. Non-use of Economic Rights

Normally, an owner of a right is at liberty to usenot to use his entittements. Who cares if a
farmer failed to collect the crops? Or who cares ifetailer closed his shop once and for all
while the items to be sold are still in the shop2uM@o0 cares if a car owner throws his new brand
car in an ocean? In fact you do not have to goftratvho cares if you break your own pen?

In principle, no one may raise objection to suchoas as they are not triggered against a
particular person or group as a victim. If some@ngoing to be hurt by these acts at all, it is,
definitely, the owner himself. And, so far as tleti@n is made upon his own personal free will,
he is not going to face any liability or he is going to face a request to pay for his actions. Art
25 of the copyright proclamation exceptionally pd®s that the thing is not that simple when it
comes to copyright enjoyment. Here you have whstaies:

Art 25. Non-use of economic rights

1) Subject to the provision of Sub-Article (2) of thAsticles, where a person to whom an
economic right in a work has been assigned, orxatusive license does not exercise his
right or does so only inadequately, and authorgimhegte interest are prejudiced by such
failure, the author may revoke the assignment olusive license.

2) A recantation in accordance with sub-Article (Lplsmot be effected where the no
exercise or inadequate exercise of a right is prigndue to circumstance which the
author can be expected to remedy.

3) The right to revoke on assignment or a licensacicordance with Sub-Articles(1) shall
not be exercised earlier than 3 years from the afasssignment or license or if the work

is supplied subsequently from the data of deriyeh® work.
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4) The right of revaccination referred to in Sub Algi (1) of this Article may not be

waived in advance.

For various reasons, the transferee may fail tocesesthe rights transferred to him. In here, it is
good to remember that once a right on a propertyrassferred, the transferee enjoys an
exclusive entitlement on it. This takes awte say’ of the transferor, mainly because of the fact
that the right no more belongs to him. Under soir®imstances, the failure of the transferee of
a copyright ownership or part of it may entail ksgo the author, now the transferor. Thus, it

may instigate a court action.

The failure to take action by the transferee, $ayinstance, a publisher, becomes vulnerable to
the objection of the authasnly if the omission is found to be prejudicial to tlegitimate
interestof the author. That means, the moment the faduogles the legally protected interests
of the author, the author is entitled to revokeabsignment or the exclusive license.

At this juncture, it is reasonable to ask as toéwhve can say that the legitimate interests of the

author are harmed?’ and, for that matter, ‘whatézant by “legitimate interest™.

Logically, one may say that the general term ugeArb 24(3) must be interpreted in its broader
sense, indeed, with the burden of showing the $obséng shouldered on the claimant, that is,
the author. No doubt, ‘legitimate interest’ covarsything which may be claimed through the

courts of law. It may extend from cultivation opreation to huge monetary interests.

Sub-Article (2) and (3) of the aforementioned legadvision limit the scope of implementation
of this important right; while, sub-Article (4) dfie same tightens it even against the wish of the
right holder. Sub-Article (2) is playing the ratadrin punishing the author for his own failures.
Obliviously, no reasonable mind stands by the sitiehe transferor where the latter is the
principal cause for the omission of the transfeleke does not appear withhean hands what

he deserves is not an award, rather it may belitiaho pay compensation if any harm is

sustained or is, certainly, going to be sustainethb transferee.
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Sub-Article (3) providesvhen to actlt says three years after the transferee is patgosition to
exercise the rights that he is endowed with. TheJants the author to be patient enough for

more than one thousand days. Do you think this imi¢ is a fair one?

We have been remarking that laws of a certain ecguare expected to manifest thealities of

the country This is to mean that the issuance of a law ismadly, triggered either by the need
to discouragecertain behaviour or with the view psomoteit. If any third alternative is left, it
must be anntroduction of an alien but important behaviour. Seen froms fherspective, do you
think Art 25(3) is framed in a way to attain a dedi consequence? Especially, consider the
matter, taking into account the financial positadrauthors in our country and the expectation of
the law when it comes to the authors, that is,pjeear with clean hands. Since it is not hard to
imagine how many innocent people are made to beevable to harm, as a result of the
transferee’s failure to act, it may be argued thatfairness of the legislator is being eroded at
this level. Regrettably, the clarity of the law gliglifies it from becoming an item for
interpretation. What makes the situation worsehis fact that the provision, especially the
Ambharic Version, is attributed with the quality loéing a mandatory provision. Can we justify

the need for interpretation, at this stage, orgtioeind ofabsurdity?

Finally, it is good to note thprohibition of waiverof rights prior to the moment necessary for
its implementation to come. In other words, durthg conclusion of the contract or any time
prior to the expiry of the first three years, tlasviblocks the possibility of waiving ones own
right to object omission of the transferee. Butetius period has lapsed, the author may give
his consent to forgo his right to bring a complagainst the failure of his assignee. In simple
language, in here, what is made to be wrorapigipatory submission of rights

Let us wind up this sub-topic by reminding the featt even where the entire rights of the author

are transferred, the transferee’s act shall nasioa injury to the author’s moral rights.

Review Questions

1) What are the basic differences between collectiekjaint works?

2) Are there valid grounds for the revocation of caotrof license? Discuss.
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3) The copyright proclamation expressly talks abossignment and licensing of the
economic right of copyright owners. What about hbmuring rights?

4) Who is an author in our copyright proclamation?

5) How do you view the validity of taking the presurop that economic right belongs to

the employer when a work is created on employmenbmmission basis?
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CHAPTER SEVEN INFRINGEMENT OF THE RIGHTS OF AUTHOR OR
COPYRIGHT OWNER OR NEIGHBOURING RIGHTS AND THE
REMEDIES AVAILABLE (FOR THE INFRINGMENT)

Introduction

In the previous chapters, we have been identifffiegsubject matter of copyright along with the
prerequisites for the extension of the legal prdec We have also noted the scope of
protection, that is, the contents of the recognizglts along with their outer limits. We have

also discussed eatrlier, the rights of author orydgpt or neighbouring right owners are subject
to several limitations that aim to counterbalarte=interests of the individuals with the interests

of the public.

Though such a legal framework is in place, it svitable that there arise conflicts between users
and author or copyright owners. This chapter walke up in greater detail the issue of
infringement of author or copyright owner’s rigtgsd available remedies under the Ethiopian
law.
NB. The concept copyright owner, in this chapteayralso be used as neighbouring right owner
in this part unless the concept requires otherwise.
Objectives
A t the end of this chapter, you will be able to:

» distinguish infringements of copyright;

* identify the burden of proof of an infringement;

» Discuss civil remedies of the law;

» identify the nature and extent of material and rhdeanages;

» Explain criminal remedies available for copyrighfringement;

» identify the role of mental state of the authothia determination of his liability;

» distinguish the periods of limitation for the ingtion of cases involving copyright

infringement
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7.1 Infringement on Author or Copyright Owner's Rights

7.1.1 Introduction

As any intellectual property, the right of authercopyright owner of copyrightable works is an
incorporeal or intangible right. It has a sepamatistence from the tangible object in which the
sound is recorded. This intangible nature of tlyhtrimakes it difficult to provide protection
when invasion or trespass of the right happensepéon or detection of such invasion is also a
complicated task and, consequently, the right dh@uor copyright owner of copyrightable

works is highly exposed to infringement.

Unless remedies are sought for the proper enfonceaig¢he law and mechanisms are devised to
tackle infringement, the author or copyright ownércopyrightable works would not be able to
derive economic benefits from their work as muchtteesy deserve which would discourage
investment in production. It would, therefore, Ip@portant to have a better understanding of
infringement and acts that constitute infringemazfore an attempt is made to seek remedies for

the problem.

7.1.2 Meaning of Infringement: A Definitional Problem

The Ethiopian law of copyright and neighboring tsymeither defines infringement nor
enumerates acts that constitute infringement. Tkammg of infringement of the rights of an
author or copyright owner of copyrightable worksyntae inferred from the most accepted

definition of infringement of copyright.

However, the following definition, for copyright fimgement, has been accepted in most
systems. Infringement in copyright is the doingamy person without the consent of the owner
of the copyright of anything the sole right of whiés conferred by law on the owner of
copyright. In other words, in order to constitate infringement the act complained of must be
done without the consent of the copyright ownet thay relate to the whole or part of the work
being infringed. The whole work should not neceafsdre copied for the act to constitute

infringement. “The act of infringement may be idaten to the whole of the work or to any
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substantial part of it, and measuring the substaheéat has been taken depends much more on
the quality than on the quantity of what has beden”.

The person who alleges infringement is expecteprdoe that there is actual copying from his
work or substantial part of his work has been abdy the person who is alleged to have
infringed his rights. Thus in case of infringeméififhe quantity or proportion of matter copied
from the work of another is a material factor budrenimportant is the matter of quality, whether

the original author’s work is substantially appiiaped by infringing publication.”

As discussed above, the Ethiopian law of copyragid neighboring rights confers on the author
or copyright owner the exclusive right to carry aut authorize others reproduction of his
copyrightable works, in any manner or form; imptaia of copies of his copyrightable works;
distribution to the public the original copies o$ ltopyrightable works, which have not already
been subject to distribution authorized by the authr copyright owner, by sale or other means
of transfer of ownership; rental or lending to theblic copy of copyrightable works, irrespective
of ownership of the copy rented or lent and malangilable to the public of a copyrightable
works by wire or wireless means, in such a way mkambers of the public may have access to
it from a place or at a time individually chosentogn. (Art 27(1) of the proclamation) The law
makes these rights the exclusive rights of the autr copyright owner to be exercised by

himself or by other persons based on his authasizat

From the context of the above definition of copkitighfringement and these rights of author or
copyright owners, infringement of the right of amtlor copyright owner of copyrightable works
may be understood to mean the doing by any perstmuwt the consent of the author or
copyright owner of any of the aforementioned atits, sole right of which is conferred by the

law on the author or copyright owner of copyrighéalvorks.

Thus, to determine whether there is an infringenogmntot, one has to consult the scope of the
rights granted to author or copyright owners alaiity limitations listed under the Proclamation.
To put it differently, for an act to be considesad infringement it must fall under the exclusive
right of the author or copyright owner or it showlot be an act covered by limitations provided

under the Proclamation and it should be committéthout authorization of the author or
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copyright owner. To be specific, there should leegpass in the exclusive private domain of the
author or copyright owner, which needs the priarsemt of the author or copyright owner. If the
act falls in the limitations of the rights of theithor or copyright owner, there will be no
infringement as the law made them acts that doewtire the consent of the author or copyright

owner.

Obviously, the limitation on the right of the authar copyright owner is a sort of compromise

between the interest of the author or copyright @wand that of the public. The public, for

instance, is entitled to reproduce copyrightablekador purposes like scientific researches and
teaching. Such acts do not require authorizati@mfrthe author or copyright owner and

constitute no act of infringement

Thus, infringement presupposes the existence dlliegecognized rights. It occurs when a
person does one of the acts restricted by theralmding the secondary infringements, without
the consent or license of the right owner unlestefense or any of the exceptions, known
collectively as the permitted acts, applies. Ineotivords, infringement occurs where a person
other than the author or copyright owner carries @uauthorizes another to reproduce the
copyrightable works, imports copies of the coplytadple works, distributes to the public the
original or copies of the copyrightable works, teelor lends for the public a copy of the
copyrightable work or makes available to the publicopyrightable works by wire or wireless
means without the authorization of the copyrigrgalbrk by the author or copyright owner.
Subsequently, one possible way of treating infrimgets of the rights of author or copyright
owner is taking the rights of author or copyrighwner and their limitations as a frame of
reference. The first of the acts restricted byRheclamation is “reproduction.” By reproduction
it is generally meant the right to multiply copiesthe work, the production of even one copy
being an infringement. The meaning of reproductorery similar to “copy”. What is a copy
will be a question of fact and degree. It meansatfiginal may be copied or reproduced as it is.
Also it may be copied with a certain modificationt bhe copy resembles the original. When the
copy is not exact, the court must examine the degferesemblance. With this in mind for

infringement to arise, there must be such a degfeemilarity as would lead one to say that the
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alleged infringement is a copy or reproductionha original-having, in other words, adopted its

essential features and substance.

As discussed above, the author’s and author orrigdgyowner’s right of reproduction is limited
under Arts 9 and 32(d) of the Proclamation. To fialthis limitation, a reproduction has to be
made in a single copy and only for private usehascbnditions are cumulative. In other words, it
should be for personal use and without any purpbsieriving gain (directly or indirectly) there
from. Personal use is not only use for oneselfabad for those who are connected with oneself
by a personal tie. Thus, copyrightable works maygdy@ed not only for one’s own use but also
for a circle or friends of the members of a smhabral society. On the issue who could make the
copies, Ulmer says “the person contemplating thresgmal use need not be identical with the

maker of the copy. He may order it from another, am@articular an employee with copying.”

Nowadays, technology has enabled man to multipjyydghtable works in a very short time
with no inconvenience. The presence of the abowdtdiion together with this recent
development has made it difficult for the authorcopyright owner to be a beneficiary of his
reproduction right because an ordinary tape anoharg computers can reproduce copyrightable
works at every home, shops or offices. This sulisianprejudices the economic interest of the

author or copyright owner.

Regarding home recording, Ulmer is of the view thape recording presents us with questions
of which the legislature was not aware when thevigstons on multiplication for personal use
were enacted.” Hence, it is held that it is not thiention of the legislator to include tape
recording in this limitation. The allegation thairhe taping shall be excluded from the limitation
is strengthened during the 1967 Revision Confer&egmort of the Berne Convention. It states:

It seems clear that the practice of home tapindglads with a normal exploitation

of the work and does unreasonably prejudice thdilegte interest of the author.

Therefore, the practice doesn’t seem to be covbyedny fair use exception but is

an infringement.
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If home taping is included in this limitation, i.aeproduction for personal use without the
authorization of the author or copyright owneryduld satisfy the need of most users, as it is the
reality and frequent actions done in Ethiopia. Bhead interpretation of the exception creates a
virtual freedom for all. The author or copyright mev could not get what he deserves. The
Federal Supreme Court of Germany decided in thathegwhen asked whether the provision
on multiplication for personal use applies to taepeording.

This limitation (for personal use) is there in abhall countries’ laws, though in different forms,
for the purpose of promotion of dissemination obkiedge without substantial injury to the
interests of the right holder. However, not to deféhe grand aim of limitation, a narrow

interpretation of the law should be preferred.

Desbois, a French writer, said in every case, maproon for personal use is only allowed if it
entails no prejudice to the author, or when iteawnely for purposes of instruction. Otherwise,
a wide interpretation of the exception would diseme the author or copyright owners by
minimizing their economic benefits. As we said, thehnological advancement has enabled man
to make high quality reproduction of copyrightablerks in large number within a short period
of time. Therefore, home taping should not be peeaiiif it substantially affects the rights of
author or copyright owner as it is provided undetr @ of the Proclamation. However, it is not
uncommon to see the infringement of the right pfoduction of copyrightable works granted to
the author or copyright owner by way of home tapnegroducing in shops and offices.

The illegally reproduced copyrightable works arstmtbuted to the public through vendors or
one to one dealings without the consent of theaubh copyright owner. This is against the
distribution right of the author or copyright owndBesides, copyrightable works are made
available to the public through wire or wirelessamg without the author or copyright owner’s
authorization which is an infringement against autbr copyright owner’s right of making

available.

The other approach to treat the issue of infringgme by such reference to the author or
copyright owner’s rights in general rather thanA@y of listing an independent catalogue of acts
that amount to infringement. The exclusive rightsh® author or copyright owner are to be

found in the law and the infringements of the rightay be classified into different categories
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depending on the role of the infringing party i thct of infringement. Accordingly, we have
two broad categories of infringement of rights offeor or copyright owners- direct and indirect-

and each will be discussed in turn below.

7.1.3. Kinds of Infringement

A) Direct Infringement

Any person who doesn’'t have any legal relation wité copyrightable works and who is not
authorized by the author or copyright owner mayaqyer or authorize someone else to do any of
the acts the doing of which is made the excludiyet iof the author or copyright owner. A direct
infringement is an act committed without the conseinthe author or copyright owner. It is
called direct for the reason that the infringer aats the act directly by himself or by another
person through his own personal authorization.#nrigement by the infringer himself, without
the consent of the author or copyright owner i¢edaprimary infringement and an infringement
by a third person by authorization of the infringertermed as vicarious infringement. This
shows us that a person will be liable not onlytfe infringing act committed by himself but also
for the act of another person vicariously. Thisetyd infringement is committed when someone
does or authorizes another to do the acts, whieheaclusively reserved to the author or

copyright owner as elaborated above.

i) Primary Infringement

Primary infringement is a tort that “occurs withaegard to the defendant’s state of mind”.
(Art.2091 (1) of the Civil Code) Infringement ofehiights of an author or copyright owner is a
tort because it arises from non-contractual retetid\ tort is an offence, i.e., a faulty act which
may consist in an intentional act or in a mere igegice. This argument springs from the
provisions of Article 2029 (2) of the Civil Code wh provides that an offence, be it a result of
intention or negligence, consists either in ancadtilure to act. Also, infringement is the doing
by unauthorized person of any of the acts reseexetusively for the author or copyright owner
without his consent. For a primary infringemenbwthere, it is enough that an exclusive right
of author or copyright owner be violated directly the act of the infringing person. Hence, a
publisher may be held guilty of infringement thoulgh has no guilty mental state. In this

connection, Fox has said the following:
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Innocent intention affords no defense and ignorasfdbe existence of copyright is no excuse for
infringement. Copyright being proprietary right,dbes not avail the defendant to plead motive
or intention. Neither intention to infringe nor kmtedge is necessary ingredient in the case of an

action for infringement.

The crucial characteristic of the primary infringemh is that there is liability even though the
infringer is unaware at the time of acting that$enfringing copyright or neighboring right. An
infringer is, therefore, liable for the non-contraa liability arising from his acts irrespectivé o
his state of mind. The only fact that has to bevedois the fact that the person, without
authorization of the author or copyright owner, caitted any of the acts the doing of which
exclusively belongs to the author or copyright owri¢e shall be liable for having violated an

existing law.

Similarly, the Proclamation on copyright and neigtibg rights provides that non-awareness or
lack of reasonable ground to be aware of the igément may be a ground to limit
compensation. (Art 34(5) of the proclamation) Astsinon awareness may be considered in the
assessment of compensation for damage to limit eosgiion to the extent of the profit he
gained. It should be noted, however, that it carbeta defense as to liability. Likewise, the

guestion of guilt would have bearing on the assessiof damages in the laws of England.

i) Vicarious or Secondary Infringement

Vicarious infringement results in the tortuous i@y of the infringer for the acts of a third
person for whom he is vicariously liable under the. (Art 2124 of the Civil Code) The
infringer, without authorization of the author apyright owner and without having any right to
do so is non-contractually liable for the acts ahad person who does any of the exclusive

rights of the author or copyright owner by his awikation.

The vicariously liable infringer will not, howevdse liable for the acts of the third person unless
he is vicariously answerable for his acts undeidie The fact that the third person has incurred
liability arising out of fault or without fault shubdd be proved. For a person to be held liable for

acts a third party, such third party must firstungability “arising out of an offence or resulgn
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from law”. (Article 2027 (3) of the Civil Code) Sexdly, the relation between the infringer and
the third person, whether it is that of employenpéoyee, principal — agent, parent- child must
be shown. In other words, such liability for acfstluird parties “exists only with respect to
relations and functions specifically enumeratedawy.” Vicarious responsibility is exceptional

since a person cannot be liable for all personsmvhe authorizes to infringe the right.

This vicarious liability exists when an act of infygement is committed in the course of the
above relationships. However, the existence of geddtionship is not sufficient to establish
vicarious liability. It seems clear that there wbutot be infringement unless an employer
authorizes his employee to do any of the acts whiehexclusively reserved to the author or
copyright owner, in discharge of his duties. Undach circumstances the infringer shall be
vicariously liable for the acts of that particufsrson. Nonetheless, there is an argument that the
infringer shall be vicariously liable for the onlgason that there exists an employer — employee
or similar relationship with a third party who imfged the right of the author or copyright

owner.

According to this assertion, an employer, say, iding construction enterprise is going to be
vicariously liable for infringement of the right$ author or copyright owner by his employee
without his authorization and apart from his empteyt capacity. It would be absurd to make
such employer vicariously liable for the acts «f Bmployee which do not have any relation with

the employment contract and beyond his authoriaaticd knowledge.

“

Authorization may be defined as “... sanction, apprgy countenancing, where there is
authority or control over those who actually ing@&..”From this definition, we understand that
there has to be some role of sanction, approvingaomtenancing of the employer or the
principal...on the infringing acts of the employeetloe agent. According to Fox, “obviously a
person will be liable for an infringement committeglan agent or by his servant in the course of
his employment or if he aids or abets his mast@ommitting the infringement.” In this regard
some argue that “infringement of intellectual pnapeight being a tort in the ordinary run of
things, an employer will be vicariously liable famy infringement committed in the course of his

employment.”
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Thus in order for a plaintiff to succeed in an actof vicarious infringement, he must show that
first a defendant has incurred liability based anltf or a liability resulting from law, which

could be referred to as strict liability withoutyafault. In addition, he must be able to show that
the vicarious defendant’s relation towards thet fthsfendant is that of a parent or guardian in
terms of Articles 2124-2125 of the Civil Code, dram employer in terms of Articles 2126 and

2130 of the Civil Code and committed the act irckdésge of his duties.

The Proclamation provides that authorization to rdstricted acts is the sole right of the
neighboring right owner or author or copyright ownidence it can be argued that whoever
authorizes another to do the act restricted byaheinfringes the right and he will be liable for
infringement. But this should not be interpreteddally to mean that a person authorizing
another for whom he is not answerable would beridaaly liable for infringements committed

by that person.

Hence, a person will not be liable vicariously éoperson who is not under his control or who
does not have relationships and functions recognireler the law. An employer will be liable
for an act of infringement of the employee wherenwairs liability in the discharge of his duties.
(Civil Code Art 2130) In the discharge of his dstimeans when he is employed to do a certain
act and his act of infringement is committed foe {hurpose of carrying out the duties or is
directly related to the act he is employed f6ivil code Art 2131) A principal is liable for his
agent when infringement occurs by the agent who egasying his duties that arise from the
agency and which were not due to the agent’s fé@ivil code Art 2222)

Generally, if someone commits one of the restricdet$ or authorizes another to commit the
restricted act, he infringes the neighboring righftthe author or copyright owner irrespective of
his knowledge about the right subsisted on thatamct regardless of whether or not it is
reasonable for him to suspect that the right stdbsighe work.

B) Indirect (Contributory) Infringement

Indirect (contributory) infringement, as the temmplies, contributes to the infringement already

began or committed, and hence is indirect. Indirgtingements are committed “by a defendant
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concerned in the commercial exploitation of copiebe knows or has reason to believe that the

copies were infringements when they were made”.

A person, who is concerned in the commercial exgioin of copies, knowing that he is dealing
with infringing copies, commits them. For exampéeperson who sells illegal copyrightable
works (copies) is an indirect infringer where h@ws or has reasons to suspect that he is selling
illegal copies. He is contributing to the infringemt in such a way that the person making

recording commits infringement of reproduction tighd the seller sells the illegal copies.

It is called indirect because the infringer hereesiot commit the restricted act directly or
authorizes another to do so but he deals withrifignging articles. It is also called contributory
infringement as it is continuation of the alreadymenitted direct infringement. Unlike in the
case of direct infringement, the intention of tleteibutory infringer is very important. There
would be such kind of infringement, if and onlythie infringer has knowledge of the fact that he
is dealing with infringed copies. Knowledge heréere to an understanding that is expected of
an ordinary person in the alleged infringer’s lofebusiness. This is notice of the fact that would

suggest a reasonable man that breach of right aiag bommitted.

Indirect infringement includes the selling, distiiimg, importing and exporting of infringing
copies for the purpose of commercial exploitationother words, indirect infringement occurs
when a person knowing or having reasons to beliegean article is an illegal article possesses
it in the course of business, sells it or letsoit liire or offers it or exposes it for sale or hire
distributes it in the course of a business or st gsejudicially affect the honor or reputation of

the right owner.

Despite the fact that the law of copyright and hbiwing rights doesn’t define contributory
infringement, it may be defined as the doing by aeyson of an act of distributing, selling,
lending etc of copyrightable works resulting frone tact of direct infringement of reproduction
without the consent of the author or copyright owf@ whom the doing of such acts is

exclusively reserved by the law.
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In our legal system, the law penalizes both kintlsnfsingements (direct and indirect). The
penalty provision of the Proclamation specifiest thay person who intentionally or by gross
negligence violates a right protected under thedaall be punished with rigorous imprisonment
of a term not less than 5 years and not more tayears, and with rigorous imprisonment of a
term not less than one year and not more than B yeapectively. (Art 36(1) and (2) of the
Proclamation) No distinction is made between diegd indirect infringements. For instance, if
a person is found distributing infringed copies hwitull knowledge of the fact, he is a
contributory infringer and shall be penalized astpe Proclamation. The penalty also includes
seizure, forfeiture and destruction of the infrimgicopies any materials and implements used in
the commission of the crime. (Art 36(3) of the Paotation)

On top of that, making illegal copies is a crime.ckiminal law contribution to the crime is a
criminal act punishable by law either as accompticeriminal conspiracy. (Arts 37 and 38 of
the Criminal Code) A person will be considered msaecomplice where he knowingly assists a
principal offender either before or during the garg out of the criminal design whether by
information, advice supply of means or material @idassistance of any kind whatsoever in the
commission of the crime. In the above examplepgrson making illegal copies is doing this for
sale and benefit from that and the indirect infeng helping him by selling the illegal copies
and this is giving assistance. Hence he is an golcen Let us take another example; a person
permitting the use of premises for public perforeceknowing that the person who is going to
publicly perform the copyrightable works did not geithorization or did not pay remuneration
is an indirect infringer. At the same time his aotounts to criminal conspiracy according to
Article 38 of the Criminal Code of the FDRE. Whéwe or more persons enter into agreement
to achieve an unlawful design or to commit an aféentheir act will amount to criminal
conspiracy. This person has agreed to achieve Ewfurh design, so criminal conspiracy has
occurred. Similarly, these persons are liable fomimal sanctions under Art.36 of the

Proclamation.

Dealings with illegal copies are still rampant iar @ountry. To do away with this or at least to
minimize infringements, mechanism for enforcemembutd be strong and not only direct

infringements are punished but it appears fromaih@ve discussion that contributory acts are
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also punishable by the copyright and neighborigbts law to achieve the purpose of protection
of copyright and neighboring rights. Besides, oingthing is a crime, it might entail civil

liability for damage and the court has such powwvarding damages for the injury sustained.

7.2 Reasons for Taking Actions against Infringement

In respect of items protected by laws of copyrightl neighboring right, such as copyrightable
works on tapes cassettes or CDS or VCDS or VHS,otigans such as the police, public
prosecutors and the judiciary are the enforcemettiogities and will take action on the basis of

a complaint by the lawful right-owner.

There are several reasons for a state to takaegffimeasures against piracy activities. The first
and perhaps most important reason is that thesrigiier the Proclamation are violated, which
means that the authors, performers, and phonoguémoraor copyright owners, broadcasters and
others suffer considerable economic loss. Thus,nised to accord protection to author or
copyright owners for their musical records is jiisti from a purely economic interest. The
author or copyright owner invests a considerablewrhof money for recording. Thus it is a
given fact that he needs and expects reward franirhiestment. If others are allowed to
reproduce or produce his record, their acts prelientfrom getting a reward for the investment.
Hence, he needs protection for his work. This mehasothers should secure his permission to
produce or reproduce his records. In other wotds,to underline that he has to be encouraged
with reasonable rewards for his investment. Othsewif he is not given the right to resist
unauthorized reproductions or productions of htords, he will not get enough reward from his

investment and refrain or withdraw from the buseekrecording.

It is also a well known fact that piracy is detrimi& not only to the personal economic interests
of beneficiaries but also “to society as a wholeawse it hampers creativity and is contrary to
the interests which copyright and neighboring righw is there to serve, including that of
establishing domestic cultural industries”. Evene oof the main reasons for recognizing
neighboring rights is that they make literary, stiti and similar works productive. Thus, it goes
without saying that if the rights of authors or goght owners are violated, it will have a

negative impact on the productivity of literarytistic and scientific works.
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It should be noted that piracy generally hurtsrtigest those productions which are successful; as
they are the only ones which are of interest foatps. In the phonographic industry only a small
share of the productions are economic successes @nithe income from this share that makes
it possible for the industry to supply less suctiddsut perhaps more valuable productions. If
this incentive is lost, the industry may not beeatd continue those productions and the output
will be qualitatively lower, something which is, ihe long run, detrimental to the interests of the

consumers and of the society as a whole.

Thus, the reasons for fighting piracy should bendmath in short and long term perspectives. It
is sometimes said that piracy is not a bad phenomdrecause it supplies the market with

popular products at low prices. Occasionally iagkled that the pirates employ a considerable
workforce and thus give increased job opportunidied also there are more urgent priorities in
society than combating piracy. Although these argpuis) appear to have some grain of truth,
especially in developing countries, they are, radlyir not valid if a state wants to maintain its

international reputation and participate in thesinational exchange of culture, information and

entertainment.

In developing countries, in particular, the prowisiof cheap books or copyrightable works or
films, especially those needed for education iggirdble objective. But to pursue this objective
through piracy is doubly misguided. In the firsag#, it is unjust to those who create, produce
and distribute legitimate recordings and editidnsthe second place, such a policy inhibits the
development of local authors and local publish#rese prolonging dependence upon foreign
music and literature. Hence, piracy must be eliteidaif national culture, national record
production, national authorship and publishingtarbe protected and encouraged.

“To condone piracy because of its apparent benefithe dissemination of information and
culture or the cause of education will, in the long, be contrary to the interests of a country, in
the same way as the evils of drugs far outweighiamgediate economic returns generated by

their cultivation and sale.”
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Accordingly, infringement of the rights of authar @pyright owner of copyrightable works has
a multi dimensional effect on the different sectofghe public: the author or copyright owner,

the consumer and the government.

Obviously, the first groups of people who are widiof infringement are authors or copyright
owners of the recorded work. They invest their nyorweaste their time and energy, exert their
personal skill to produce their original recordimgprk. The act of infringement, which is
committed in advanced technology and which doaggjtire much cost jeopardizes the right of
author or copyright owners to a great extent. Atghar copyright owners are not entitled to
recover their cost of reproduction and could natvedemoral and economic benefits from their
work. In case of piracy, there is a misappropriatod economic returns that would have been
paid to publishers or authors or copyright owndiisis diversion of economic rewards from
authors and their business partners to pirates vesnthe incentive to the investment of time,
effort, skill and resources in the creation of nsarks. This act usually demoralizes authors or
copyright owners, authors and performers. They daulthe long run be discouraged to make
an attempt to produce an original work. This imtwill affect the cultural development of the
nation as a whole.

In spite of the short term benefit that a consumeuld derive from pirated copies, pirated
copies are usually of inferior quality. While consrs may sometimes see short-term benefit in
the availability of cheaper works as a result abgy, the quality of reproductions made by
pirates is often very inferior. Consumers will éeeted in the long run as being left with non-
durable pirated copies. Also, consumers as mendjefse community will also be affected in
the long run if new creative works are not encoedagnd author or copyright owners are
desperate to produce any more original works. herowords, consumers are disadvantaged in
the long term by piracy. as a result of the abseoic remuneration given to authors and
performers by pirates, and the misappropriatiothefeconomic returns to publishers and author
or copyright owners.

As we have seen piracy is an illicit act. As dltigii act and clandestine activity, therefore, the
government cannot collect tax on the profit derifresin such acts. The government will lose a

great amount of revenue which it could derive frtme field of art. Amongst the adverse
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consequences of this diminution in governmentaémere may be “a reduction in the amount of
government sponsorship available for the artshaddvel of such sponsorship may in part be
determined by reference to the contribution whilmade to the government budget by taxation

derived from the distribution or sale of works sdbjto copyright protection”.

Piracy can be seen to have detrimental effectsefiie, on each of the elements that make up
the copyright and neighboring right system. In ®mpgence, piracy threatens to stultify the
evolution and development of national cultural iilgnwhich the copyright and neighboring

right system is designed to promote.

Accordingly, nationwide dissemination of countetdeipiracies and bootlegging has different
facets of implications. The first of this is its cmomic impact. As we have seen, the
reproductions are sold for a very low price as cara@ to the original ones. This makes them
the preference of most customers. On the other,vemthave the author or copyright owner who
has spent a large amount of money but as a reflstiieavide spread unauthorized reproduction
he cannot even cover his production cost, let a@raing profits.

These days, sometimes, it has been difficult ferréturns from sales to cover even the cost of
production. This has a number of effects. Firsitymakes the publishing industry lose its
attractiveness. And it discourages authors or égpyrowners from producing copyrightable

works.

Thus, infringements generally affect author or ecagyt owner’s morality, the industry and the
government pocket. Even those authors or copyogimters that didn’t withdraw were declining
many offers for records of music. The effect ofséheon the author was that the author or
copyright owners fear that the piracy does notthayn a deserved amount of money.
Nowadays, there are so many authors or copyrighieosvthat have been engaging in the
business of copyrightable works. However, if thimgiirn to the previous status, the author or
performer will have no body in the future that puods his copyrightable works. In addition the
society will be affected by declining number of neapyrightable works from time to time. The
government is also a party to the economic pregibicthe piracy because it losses a significant

amount of tax revenue that would have been coliiecte

Balew Mersha, G/Hiwot Hadush Page 198



Law of Intellectual Property | 2008

The last but not the least far-reaching consequehtiee rampant violation of the reproduction
right is that it becomes one factor for the sprefidther violations of the rights of authors. As
the recording business becomes discouraging arftbrgutire discouraged economically and
morally, they will not be initiated to create mudiavorks. Also performers will not buy the
works of authors since they will not get returnnfroeleasing albums. This forces them to resort
to already created works without securing the congé¢ the owners. Hence, the unlawful
reproduction indirectly encourages the spread bémtnlawful reproduction, distribution and

performance.

7.3 Poof of Infringement

A right is nothing without proof of the infringemteim which it has its origin. The moment the

act or fact is contested, it must be proved in otdeconvince the judge of the existence of the
right, without which it cannot be respected. Ithas the proof of one’s right which gives life to

the right and makes it of value.

As in other civil cases, the burden of proof ofrimjement is upon the claimant who is the
owner of the right whenever there is no admissiopresumptions. In our law, unlike copyright

owners, there is no presumption in favor of theghleoring right owner. Hence the only option

for owners of neighboring right is admission by ttefendant. If the defendant admits that he
has infringed the right, that resolves the problaend the court proceeds with the issue of

compensation.

When the alleged infringer denies, the author qyoght owner is expected to prove that he is
the owner of the right in the copyrightable wonkgy be by showing that it is him who recorded
the copyrightable works and the notice of protecijarticle 29(1) of the Proclamation) In this
regard, the Proclamation requires a notice of ptmte to be affixed on the production to serve
as a prima facie evidence of the facts allegedbyauthor or copyright owner with respect to his
rights. (Article 29(2) of the Proclamation)

In summary be it direct or indirect, any infringamhéf it is proved, has generally two categories
of effects: its effects on the author or copyrighiner and its effects on the infringer. From the

point of the author or copyright owner, all infremgents are trespasses upon his rights and he
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will be entitled to different remedies for injurisat have been caused to his interests. From the
side of the infringer, all infringements carry @ifént sanctions both or either of penal and / or

civil, and these remedies are the subjects ofdheviing sections.

7.4 Remedies to Infringements on Author or CopyrighOwner’s Rights

7.4.1 Introduction

As is well known, the recognition of rights by ifseannot avoid infringement of rights. The
law, in addition to recognizing such rights, shoakt the way by which the recognized rights
will be enforced. Otherwise the purpose of recoggizuch rights, which is giving protection
for those rights, will not be achieved. The Prod#ion as has been discussed in chapter two
recognizes different rights of author or copyrightvners. Besides this it also provides
mechanisms of enforcement of these rights. Theshamésms include different remedies for the

right owners whose rights are infringed or are egegaed.

Remedies for infringement of copyright or violatiohneighboring rights consist of civil redress,
as where infringers are obliged by courts to cehsdanfringement and to undertake reparatory
action by any appropriate means. Some laws alsadedor penal remedies in the form of fines
and/or imprisonment. Infringing copies, receiptsuténg from infringement and any implement

used for the same are usually subject to seizure.

In common — law jurisdictions the usual remediescwhare available for copyright owners
following the final trial of an infringement actioare a perpetual injunction and damages. The
perpetual injunction is granted in order to prevemy further repetition of the infringing action.
In order to make the injunction effective, it igef coupled with an order for the delivery by the
infringer of all infringing copies of the copyrigiiile works, which are then subject to

destruction so as to ensure that they cannot bsed-or sold.

The object of an award of damages to author or rigipty owner is to restore the author or
copyright owner to the position he would have baerhad his right not been infringed. A

difficulty often encountered in obtaining a satitay judgment in damages is the production of
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evidence as to the extent of sales which have takare and thus as to the extent of damage

which has been caused to the author or copyrigheow right.

In the event that an author or copyright ownerghts in copyrightable works have been
violated, there are a number of remedies, namalyf,and criminal, that are available to him in
order to right the alleged wrong. On the civil sitleere are remedies aimed at reinstating the
author or copyright owner in the financial positionwhich he could have been had it not been
for the prejudice caused to him due to infringeraeftthers are meant to punish the tortfeasor
while still some others are employed to recognize grief the author or copyright owner
suffered as a result of the tort. On the crimimabl there are punishments to be inflicted on the

criminal and hereunder we will discuss differentlcind criminal remedies.

7.4.2 Civil Remedies

Civil remedies are available for a right owner whaoghts are infringed or endangered so that he
will be reinstated in the position (economic pasi)i in which he could have been had the
infringement not occurred in cases where it o@dior in cases where infringement is going to

occur, to prevent the harm from occurring.

The law has to provide the beneficiaries with reald effective possibilities to obtain
compensation for the injury caused to them by tioéation of their rights. That compensation
should not be limited to mere reparation of theditosses inflicted on the specific right owner.
He should also be compensated, for example, far édsnarket shares for the work, possible
violations of his moral rights and also other reletvelements. In short, account has to be taken
of the material and moral prejudice caused. It m@ayetimes be difficult to establish the exact
size of the compensation. In many national lawsetlaee, however, special provisions aiming at
making an equity assessment of the amount to luk ptierwise, it has to be left to the judges’

discretion.

If copies exist which have been produced througlawiul acts, it is important that action is
taken to prevent those copies, and their packagiogy being brought on the market without the

consent of the author or copyright owner. This astipularly important in the case of pirated
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copies. The desirable principle should be that suaghes should be destroyed unless the injured
party requests otherwise. Alternatively they sholoddsurrendered to the injured party. Also,
equipment used for the manufacture of unauthorzgales should, by court order, be either
destroyed or surrendered to the injured partigast if there is a real risk that they may be used
for continued acts of infringement. In this lattaise there should exist possibilities for the urt
to issue orders expressly prohibiting the contrdywbf the acts, with mention of the fine to be

paid in case the order is not respected.

Another important aspect in this context is thesssmatory measures which should be available
particularly in cases of piracy, where the exiséeno the market of the unlawful copies can
cause considerable damage. Such measures areeidtentfeeze or conserve the situation as it
is when the measure is ordered or taken. More fpaby, the purpose of such measures is
twofold: to prevent the committing or the continoatof the committing, of acts of piracy, and

to secure evidence as to the nature, quantitytidcasource and destination of the pirated
copies or to the identity of the person who is saggd to have committed or to be likely to

commit acts of violations.

Usually such measures have to be taken only atetpgest of the person or legal entity who
claims to be injured or to be threatened by injuryan act of piracy. The measures should
include the following: seizure of the goods suspedio be unauthorized copies; sealing the
premises where the unauthorized copies are beimgifiaetured, packaged, stored or offered for
sale, rental, lending or other distribution; segzof the tools that could be used to manufacture
or package the unauthorized copies and of busidesaments referring to the said copies;
ordering the termination of the manufacture orridistion of the unauthorized copies; and
ordering the disclosure of the source of the copiegpected to be unauthorized copies. Under
most laws the requesting party will be liable f@thges caused by the measure and, where

necessary, he should be ordered to post a bond.

Thus, the purposes of civil remedies could be sunzed as: i) to provide compensation for the
prejudice caused by infringements, ii) to dispggerapriately of the infringing copies (typically

through destruction or other disposal outside thienal channels of commerce), iii) to dispose
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appropriately of implements used for infringingieaities, and iv) to grant injunctions to prohibit
further infringements. Such remedies should alwlagsavailable irrespective of whether the

infringement has been committed willfully and/or fivofit making purposes.

Civil remedies, which are available under our laave provisional measures, injunction,
damages, confiscation of the infringing work, destion of infringing copies, and border

measures. These remedies will be discussed oneedy o

A) Provisional Measures

As a preliminary remedy there is the so called [giomal measure that is known in the UK as
Anton Piller order. The Anton Piller order, namdteathe case in which the English Court of
Appeal sanctioned its use (Anton Piller K.G V. M&uiuring Process ltd. [1976] RPC 719), is
an order granted by the court permitting the in8pecf premises on which it is believed some
activity is being carried on which infringes thepgaght of the plaintiff. The order has a number
of features which makes it a particularly appraeri@medy in the context of piracy.

First, the order will be granted exparte, whiclomsthe application and in the presence alone of
the copyright owner, without prior warning beingen to the defendant. The essence of order is
thus that it takes the defendant by surprise, aedlydes the defendant from destroying or

removing vital evidence.

Secondly, the terms on which the order is granteabke the copyright owner to inspect the
premises of the defendant, and all documents (etu business information, such as bills,

invoices, sources of supply and customer listgtirgy to the alleged infringement. By virtue of

these terms, the copyright owner is given the medmsreby he may be able to establish the
source of supply of pirated works, and the extdntabes which have taken place, which will

assist in turn in establishing the amount of dareagevhich he may be entitled.

Thirdly, the order for inspection will often be atspanied by an injunction restraining the

defendant from altering or removing in any way@es or documents referred to in order for

inspection.
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The Anton Piller order can undoubtedly constituteimportant weapon in the armory against
piracy. Since it is granted on an exparte basigielver, care needs to be exercised to ensure that
the rights of persons against whom it is granted,whose actions have not yet been judged, are
adequately protected.

Two safeguards, in particular, which have been ireduby courts in jurisdictions where it is
available, should be noted: firstly, it will onlyelgranted where it is essential that the plaintiff
should have inspection so that justice can be dmt@een the parties. In order to meet this
criterion, usually the copyright owner will have poove that there is clear evidence that the
defendants have in their possession incriminatmguthents or material; that the circumstances
are such that there is a real possibility or grdseger that the incriminating materials will be
destroyed or hidden if the defendant is forewaraad; that the potential or actual damage to the
plaintiff as a result of the defendant’s allege@mgdoings is very serious.

The second safeguard which is often required ipgroespect for the defendant’s rights in the
execution of the order. In this respect, it maydmguired that, in executing the order, a copyright
owner be attended by his lawyer, give the defendalejuate opportunity of considering the
order, and not force entry in to the defendant'snpses against his will. Of course, if a
defendant were to refuse entry into his premides,would cause extremely adverse inferences
to be drawn against him at the subsequent trial.

The availability of appropriate provisional/conssiary/ measures is an indispensable element of
any efficient mechanism for the enforcement of tsghf author or copyright owners. The most
important objectives of such measures are the ptreof acts of infringement and the other
implements that could be used for (further) infengents and that constitute essential evidence
that could disappear if not brought under the adntf the court. These measures must be
available on an exparte basis where giving the mdizfiet prior notices would be
counterproductive.

In Ethiopia, the court, where there is a demonstrabk of evidence being destroyed or where

any delay is likely to cause irreparable harm ®tiilght holder, shall order provisional measure
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which it may think stops the destruction of evidewc which helps to prevent the occurrences of
the irreparable harm. (Art 33(1) (a) of the Prochion)

In general, the remedy, provisional measure wilbtered by the court pursuant to Art.33 (1) of
the Proclamation. The justification for grantingowisional measure is to prevent an
infringement of a right from occurring and to pnegerelevant evidence in regard to the alleged
infringement by the plaintiff. These measures shalprompt and effective to prevent the entry
into channels of commerce including imported gomdshediately after customs clearance. To
put it differently, in order to preserve relevamdato prevent an infringement of a right from
occurring for protecting the rights of the authorcopyright owner the court shall order swift

and effective provisional measures.

In this case, the court has the power to adoptigicnal measures, where appropriate, on exparte
basis (in audita altera parte). The provisional sneaon exparte basis will be given by the court
where any delay is likely to cause irreparable h&onthe right holder, or where there is a
demonstrable risk of destruction of evidence. lfdexce is going to be destroyed, unless
provisional measure is adopted by the court, tlegedl infringer is going to be free by the mere
fact that the evidence is being destroyed. Alsahdf delay is likely to cause no compensable
damage on the right holder, though the decisian favor of the right holder, it is without effect

as the damage sustained by the right holder cdeobmpensated in terms of pecuniary value.

However, the provisional measure taken by the coududita altera parte is a discretionary
power of the court. (Art 33(2) of the Proclamatidtywever if it is ordered by the court, the
parties affected should be given notice immediatefier the execution of the measure at the
latest. There is also a review of a measure takerihb court that includes modification,
revocation or confirmation based on the requeth®tefendant. (Art 33(6) of the Proclamation)

B) Injunctive relief
Injunction is a future looking and classic equitaldmedy for neighboring right infringement. It
is an order of the court directing a party to Atign to do or refrain from doing an act. Thus the

nature of the order is of two kinds: mandatory mgjion ordering the defendant to do and
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prohibitory or preventive injunction ordering hira tefrain from or not to do a certain thing.
With regard to neighboring rights, which are in theld of intellectual property rights, an
injunction is almost always prohibitory (as oppostd mandatory) since it enjoins the

commission or continuation of wrongful act.

When the plaintiff is a copyright or neighboringht owner, he can be granted injunctive relief
easily by showing a prima facie case of infringetr@mof threat of infringement of his rights.
The grant of injunction is very likely in copyriglaind neighboring right cases because such
infringements in the majority of the cases threatem owner with irreparable harm. This is
owing to the fact that copyright and neighboringhtiinfringement entails mostly a damage of
non-pecuniary or damage that cannot be translaredtly into money. Thus for irreparable
harm is the key for obtaining injunctive relief,chuan assumption tends to make injunctions

more likely in copyright and neighboring right cagban others.

But the court, before granting injunction, mustdb®wn that the defendant intends to continue
his infringement or resume it and thereby causepthmtiff damage. This does not mean that
damage need be proved because injunction can lem ¢ov prevent damage with which the
plaintiff is threatened. It follows that the rigbt the owner of the copyright or neighboring right
is not determined or measured by the amount ofahalamages to him by reason of the

infringement.

With this general picture of injunctions in mindewan categorize injunction depending on the
time of their operation. These may be called iomrtory (preliminary) and permanent (final)

injunctions.

i) Interlocutory (preliminary) Injunctions

As the term itself implies, interlocutory or prelmary injunction is merely provisional in its
nature, and does not conclude a right. This kindngfnction is sought not to enforce an
established right but to maintain the status qud artrial of the merits can take place. Thus an
interlocutory injunction orders the defendant retontinue or not to embark upon a course of

action until the trial of the issue is finalizedh particular it should be possible for the right
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owners to be granted temporary (preliminary) infiores to prohibit the committing, or
continuation of the committing, of infringements.dhort, it is temporary in effect.

Such junction may be granted under Art 33 of thecRRmation upon the proof of the probability
of further damage being done if the defendant tsestrained from the act of infringement. And
the duration of effectiveness of this injunction denfined to the interim period between
institution of the case and rendering of the deadisiAlso it is a very valuable remedy
particularly in countries like Ethiopia where theé between the institution of proceedings and

the judgment usually take years.

In order to minimize the damage being inflictedgsacy, it will be important for a copyright
and neighboring right owner to take swift actionseeking to prevent its continuation. As long
as piracy continues, he will be deprived of a portof his potential market, and thus of the
capacity to recover the economic reward for hisativey or investment. The aim of the
interlocutory injunction is to meet this need byamfing speedy and temporary relief during the
period before a full trial of an infringement actidakes place, thus preventing irreparable

damage from occurring to the plaintiff's rights.

One of the difficulties which have been experienegith interlocutory proceedings is that they
have tended to become themselves lengthy inquimedving rather full consideration of the
facts of the case with the result that their effertess as a means of obtaining temporary relief
is prejudiced. In many common law jurisdictionssthas caused a reassessment of the principles
on which interlocutory relief is granted and, inrtpaular, of the standard of proof which a

plaintiff is required to establish in order to abtaterlocutory relief.

In this jurisdiction, previously, a plaintiff wagquired to establish a prima-facie case that his
copyright was being infringed, that is, to estdblé the balance of probabilities that his case for
infringement could be defended. In order to overedhre delays and the lengthy proceedings
which this standard of proof involved, many jurigtns have now required that a plaintiff

establish only that there is a ‘serious questiorté¢ tried. In other words, the merits of the legal
issues involved in the case need only be considaréuk interlocutory stage to the point where

the court is satisfied that the plaintiff's claiorfinfringement is not frivolous.
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Thereatfter, the decision as to whether an injuncsioould be granted is taken on the basis of the
factual circumstances of the case, and whethepaiticular, each party could be adequately
compensated in damages for the temporary impairmiehis right where he is unsuccessful at
the interlocutory stage, and later proved to becassful at the trial. The adoption of this
approach to interlocutory proceedings assists miditvg excessive delays in obtaining relief
during the period which is most important for thepgright owner, namely, the period

immediately following the initial publication andarketing of his work

Preliminary injunctions as a remedy are of the wimmportance to the protection of author or
copyright owner’s rights. The period from the tisfecommencement of proceedings to the final
determination of a case can allow significant daenagthe term of lost sales and profits, to
reputation and through other exploitation of maeand /or information. Furthermore, the
nature of the infringement or other unlawful condo@y be such as to make damages or an
account of profits an inadequate remedy. One ofehsons for this is that the defendant may be
impecunious or may disappear. But these will notHgeonly reasons why, in particular case,
damages may not be an adequate remedy. More dftens because of the difficulty of reaching
a precise estimate of the loss suffered as a re$udin infringement. If in such a case, the
defendant’s unlawful conduct is restrained at théset, the problem of damages may either
disappear from the case altogether or be very nessh difficult than otherwise would be the

case.

The primary matter with which the court is concerme granting an interlocutory injunction is

the maintenance of a position that will most easihable justice to be done when the final
determination is made. Thus, a court will sometimeter that an earlier position be restored to,
or that the parties arrange their affairs in sortleeloway that is more in accordance with the

requirements of justice.

In the UK, in an increasing number of cases intedory injunctions were not sufficient to
protect copyright and neighboring rights againgt threat of continuing infringement. This is

often because the evidence needed to sustain #nadigm for both interim and final relief is not
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readily available and will not become availableotigh the unusual processes of discovery. In
such a case the plaintiff will be unlikely to olstan interim injunction because he will not have
the necessary evidence. Sometimes the defenddnmemibve or destroy the infringing material.
In recent years a speedy and effective means afrobt) and preserving such evidence has been
developed by courts in the UK. The belief grantedn exparte order for entry and inspection of
premises and removal of evidence. These orderknanen as Anton Piller order, and may be a
necessary step before an interlocutory injunctian lbe obtained. (See the previous section on

provisional order)

Similarly, the collection of evidence and evenrafijudgment in favor of a plaintiff may be no
avall if the defendant has no assets which cansee to fund any damages ordered. This is a
serious problem given the increasing resourcefslnes those attempting to avoid their
obligations, the ease with which money can be mdrad one country to another, and advances
in technology. In order to address these probldmescourts of common law countries have
formulated and developed “the Mareva injunction ckhoperates to prevent defendants from
removing assets from the jurisdiction or from dsipg or dealing with them within the
jurisdiction in such a way as to frustrate any jumeégt that may be entered against them”. This
kind of remedy is also in a more similar mannervted under Art.154 of the civil procedure

code of Ethiopia as a temporary attachment of tbpgsty of the defendant.

In Ethiopia, it is the interlocutory injunction wdh is most effective because of its immediacy,
speed and low cost. In practice, it often has tiieceof setting the case, as the defendant,
deprived of the opportunity to make a quick pradeésists and allows final judgment to be given
against him without trial. Interlocutory injunctiois issued when the infringement case is
pending or before the trial begins and where tleenpff applies for order, which prevents the

continuance of the alleged infringement until timalf decision is given.

Article 33 of the Proclamation provides that anungtion may be granted to restrain the
defendant from continuing to commit or as a pre@repheasure to restrain him from resuming
an act prejudicial to the plaintiff. Thus in Ethia injunction is prohibitory in nature and it is a

discretionary remedy because the court “may” gitait short, this provision is not a mandatory

provision compelling the court to grant injunctiofhis discretionary nature of the remedy is
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easily graspable from Sub-art 3 (a) and (b) of 3®tof the Proclamation wherein it is stated that
an injunction is to be granted only where therdikslihood of the commission of an act
prejudicial to the plaintiff and where the injunyitiv which the plaintiff threatened interest is
incapable of redress “by awarding damages”. To ipulifferently, the court in determining
whether the interlocutory injunction should be eedkor not, shall consider that the threatened
interest of the plaintiff cannot be redressed byaramg damages, whether the threat is
imminent, whether there is prima-facie strengthihaf action and the gravity of the prejudices a
decision for or against may cause to the plaintiff the defendant. (Art 33(3) of the

Proclamation)

Hence there are four requirements:-firstly, theeri@st threatened should be an interest whose
injury cannot be redressed by awarding damagesn8g there should be prima-facie strength
of the action. This means there is a real prospiesticcess for the plaintiff in his claim. Thirdly,
there is an imminent danger to interest-here thetcshould make sure that the danger to the
right certainly will occur if the injunction is nadrdered. Interlocutory injunction cannot be
ordered for harm whose occurrence is not certalre [Bst requirement is the gravity of the
prejudice that will result from the injunction onth the alleged infringer and the right owner.
Interlocutory injunction is granted to protect tight owner whose rights are endangered or are
infringed. This need to protect the right owner trhus weighed against the corresponding need
of the alleged infringer to be protected from igjuwhich will be the result of his being

prevented from exercising that act against whiehstit is brought.

The Proclamation provides means of protecting tleged infringer’s right in such cases. The
plaintiff may be ordered to compensate the defehdéen the interlocutory injunction has been
ordered and any injury has been caused by the ardkesuch order has been revoked or may be
when the case is decided against the plaintifft 8(7) of the Proclamation) But there might be
cases where injuries caused to the defendant aral imjuries which cannot be redressed
monetarily. In such cases the court should see bmibs and consider the gravity of the

prejudice, which will result from the order of imction.

Until the court renders a final judgment of therimjement cases, the right holder can apply to

the court to restrain the infringement againstde&ndant in a suit for enjoining the defendant
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from committing an infringement. The temporary mgtion will stay from the date of the
injunction ordered by the court till the suit iadily disposed by the court.

In deciding an application for temporary injunctidhe court shall consider if the threatened
interest cannot be redressed by awarding damadesther the threat is imminent, the prima
facie strength of the action and the gravity of phejudices which a decision for or against may
cause to either of the parties. After considerihg aibove conditions, the court may grant
injunction that might include on such terms ashe duration of the injunction, the amount of
money required from the defendant, keeping an atdcgving security or otherwise, as it thinks
fit as per Art.33(3)(b) of the Proclamation. The rd/d'may” in this provision shows the

discretionary power of the court for granting temgeg injunction.

However, according to Art 33 (3) (c) of the Prociion, should the application of the above
criteria put the parties on equal position, thertbias to investigate the relative strength of the
parties deeply before granting a temporary injuncti

In order to find out the commission of an infringemy there will be necessity of search and
seizure. In this regarded, the provisions of th& grocedure and criminal procedure codes on
search and seizure shall be applicalffet 33(4) of the Proclamation) In other words, dsur
must be able to order the search, seizure and intpog of suspected unauthorized copies of
works and other protected subject matter, of paokamaterials, of implements for the making

of such copies, of documents, accounts or buspegssrs relating to such copies.

i) Permanent (Final) Injunction

Self-explanatory as it is, the term permanent walfinjunction signifies an injunction given to
be effective permanently in the future to enjoia ttefendant from continuation of commission
of or from resuming an act prejudicial to the pléinA plaintiff who is granted final injunction

is one that has successfully shown that his rightee been infringed or threatened. It concludes

aright as it is given at the end of the trial.

Permanent injunction is issued if the right ownerccgeds at the trial in establishing

infringement of right and to restrain future infygment. It is granted to be effective permanently
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in the future to deter the defendant from contifmmabf commission of an act prejudicial to the
plaintiff.

In the normal course of things, a successful pfaiwill be entitled to a final injunction. If an
injunction were not granted to a successful autbroccopyright owner, the result would be
tantamount to enabling the defendant to take a otsuopy license under the recordings without
having to go through the statutory provisions metatto compulsory licenses. Should the
injunction be breached, the plaintiff can movedontempt of court.

Needless to state, it is immaterial whether orthist injunction was preceded by the preliminary
injunction. A preliminary injunction might have beelenied by the courts for one reason or
another, or it has never been sought by the plailtiespective of the absence of a preceding
interlocutory injunction, therefore, a permanenjumction might be granted if the plaintiff
proves successful in the litigation of copyrightlareighboring right infringement.

How is an injunction treated under Art.34 of th@dtamation? Is it temporary or permanent?
How is awarding such injunction taken as temporasyijt is part of the judgment of the court
since it says the court can grant injunction likempensation? The injunction under this

provision should be permanent damages. However, Athharic version says temporary

injunction ‘giziawi eged.

C) Damages

Damages are pecuniary compensation, which maydoe¥eead in the courts by any person who
suffered an injury, loss or detriment whether te pérson, property or rights through unlawful
act or omission or negligencBamages is a redress or compensation awarded tedyean
injury.

Injury to a person’s material interest affects fpecket’ whereas injury to a person’s moral
interest affects his feeling®aterial injury can be assessed monetarily and emsgted by
money. But in case of moral damage or harm sinelnfgs have no money value, they cannot be

assessed monetarily and basically we cannot corafgensoral harm with money.
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There is however no universally appropriate tedbomnula for assessing damages. Damages in
any of these fields are notoriously difficult tosass with any degree of accuracy and the courts
have sensibly taken this into account by declinmizy down general rules.

In certain jurisdiction, a common approach has leassess damages on the basis of a notional
arm’s length license: this will arise for exampléem the parties are competitors. Damages for
past infringement are taken based upon a paymeatroyalty in respect of, for example, each
infringing article. But problems do arise here ~+tjgalarly when in reality the plaintiff would
never have granted a license. Another approachhwisianore difficult to prove is through
consideration of sales lost to the plaintiff; instltase the plaintiff is entitled to the entiretlos
profit.

We can talk of different kinds (categories) of dgesmdepending upon the type of purposes they

serve or the kinds of injury they remedy.

i) Material Damages

A person whose neighboring right on copyrightablerks is infringed may claim material
damages for the economic prejudice caused to bm.34(1) of the Proclamation) When a
person other than the author or copyright ownesopyrightable works exercises the exclusive
right of the author or copyright owner, he may @asnumber of injuries to the economic
interest of the author or copyright owner. Matedamages are there to remedy this pecuniary
injury to the author or copyright owner. When thatemial interest of an author or copyright

owner is affected by an infringement, the infringelt be ordered to compensate him.

The material damage that the author or copyrighteswsuffered in the hands of the infringer

may be present or future. Present material dansafyether divided into damnum emergens (the
Latin term for occurrence of loss, that is, dimioatof estate) and larcum lessans (the Latin term
denoting the prevention of gain that is, non inseeaf estate). However, the plaintiff's damages
is not limited to this present injuries only butdte damages may be claimed without waiting it
to materialize so long as it is certain to occilihe existence of future damage should not be

controversial.
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To put it differently, present material damage ref® diminution or prevention of increase of a
person’s estat&his can be measured by the difference betweerigheowner’s present capital
and what would now be his aggregate capital hadninegement for which redress is sought
not occurred. The act which resulted in the dimormubf estate may cause the occurrence of a

loss to the neighboring right owner’s interest @yrprevent economic gain of the right owner.

A victim of copyright and neighboring right infrieghent can collect damages both for damnum
emergens and larcum lessans if he is successfshowing that the act of infringement has
caused him both kinds of material damages. Besltesan claim future damages, if any. The

dividing line between present and future damagkeasiate of judgment assessing damage.

The assessment of damages in copyright or neigidpoases invariability demands at first step
an election by the successful plaintiff as to weethe will take an enquiry as to damages on the
one hand, or an account of profits on the othemt 4(3) of the Proclamation) These
alternatives are of course mutually exclusive simgelecting to go for an account, the plaintiff
has adopted the defendant’s acts as his own. Téieecn each case will depend upon the facts.
Sometimes, for instance, time may be of the essandehe trial as to liability may have itself
generated enough material evidence to enable atiffidio move speedily for an account.
Sometimes a defendant may have been able to semreesales of the product in issue during
the infringing period than the plaintiff could pdsy have done. In such cases, the plaintiff will
again be likely to choose an account rather thamauiry — which will incidentally be for net
profits.

Some argued that the Proclamation refers only temah damage which has occurred or which
is present damage and it ignores the future dartta@femay materialize in the futur&his
argument is not sustainable because future dansmgme part of the material damage and
compensating material damage is clearly providedeurt 34 of the Proclamatiot. future
damage is not incorporated in the Proclamatios, ithprejudicial to the right owner whose right
is infringed because sometimes it might be diffidol conclude that an injury will not occur
from an act which is presently committed. And i thw ignores future harm that is certain and
that may affect the right owner’s interest wheassess compensation, it is to let the infringer go

without compensating the harm he caused. So thectawiders damage as a damage suffered
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now and the harm that is certainly going to hapipefuture. Assessment of future damage may
be difficult but there are mechanisms that mightfdieowed in such cases. For example, the
court can grant a provisional award and authoriee plaintiff to submit an application of

reconsideration of the award when the harm maieesl

Considering the damage caused and the profit gdogdtie defendant the court will assess the
compensation. The Proclamation provides for an aakegcompensation to the plaintiff for the

material damage including payment of the right eoklexpenses and the profit gained from the
infringing act. (Art 34(1) of the Proclamation) “&duate” refers to the equivalent amount to the

damage suffered.

In cases where there is no any pecuniary damagdeopart of the plaintiff, for example, a
copyrightable work, which was published before 2036 years, may not be a source of an
economic benefit to the author or copyright owrgw, in cases of infringement, the plaintiff is
unable to show loss. But his property right hasnbaegold mine to infringers. And if he is
allowed to claim from the defendant only when heuins a loss, this will be indirectly denying
the property right on the copyrightable works. Thosavoid this, the law should entitle the right

holder (author or copyright owner) to claim enrigmhof an infringer.

Accordingly, the right owner in lieu of the compatien referred may claim for the replacement
of unjust enrichment derived from the act of inf|gment. Unjust enrichment in this case refers
to the extent the infringer could have paid asyalty to the right owner had he asked for an

authorization. (Art 34(2) of the Proclamation)

The right owner according to Article 34(3) can absk an alternative claim of the net profit
gained by the infringer from the act of infringerhehhis may be preferable when the profit
gained from the infringing act is greater than thaterial damage suffered by the right owner.
This has been controversial since there were tweiptes conflicting which are the principle

that the right owner should not recover what herditlloose and the principle that the infringer
should not keep the benefit that is derived fronaenof infringement. But the Proclamation has
resolved this issue. According to the Proclamatiiotine right owner prefers, can claim net profit

the infringer gained from his act of infringement.
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Where the person infringing does not know thatdds amounts to infringement or he has no
reasonable ground to be aware of the fact thaattisamounts to infringement, he will not be
ordered to compensate the damage he caused eacém payment of the profit he gained from
the act of infringement of the right of the authar copyright owner. (Art 34(5) of the

Proclamation)

i) Moral Damages

Compared to material damages, which is an injurg oerson’s economic well-being, moral
damage affects his feelings, his emotions and phlsiell-being. In the author or copyright
owner’s rights cases, however, the usual basisl&ming substantial damages for infringement
relates to the commercial value of the copyrigtgaiork, because the infringements caused the

loss of the plaintiff his own opportunities for sal

Given the principle that moral injury cannot be gemsated with money, because feelings have
no monetary value, courts are allowed to award m@wpeompensation for moral injury. The
infringer should not be relieved of compensating tight owner even if the compensation he
pays may cure the material injury caused complet8tyne argued that moral damages are
awarded only to performers (from the neighboringhti owners) whose rights have been
infringed since they are the only persons who haeeal rights under the Proclamation. This
arises from the argument that moral damages aredadieonly where the moral right of a
copyright or neighboring right owner is infringethis argument is not reasonable as it does not
achieve the purpose of the Proclamation. The o#ngument is that the nature of material
damage is related to loss of material wellbeingrie®rcial value of the property) whereas moral
damage is related to that damage that affects perf&elings or emotions irrespective of the
nature of the right infringed. Even the Proclamatidoes not limit the payment of moral
damages only when the moral right of the copyragid neighboring right is violated. Therefore,
as long as the author or copyright owner is a aafperson and his feelings or emotions are

affected because of the infringement of his righéshas to be paid moral damages.

Compensation in case of moral damage is assessed loa the extent of the moral damage

suffered and shall not be less than birr one huhtlieusand. The amount specified under the

Balew Mersha, G/Hiwot Hadush Page 216



Law of Intellectual Property | 2008

civil code, according to Art 2116(3) was not manart one thousand birr. This amount might
have been enough to compensate the victim atrieedf codification of the Civil Code but it is

unfair if we use this amount to compensate a victow with all the devaluation of the birr and
other economic changes. However, according to tloeldmation, the court is expected to
reward compensation not less than one hundred @hdusirr, for moral damage and potential
infringers will be deterred. However, the court @enthe plaintiff moral damages, as it can be

seen from Annex A, in the case of Zeritu KebeddiasDerso.

7.4.2. Destruction of lllegal Copies

The other issue worth dealing with is the fatendfinging copies after the case is decided for the
right owner. The order of injunction may put an @adeproduction but it leaves the issue open
as to what to do with copies already made. Onaenggment is proved, the court proceeds to
order the cessation of such infringement, i.e.egipermanent injunction in accordance with
Art34 (1) (a) of the Proclamation. When this injtion is granted, the court, to make sure that
the order for cessation of infringement is propekecuted, orders the destruction of illegal
copies of the infringing copyrightable works. (84(6) of the Proclamation) In order to make

the final injunction effective, it is often coupledth an order for the delivery by the infringer of

all infringing copies of the copyrightable workshish are then subject to destruction so as to

ensure that they cannot be re-used or sold.

The Proclamation provides that the court shall nthkecopies outside the channel of commerce,
order their destruction, or other reasonable disipos Where the author or copyright owner
requires otherwise, let us say where he wantsrifimging copies to be delivered to him, the
court shall allow him. There is no need to allowe tthefendant to keep these copies, and if
allowed, it may open a room for further distributiof these copies by the defendant thereby
bringing about further infringement. Thus such espieed to be destroyed at the expense of the
defendant.

The only limitation on this right of the author @vpyright owner is the right of third parties who
acquired the infringing copies in good faith. Insticase the author or copyright owner cannot

claim for delivery up or for destruction of thesepes even if they are infringing or illegal
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copies. The rationale behind this is to proteattipiarties who acquire the illegal copies in good
faith.

Providing destruction of the infringing copies asemedy is very important especially for the
plaintiff since it prevents the dissemination dfimging copies. However, it is far from complete
for it fails to address some questions: Who shaladdt? At whose expense should it be done?
This opens the door for arbitrariness. There arssipdities that the court will order the
defendant to destroy it at his own expense or tirmethe infringing copy and destroyed by the
plaintiff. However, if it is left to the defendantgould he be honest to do it? Some suggest for
Ethiopia to incorporate an approach, adopted inynfareign countries, which involves the
delivery of the copies to the plaintiff so that thder destroys them. This view surely avoids the
possibilities of the resumption of engagement leyghate in infringing act. In fact, this solution
may not always be pragmatic. For, the confiscatbrthe entire copies may be practically
impossible. Nevertheless, it is the best optiothécircumstances.

7.4.3. Border Measures

Another way in which action against infringed cdgitable works can be taken occurs at ports
of entry of imports. If an author or copyright owngecomes aware that importation of his
copyrightable works is on their way to the countrg,can alert the customs authorities, who will
keep watch of the copyrightable works and impouraht when they arrive. Action can be taken
against the importer.

Piracy is by no means an exclusively national &gtiv.e., the production in a country of
infringing copies for sale in that country. It i@ very much an international operation, with
vast quantities of infringing copies being manufiaetl in one country and shipped to other,
often on the other side of the world; quantity ofringing copies which are shipped to other
countries substantially undermine legitimate bussn® the extent that international companies
often withdraw from the market and investment icoreing and producing local talent virtually
dries up. For this reason, the power to stop iging copies entering a market is of vital
importance, and provisions which make this possine an essential feature of modern

copyright legislation.
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Border measures are intended to prevent infringmges- or lawful copies in violation of the
right of importation —from being brought into theuntry concerned. They constitute an effective
way to counter acts of infringement, because ftaguently easier to prevent the distribution of
infringing copies at the border than after the esgiave already been brought into the country
and put into circulation. Border measures are Igwarried out by administrative authorities
(customs authorities) and not by judicial authestiln most national legislations on this issue, a
number of safeguards and appropriate procedurakrate normally found which ensure the
fairness and effectiveness of measures appliediddy suthorities.

The customs authority, where there are, in theiopiof the right owner, infringing goods, shall
retain under its control the alleged infringing deavhere the right owner submits an application
to this effect/Art 35(1) of the Proclamation) The customs autlyosfter informing the right
owner and the owner of the retained goods aboutsiuation will look into the evidences
presented by the applicant if any. If the eviderg@ot justifiable evidence or if there is no
evidence provided by the applicant, the authoriily/liit the measure within ten days. (Art 35(3)

of the Proclamation)

The applicant will be responsible for the damageased by the retention of goods where the
application is proved unfounded(t 35(4) of the Proclamation) However, if ordetey court,
the customs authority will confiscate the infringedpyrightable works. (Art 35(5) of the

Proclamation)

7.4.4. Criminal Sanctions

The system of copyright and neighboring rights ibranch of private law in that it grants
personal exclusive rights to the individual benafies. Therefore, the basic approach in most
countries, is, or has been, that it is for thereguparty itself to take action. Consequently, the
basic possibility for him is to take civil actioHowever, there is a change in the attitude in many
countries, mainly in view of the alarming growthtbé piracy activities. A number of countries
have introduced heavy penal sanctions for at leagtin kinds of infringement, in particular

those which would be considered as piracy.
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Civil remedies are not always sufficient deterrelere infringement becomes a business, the
closing down of one plant with the assistance afrisoand law enforcement authorities may
only mean that the plant will reopen somewhere. éldgngement committed willfully and with
profit-making purposes should be punished by cradnganctions, and the level of such sanctions
must make it clear that such infringements areossrioffenses. It is normally preferable that
criminal sanctions are also applicable in case rdgfingements committed through gross
negligence, for profit-making purposes, becauseay be difficult to prove that infringements
are committed willfully. Increased punishments ases of recidivism are also justified. The
criminal sanctions available should compromise bfiies and imprisonment, and, where

merited by the case, courts should be able to impogh these sanctions on the infringer.

Criminal sanctions should — and in most countries-dnclude both fines and imprisonment, the
maximum of which may be up to several years. Ifnanal sanctions are to work satisfactorily,
the objective criteria for the infringement mustdbearly defined. This means, in particular, that
the rights should be framed and described in a @ed unequivocal way so that it is obvious
which act or acts are those acts that must notrigertaken without the authorization of the
author or copyright owner. Also, the so — calletjsative criteria must be determined clearly.
The criminal provisions for infringement apply nmly to acts which are committed willfully
but also to those committed with gross negligefite sanctions should be applicable not only
to the person who directly committed the violatiout also to those who contributed to it, for
instance by providing equipment used for unautteorieproduction with full knowledge of the
intended use of that equipment.

The criminal sanctions have mainly a repressivetion. Such a function is very important in
the interest of the society and also for the autraropyright owners in order to ensure respect
for the law. The Proclamation provides criminal eghes for infringements of rights. The
rationale behind providing for criminal remediesside the civil remedies is the fact that
infringement of intellectual property rights is sistered to be theft of intellectual property and
since theft is a crime, criminal punishments shduddprovided. Hence if someone infringes
neighboring rights of the author or copyright ownlee will be criminally liable and will be

punished according to the punishment specified utihdeProclamation.
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Criminal remedies for neighboring right infringenieare provided under Art 36 of the
Proclamation. According to this article, if someantentionally violates the neighboring right
protected under the Proclamation, he will be pudstvith rigorous imprisonment of years of
five up to ten. And also whosoever, by gross neglag violates neighboring right will be
punished with rigorous imprisonment of a term oé gear up to five years. However, under the
criminal code whoever violates the rights of autlwr copyright owners intentionally is
punishable with rigorous imprisonment not exceediry years and for gross negligence not
exceeding five years. In this case there is theipiisy that the punishment may be less than
five or one year respectively. How is the contradic on the terms of imprisonment being

resolved?

The other modes of punishment included under tleel®mation are seizure, forfeiture and
destruction of the infringing goods and any matesiad implements the infringer used in the

commission of offence. (Art 36(3) of the Proclaroaji

7.6. Period of Limitation

In both civil and criminal cases actions must baulght within the time specified under the law
in order to benefit from the remedies availableth\fegard to civil remedies, like any other
cases, suits for the infringement of author or cigby owner’s right should be instituted with in
a limited time. If not, the right to bring the amtiwill be barred by limitation unless the infrimge
admits the claim. The action of infringement ofhtign civil code, according to Art 2143 of the
civil code, should be brought in two years. In case the author or copyright owner who is
claiming damages shall bring his claim within tweays from the time of the occurrence of the
damage, as infringement is non contractual. Howewahe infringement of the right of the
author or copyright owner is from the act of thetecacting party, the period of limitation shall

be ten years as per Art 1845 of the civil code.

With regard to criminal case, the public prosecstoould bring the case with in 15 years of the
occurrence of offence of infringement where theeide is committed intentionally and within

ten years where the offence is committed with gneggigence.
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Review Questions

1. Would the remedies put in the copyright proclanratie exhaustive ones? If so, how do
you see nominal damages?

2. Some people argue that copyright cases on thé o¢ltamages should be entertained by
Federal First Instance Courts if the pecuniary @asiess than 500,000 Birr. How do you
see its validity?

3. Is the moral damage put under Art 34 of the proalidon a punitive damage? How do
you see its extent?

Discuss the difference between present and faamneages.
Some people argue that moral damages should Ik grdy when moral right are
infringed. How do you evaluate this?
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Part Three: Introduction to Patent Law and RelatedRights

Introduction

Patent is one of the major subject matters of letalal property law that grants a limited
monopoly in return for the disclosure of technicdbrmation. While the protection provided by
a patent, which is limited to 15 years, is not@sylas the protection provided by copyright law
or possibly trade mark registration, the righsinggd are more extensive. The rights granted to
the patent owner cover most commercial uses op#tented invention. Furthermore, the rights
will be infringed irrespective of whether or noetbdefendant copied from the patented invention.
Unlike copyright, which arises automatically onatien of the work, patents are only granted

after the applicant satisfies the requirementggistration.

Over time, a number of justifications have beeregiin support of the patent system. The most
common justification considers patent as an ingerfor disclosure of technical information that

is significant in industry, agriculture or sociacsor. It is argued that the public benefits by the
disclosure of the invention that occurred on pwilan of the patent application. In a nutshell the
justification focuses on the role that the patesteam played in the generation and circulation of

technical information that are useful in the fiefdechnology.

This unit intends to introduce the students of taihe basics of patent law. In this, it endeavors
to help them understand the nature of patent lad, the idea of patentability, the exclusive
rights of patent holders, and infringement of pateghts and the legal remedies. It also presents

a summary of international conventions on patent la

With these objectives, this unit is carefully ondld into three parts. The first part deals with
origin and meaning of patent, patent applicatioms @he idea of patentability. The second part
covers the exclusive patent rights and the paientations. And the third part addresses the

issues of infringement and the legal remedies.
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Objectives
After going through the Unit, you will be able to:

» Grasp the basic notions of patent and the reladéad
Explain the requirements for grant of patent right
Analyze and determine the scope of patent right

Discuss issues related to infringement and enfoecé¢of patent right

vV V V V

State the basic features of international convastan patent right

Chapter Eight: Protection of Patent Rights

8.1 Origin and development of patent rights

There are two reasons why the study of patent kgins with its historical root. Firstly, the term
patent is not literally an English term, and sedypiidis thought that our current patent law has
not remarkably advanced from its early hatchmemnde¢, analyzing the origin of patent law

would be helpful for a better understanding of¢bacept and scope of today’s patent law.

The term patent was taken from a Latin word “Pdtevhich means “Open Letters”. As its
normal usage tells, open means make the inventiaiaéle to the public and likewise, the term
Letter refers to grant of title, by a royal decree,exclusive use of the invention by the owner of
the invention. From this patent can be seen asreopady offered by a crown as a reward to its
subject for making useful inventions to the crowfowever, unlike the present patent law,
granting patent was exclusively the prerogativethefcrown. There were no formal procedures
for granting patent right. And the scope and theation of privileges under the patent were not
known to the public. Everything has to go as perwlishes and whims of the crown. As such,
patents were frequently granted to those who detraied strong solidarity with the crown even
over activities performed by other individuals. 38lystem went well up to the fifteenth century.
However, with the proliferation of inventions arftetincrease in the corresponding request for
patents over the course of sixteenth and sevelhtemsrituries, the crowns prerogative was
openly challenged. Eventually the crown was depkriokits prerogative on patent granting. Yet,
the changes over the sixteenth and seventeentarimntvere not satisfactory, as there were no
clear rules pertaining to the requirements, angesad patent right.
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Substantial change in the patent system occurrethdyineteenth century. Indeed the patent
system that exists today is largely a by-producthef developments in the nineteenth century.
One of its glaring changes that took place overdbarse of the nineteenth century was that
patent was seen as a product of technical and &traiive processes than crown prerogatives.
Another important event that happened in the nergte century was that several books were
written which underpins much modern fundamentalomst of patent, including the strongest

critics to the patent system.

8.2 Definition of patent

As discussed earlier the heart of patent system die disclosure of invention and the
entitlements to exclusive right to use, make anplatxthe invention over a certain period of
time. Although it might be useful to consider thefidition of patent from different jurisdictions,
we have selected the definition given by the Unit8thtes patent office as the most
comprehensive definition of patent. According t@ tbnited State’s patent office working
document, patent refers to:

A statutory right to exclude others from makingings offering for sale, or selling the invention
in the United States, and if the invention is thecpss, ... the right to exclude others from using,
offering for sale or selling throughout the Unit8tates, or importing into the United State,

products made by that process.

From the above definition, we can put the charasttes of patent into three elements. Unlike
the crown grant patent, the definition makes patestatutory right, i.e. a right created by the
highest law making body (or a legislator) of a etdt also provides that patent may relate to a
product or to a process. And it recognizes the nmapbrtant element of patent right that is
exclusive right to use, make and exploit the inlentHowever, the definition does not clearly
state the limitations to the patent right on grauod public interest, and even by the lapse of

duration.

Unlike the definition given by the United Statesgmd office, our patent law, under proclamation
Number 123/1995, provides a very general definibbpatent. According to Art.2 Sub.Art.5 of

the inventions, minor inventions and industrialigegroclamation N0.123/1995,
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Patent means the title granted to protectritivas; the inventions may relate to a product or a

process.

From the above definition, it would be very difficto ascertain the rights that the patent confers
on the inventor or the owner of the patent. It doaseven state that patent guarantees exclusive
right to use, make or otherwise exploit in a marthat the patent owner wishes. Moreover, it
does not suggest if patent rights could be limited grounds of public interest or other
considerations. Rather, it pushes us away forwaitthé other sections of the proclamation that
together builds a comparatively full and rich cqotoef the term patent. With this we can define
the concept of the term patent from the cumulateeting of ----and----provisions that can be

put as follows:

Patent is a legal title that confers on its holtder exclusive rights to make, use or other wise
exploit in a manner he/she wishes over a limitedopeof time. It may relate to a product or a

process.

8.3 Justifications

Since the nineteenth century, a number of justifics have been expounded in support of the
patent system. At times the naturalist dominatedintellectual debate with their assertion that
the inventor has a natural right to the producthisfmental labor. However over the years, the
most common argument focused on the public bend#ids flow from the grant of patent
monopolies. According to this approach, patenusgtified in terms of its utility to the public.
The patent system is still the object of wide tletionl debate that hosts the arguments of its
proponents and a bludgeon of critics by its opptsmedome of the most common justifications

and critics are stated as follows.

Economic rationale

One of the most important sets of economic argusnent favor of patents are called
“consequentiality” theoriesThis theory attempts to justify intellectual progyerights on the
basis of the “good” consequences flowing from thedcognition, which can be generally

identified by the advancement in knowledge, indakprogress and economic efficiency. There
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are two main branches of it, the “utilitarianisnricathe “teleology”, which both concentrate
upon the incentives provided by the law but differthe way these “good” consequences are
identified.

While utilitarianism, also recognized in the mod#érrories of Law & Economics, measures the
good in terms of satisfaction of human preferenegthout any judgment on their content,
teleological theories focus on the evaluation ofatvBhould be identified as good in the

prospective of the proper purpose of human life

Nowadays utilitarianism represents the dominansgestive: intellectual property rights in
general deserve special protection if the ben#dithe society exceed their costs. This view has
been developed in the last century in different apdcific theories, which coincide with the
main advantages of patents: the “incentive — teemtly the “incentive — to —disclose”, the
“incentive — to — innovate” and the “prospect th@orFirstly, patents are necessary to give
incentives for inventions and to encourage theadlycdesirable level of investment, because
without them the society will under -invest in imiiwe activity as a result of the “free rider”
behavior of other competitors, whose imitation wpllevent a proper rate of return for the
inventors.In particular, patents provide inventors with soassurance with regard to rewarding
the social value of the invention and recovering dievelopment costs, especially the high risks
involved in research. In fact, a rational inventoll invest in research until the point where the
expected marginal return from more research is leuahe marginal costs. Consequently
patents allow the inventor to internalize the exadity and to obtain benefits derived from the
new discovery by imposing costs on potential imitsit These advantages are basically pointed
out in the “incentive — to — invent” theory, alsadwn as “reward” theory, which emphasize
some debatable elements tddoreover, society would suffer from the reductidrdevelopment
activity because new inventions may lower produrctemsts of existing devices or increase
productivity. Secondly, patents foster and accétemaventive activity by means of disclosure;
otherwise there would be no public access to véuahd new information. Furthermore, no
patent systems would create high social costseniast to duplicative researches and losses as a
consequence of reduction in wider distributioneralative uses and price competition in the

market. This positive effect refers to the “inceati to — disclose” theory, which has often been
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concretely applied in judgments, even if many safwhre quite skeptic. However, various sets
of empirical data have demonstrated that the wtilft disclosure clearly depends on the sector
considered, as the predictability of discoverieBigher for mechanical industries than chemical
ones, and on other factors such as national psjithe access system and the technological state
of countries. Thirdly, patents encourage the inwesitt in innovation by emphasizing post —
inventive activities and considering all of thepsteequired for the commercial exploitation of
the new creation during the patent monopdlhis patent advantage is expressed in the

“‘incentive —to — innovate” theory

In conclusion, the grant of patents with a broampscmay perform a prospect function in terms
of affording investments in further research, airmidduplicative researches and coordinating
this activity with other firms during the developmeof the discovery. Moreover, patents may
simplify and stimulate bargains by eliminating tieks involved in the negotiations between the

patentee and society.

Philosophical perspectives

Some fundamental arguments in favor of patentswialphilosophy and are commonly known
as the “natural law” or the “moral rights” theorthe inventor is rewarded for the idea
incorporated in his invention because it is an eggion of his natural rights, belongs to him and
could otherwise be stolen. Two different applicasiof this theory can be determined: the first,
the “Lockean labor theorytonsiders the inventor's property right as the rewtor the
difficulties and the efforts due to the labor, vehihe second, the “Hegelian personality theory”,
connects the patent right to an expression of timeam personality. Unfortunately, both theories
present some weaknesses in terms of policy impdicatand economic incentives; for instance,
the Lockean theory does not clarify whether thearg\wefers to the past work of the inventor or

to save future researches of others.

Critics
The justifications that underpin the current patgygtem are often subjected to mass critics by

vocals and scholars. Some of the critics challghgeexisting patent system as excessive and
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broader in scope, whereas others reject it as uabtes The points of critics are entertained

with a fair detail as follows.

It stifles competition

From a general point of view patents create monepah favor of the patentees and potentially
distort competitive markets. In fact, the patenkdeo may increase prices as a consequence of
the monopolistic power and also limit the use @& thvention by the public. The issue is who
may afford if the monopoly charges an exorbitantepfor the use of its invention. And from this

it follows that if we cannot use the invention besa of the monopoly, what else stimulates us to
grant the monopoly that turns out against our udee opponents, therefore, challenge the patent

system as repugnant to consumers.

Patent relies on false premise

This critic defeats the incentive theory which esathat people would be encouraged to create if
they are provided with incentives. Opponents artpaé many genius inventions have predated
the present patent system. In this regard the appgomentions early atomic bomb of Albert
Einstein, early printing presses, early radio boaatl invented by two brothers and quite others.
From this the opponent argues that people generagedion not expecting a monitory reward
but out of inner satisfaction and peer recognitibhey also warn that any research motivated

exclusively by incentive would compromise the ragfei quality.

It creates additional costs

Patents generate other undesirable consequencestly,Fithey might encouge a
phenomenon known as the “race — to — invent”, alingrto which potential inventors will
compete against each other to discover the newuptant process. A broad scope obviously will
increase the negative effects in terms of duplieatiesearches and waste of resources with

inefficient results as a consequence.
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8.4 Application and grant of a patent

A. Contents of Patent Application

A patent application is a request pending atpatent officefor the grant of a patent for the
invention described and claimed by that applicatdm application consists of a description of
the invention (thgpatent specification together with official forms and correspondenekating

to the application. The terpatent application is also used to refer to the process of applying

for a patent, or to the patent specification itself

In order to obtain the grant of a patent, a persgher legal or natural, must file an application
at a patent office. Under our patent system, papptications are processed by the Ethiopian

office of intellectual property.

Application preparation, filing and prosecution
The process of obtaining the grant of a patentrisegiith the preparation of a specification
describing the invention. That specification isedil at a patent office for examination and

ultimately a patent for the invention describedhia application is either granted or refused.

Patent specification

A patent specification is a document describingitivention for which a patent is sought and

setting out the scope of the protection of the qtatés such, a specification generally contains a
section detailing the background and overview @f ithvention, a description of the invention

and embodiments of the invention and claims, wlgeh out the scope of the protection. A
specification may include figures to aid the destesn of the invention, gene sequences and
references to biological deposits, or computer ca@pending upon the subject matter of the

application. A title must also generally be prodder the application.

Claims

The claims of a patent specification define thepscof protection of a patent granted by the
patent. The claims describe the invention in a ifipeegal style, setting out the essential
features of the invention in a manner to clearlfirewhat will infringe the patent. Claims are

often amended during prosecution to narrow or edhair scope.
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The claims may contain one or more hierarchica eétlaims, each having one or more main,
independent claim setting out the broadest pratecind a number of dependent claims which

narrow that protection by defining more specifiattees of the invention.

Filing date

The filing date of an application is important assets a cutoff date after which any public
disclosures will not form prior art. Usually thelnt to a patent for an invention lies with thetfirs
person to file an application for protection ofttiasention (See: first to file and first to invent

rule). It is therefore generally beneficial to fda application as soon as possible.

First to file and first to invent rule

Some times it happens that two persons apply time sgoplication over the same invention. And
it may even occur that five persons or more mayest patent right over the same subject
matter. As such, it would be self defeating to gneetent to all of the applicants. Thus a state
would be invariably forced to grant to one and d#rg other. In this regard many states apply

either the first rule or the first to invent rule.

Almost every country other than the United Statessua first-to-file system. This means that,
regardless of who invented first the person orllegéty who files a patent application first is
the one who can be granted a patent for the inmenfihe advantage of this rule is that it

encourages speedy disclosure of information.

According to thefirst-to-inventsystem, the person who conceives the inventiat Would be

granted patent. Under the United States patentystes, invention is generally defined to
comprise two steps: conception of the invention i@aiction to practice of the invention. When
an inventor conceives of an invention ahlilyently reduces the invention to practice (by filing a
patent application, by practicing the inventiorg)ethe inventor's date of invention will be the
date of conception. Thus, provided an inventoriligeht in reducing an application to practice,
he or she will be the first inventor and the inwergntitled to a patent, even if another files a

patent application (reduces the invention to pcagtbefore the inventor.
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Harmonization efforts are underway with the goaihfeto unify the patent laws of various

nations so that inventors have the same rightgdegss of which country a patent is granted in.

B.Priority right

A priority right or right of priority is a time-limited right, triggered by the firstiig of an
application for a patent. The priority right belentp the applicant or his successor in title and
allows him to file a subsequent application in &eotcountry for the same invention, for this
subsequent application, from the date of filingtloé first application for the examination of
certain requirements. When filing the subsequemlieation, the applicant mustclaim the
priority " of the first application in order to make useloé right of priority.

According to article 11 of the patent proclamatitre period of priority, i.e. the period during
which the priority right exists, is 12 months fatents. The period of priority is often referred to

as the priority year ".

When a priority is validly claimed, the date ofrfiy of the first application, called theriority
date", is considered to be theeffective date of filind' for the examination of novelty and
inventive step or non-obviousness for the subsdcumplication claiming the priority of the first
application. In other words, the prior art whichtagen into account for examining the novelty
and inventive step or non-obviousness of the ingantlaimed in the subsequent application
would not be everything made available to the mubkfore the filing date (of the subsequent
application) but everything made available to thélig before the priority date, i.e. the date of
filing of the first application.

The basic purpose of the right of priority is to safeguard, for a limited period, the
interests of a patent applicant in his endeavor to obtain international protection for his

invention, thereby alleviating the negative consequences of the principle of territoriality

in patent law.

Patent pending
Patent pending is a term used to describe an dllegention that is the subject of a patent
application. The term may be used to mark produwstaining the invention to draw

competitor's attention to the fact that they maynbenging a patent if the product is copied after
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the patent is granted. Our patent system doesxpbicily provide for a right to claim patent
pending right. However, having regard to its pugyasseems to be appropriate to issue patent

pending mark. .

Search and examination

After filing, either systematically or, in some igdlictions, upon request, a search is carried out
for the patent application. The function of thershas to reveal prior art which may be relevant
to the patentability of the alleged invention (tihstrelevant to what is claimed, the "claimed
subject-matter”). In some jurisdictions the seareport is published, generally with the
application 18 months after the priority date of #pplication, and as such is a public document.
The search report is useful to the applicant terd@ne whether the application should be
pursued or if there is prior art that prevents gliant of a useful patent, in which case the
application may be abandoned before incurring &rréxpense. The search report is also useful
for the public and the competitors to enable thergdin an idea of the scope of any protection

that might be granted based on the pending papgtication.

Under our patent system, too, the patent grantifigeds supposed to undertake a search for the
existence or otherwise of any anticipatory everthm prior art. However, there is no indication

if the office publishes its search like in othengdictions.

C. Grant of patent

Once the patent application complies with the nenents of the relevant Patent law, a patent
will be granted to the applicant. The date of issfiectively terminates prosecution of a specific
application, after which continuing applicationswcat be filed, and establishes the date upon
which infringement may be charged.

Post-issue or grant

Many jurisdictions require periodic payment of feesorder to retain the validity of a patent
after it is issued and during its term. Failurditoely pay the fees results in loss of the patent's
protection. The validity of an issued patent magoabe subject to post-issue challenges of

various types, some of which may cause the patéoé do re examine the application.
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8.5 Grounds of Patentability

In the previous sections we looked at the naturth®ipatent and the processes by which patents
are granted. Under this chapter we would analyeeggtbunds that determine the patentability of
an invention. These are that the invention:

I. Is New (Novel)

I I. Involves an inventive step (Non-obviousness)

lll. Is industrially applicable, and

I V. consists of a subject matter that is patemtabl

A patent will not be granted if an application $aib meet any of the above requirements. Having

put this general remark, we now turn to look athe@gjuirement with a fair detail.

A. Novelty

Novelty is the basic patentability test, according to Whao invention is not patentable if it was
already known before the date of filing or befdne tlate of priority if a priority is claimed, of
the patent application. It requires that the inl@nmust be new and never existed before at the
time when an application for obtaining patent ledi By ensuring that patents are not granted
for products or processes which are already knaowrelty helps to ensure that patents are not
used to stop people from doing what they had ajrelatie before the patent was granted.

Now the point that needs to be addressed is hodetermine that an invention is novel. We
must ascertain whether prior disclosure over thmeesaubject matter anywhere in the world or

only in our jurisdiction bars applications filecty.

Prior Art

Not surprisingly, the concept of novelty as contkated in patent laws is better understood in
reference to the idea of prior art. In connectmthis Art.3 of our patent proclamation states:
An invention shall be considered new if it is natia@pated by prior art. Prior art shall consist of
anything disclosed to the public, anywhere in tleelavby publication or in tangible form or by
oral disclosure, by use or in any other way, ptiothe filing date where appropriate, the priority

date, of the application claiming the invention.
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As stated above, novelty is decided in light obprart. Prior art refers to the state of art that
forms civilization before the application date. Thategories of state of art seems to be
extremely broad and inclusive to include all mattéwhether a product, process, information
about either, or anything else) which at the ptyodate of the application in question has been
made available to the public by written or oralatgsion, by use or in any other way.

From the phrase ‘anywhere in the world”, we canrexity assert there are no geographical
limits placed on where the state of art must beldsed. Hence, the state of art includes

information that is available anywhere in the wdild Ethiopia or elsewhere)

There is no restriction on the mode of disclostmrmation will become part of the state of art
irrespective of the way in which it was made avadato the public. If the information is
accessible, then its age, obscurity, duration,dagg or location is irrelevant. Similarly there are
no minimum requirements on how widely the informaatimust be published for it to be
disclosed. Thus a single copy of document or tihe ala single item will be sufficient for the
information to become part of the state of art.

While as a general rule novelty prohibits disclesof information prior to the filing date

priority date of the invention, Sub Art.3 of thensa provision provides for a grace period that
justifies disclosure of information within 12 mostpreceding the filing date, where applicable
the priority date. That is, if the inventor or teeccessor in title publishes the invention, an
application can still be validly filed which willeconsidered novel despite the publication,

provided that the filing is made during the graeeiqd following the publication.

B. Inventive Step(or Non-obviousness)
The inventive step and non-obviousnessrefer to the same general patentability requirgme
present in most patent laws, according to whicingantion should be sufficiently inventive —

i.e., non-obvious — in order to be patented.

The expression "inventive step” is predominantlgdjdor instance, in Germany, in the United
Kingdom and under the European patent conventioACJE while the expression "non-

obviousness" is predominantly used in the UnitedeStPatent law. Although the basic principle
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is roughly the same, the assessment of the investep and non-obviousness varies from one

country to another. For instance, the practicenefEuropean patent offic€EPO) differs from

the practice in the United Kingdom

The European patent office almost always applies”gmoblem-solution approach” in order to

decide whether an invention involves an inventtepsThe approach consists in:

1.
2.

Identifying theclosest prior art, i.e., the most relevant prior art;

Determining theobjective technical problem i.e., determining, in the view of the
closest prior art, the technical problem which tiaimed invention addresses and
successfully solves; and

Examiningwhether or notthe claimed solutionto the objective technical probleis

obviousfor the skilled person in view of the state of #rein general.

This last step is conducted according to the "cowddld approach”. Pursuant to this approach,

the question to address in order to assess whigtheénvention involves an inventive step is the

following:

Is there any teaching in the prior art, as a whthlat would, not simply could have

prompted the skilled person, faced with the obyectechnical problem formulated when
considering the technical features not disclosedheyclosest prior art, to modify or
adapt said closest prior art while taking accodrihat teaching [the teaching of the prior
art, not just the teaching of the closest priot, dhitereby arriving at something falling

within the terms of the claims, and thus achiewirtt the invention achieves?

If the skilled person would have been prompted talifiy the closest prior art in such a way as

to arrive at something falling within the termstbé claims, then the invention does not involve

an inventive step.

The point is not whether the skilled person couddeéharrived at the invention by adapting or

modifying the closest prior art, but whether he {dduave done so because the prior art incited

him to do so in the hope of solving the objectigehinical problem or in expectation of some

improvement or advantage. This must have beenabe for the skilled person before the filing

or priority date valid for the claim under examioat
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"Non-obviousness"” is the term used in the US patamt to describe one of the three
requirements that an invention must meet to qualdy patentability. One of the main
requirements of patentability is that the inventimng patented is not obvious, meaning that a
"person having ordinary skill in the art” would riatow how to solve the problem at which the
invention is directed by using exactly the samemasm. The Graham Factors, shown below,

are used by courts to determine if the claimedntiee is not obvious.

Teaching-suggestion-motivation (TSM) test

Further, the combination of previously known eletseran be considered obvious. But, there
must be a suggestion or teaching in the prioradambine elements shown in the prior art in
order to find a patent obvious. Thus, in generaldtitical inquiry is whether there is something
in the prior art to suggest the desirability, ahdst the obvious nature, of the combination of

previously known elements.

This requirement is generally referred to as tkeaching-suggestion-motivation” (TSM) test and
serves to prevent against hindsight bias. As alnatistnventions are some combination of
known elements, the TSM test requires a patent menfor accused infringer) to show that
some suggestion or motivation exists to combinenknelements to form a claimed invention.
Some critics of the TSM test have claimed thattds¢ requires evidence of an explicit teaching
or suggestion to make a particular modificatiorthte prior art, but it was made clear that the
motivation may be implicit, and may be provided, éxample, by an advantage resulting from
the modification. In other words, an explicit primt teaching or suggestion to make a particular
modification is sufficient, but not required forfiading of obviousness. The TSM test has been

the subject of much criticism for its lack of pr&ion and certainty.

The Graham factors

The Graham factor is a judicial creation craftedhwy US Supreme Court decision in Graham et
al. v. John Deere Co. of Kansas City et al. In tzgte the court considered different factors to
determine the obviousness and non-obviousness iafzantion. Accordingly, the court held that
obviousness should be determined by looking at

1. the scope and content of the prior art;
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2. the level of ordinary skill in the art;

3. the differences between the claimed invention &edotior art; and

4. Objective evidence of non-obviousness.
In addition, the court outlined examples of factbihst show "objective evidence of non-
obviousness". They are:

1. commercial success;

2. long-felt but unsolved needs; and

3. Failure of others.

C. Industrial applicability

Industrial applicability or industrial applicatios a patentability requirement according to which
a patent can only be granted for an invention wischusceptible of industrial application, i.e.
for an invention which can be made or used in skim@ of industry. In this context, the concept
of "industry" is far-reaching: it includes indeegriaulture for instance. In this regard Art.3 (5)
provides that

An invention shall be considered as industriallplayable where it can be made or used in

handicraft, agriculture, fishery, social serviced any other sectors.

As the above provision shows, our patent systens do¢ require that the invention should be

applied in industry. On the other hand, it can bgued that our patent system considers the
requirement of industrial application in terms cfetulness of the invention, more than mere
application on industry. According to the seconguanent, inventions which are not susceptible
of industrial application may be patented. Exammésuch inventions include: methods for

treatment of the human or animal body by Surgertherapy and diagnostic methods practiced
on the human or animal body. However, | f we hdld $econd argument, we must be ready to

accept that the use of the term industrial appboast a misnomer or without any purpose.

8.6 Excluded Subject Matter
Largely due to growing policy considerations, arglablished traditions, the patent system

excludes certain subject matters. Perhaps our fplat®mmay be labeled as exclusionist in terms
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of the largest lists of non-patentable inventiohattit envisages. According to Art.4, the
excluded subject matters consist of the followisyg |

A. Inventions that are contras to public morality

B. Plant or animal varieties or essentially biologipabcess for the production of animals
and plants
discoveries, scientific theories or mathematicatfialas
Schemes, rules, methods of doing business; andwemprograms

Methods of medical and veterinary treatment

mm o0

Words protected by copyrights

8.7 Exclusive rights, duties and exploitations

8.7.1 Nature of the exclusive rights

Our patent law, albeit broad, confers upon thergaee(i.e. owner of the patent) an exclusive
right to make use and exploit in any other ways.shAsh patent right creates exclusionary right
in that it excludes third parties from making, sing or exploiting the invention in any manner.

Although, the protection provided by patent, whisHl5 years, is not as long as the protection
provided by our copyright, life + 50 years, or gachark law, the rights granted by patent are
more expensive. The rights granted to the patemteoveover most commercial uses of the
patented invention. With this brief, now we shalintto look at the exclusive rights of the patent

owner in more detalil.

A. The right to make the product

Perhaps the most important right given to the ovafie@ patent is the exclusive right “to make”
the product. Essentially this right implies to tight to manufacture and produce the patented
invention. One problem related to the scope ofetkdusive right “to make” pertains to repairs
and modification of the patented product. On the band, it sounds that the purchasers of the
patented products should be able to repair and fsnadose products. On the other hand,
however, patent law is keen to ensure that whperaon who obtains a patented product is able
to use the product, he may not go so far as to rttekproduct anew. In these circumstances, the

guestion arises: How much of a product is a peete to repair or modify before he infringes
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the owners right to make the product? That is, whers the legitimate act of repairs or

modification switch to become the illegitimate makiof the patented product?

The way these questions are addressed depends tipe otircumstance of the case under
consideration. It seems that both quantitativeci@actsuch as the amount of the product that is
repaired and qualitative consideration such asdlaive importance of the part of the patented
product which has been repaired, are likely todken in to account. From this it follows that

repairing an immaterial part of a product doesinfrsinge the patented product.

B. The right to use the product

Patent law also secures the exclusive right tahusg@atented product. This right is thought to be
a natural right that underlies the notion that espe has, just as a matter of right, to use and to
enjoy the fruits of his mental labor. Thus, withmeoexceptions justified under the patent law, a

patent owner enjoys exclusive right to use hisrgateproduct.

C. The right to “exploit otherwise”

As forms of a personal property, patent and paiteptication may be assigned, licensed, or
mortgaged, and they may devolve by operation of [t (notably through death and
bankruptcy. In view of this, the last phrase of 2&(1) provides that a patent owner has an
exclusive rightto exploit his invention in any manner he wishedviOusly, this paragraph
envisages the various modes of exploitation ofrgatght. Under this section, we will discuss

only exploitation of patent right by virtue of agsment and license.

Assignment

An assignment implies transfer of the ownershighef patent (or application). Like any other

personal property it emanates from contract. Agslt, the assignment contract entitles the
assignee to deal with the patent in a manner hekghiit. Our patent law does not provide

specific forms and conditions. Never the less,ah de well taken that the general contract
applies, as there is no undertaking which doesutadler the general contract where there is no
exclusion otherwise. In some jurisdictions, an gasient must be in writing. And where the

patent is owned by more than one party, for thegasgent to be valid, all of the co-owners must

consent to the assignment.
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License
Another common way in which patents are exploitedby license. A license provides a party
with permission to do an act that otherwise is fntéd. In contrast with assignment, no

proprietary interest is passed under a license.

Licenses may be exclusive or non-exclusive. Anusigk license is an agreement under which
the owner of a patent grants the licensee pernmisgouse the patented technology to the
exclusion of third parties including the patentée (icensor). On the other hand, non-exclusive
license (sometimes called mere license) is simplyaet that permits the licensee to use the
patented, just as one of the licensee of the patgner. As such, the non-exclusive license does

not prohibit the licensor from using the patentlionself, or from granting further license.

8.7.2 Duty of Patent Owner

It is well settled that patent right creates morizgoright, over limited period of time, to make,
use or exploit in a manner that the patentee thinkgVith this there is always a potential risk
that the patent owner may fail to work properlyhitis invention. The patentee may use the
patent to prevent the product from being manufactuiSuch misuse of patent right sheerly
destroys the public use of patents. By issuingrpaight to individuals, the public must ensure

that it would be provided with sufficient amountpatent products.

With a view to discourage patent misuse, our pdtemtplaces, upon the patent owner, the duty
to work his invention or to authorize a third pattyuse the invention to make available patented
products (with a sufficient scale). Accordingly,tife patent owner cannot make available his
product in a sufficient scale, he must assignaanise others to work the patent properly. Having

said this, it would be appropriate to assess theeguence of patent misuse.

Our patent law, under Art.-29 subArt.2, puts foe thsuance of compulsory license that permits
other people other than the patent owner to exgieitinvention in situations where the patentee
is either unable or unwilling to do so. While cortgaury license is issued primarily to ensure

adequate supply of patented supply of patentedugtedit is believed that it stimulates the
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patentee to work properly with his patent or voauity license the patent to others who are

capable and willing to provide the public with adatg products of the patent

8.8.7.3 Limitations to Patent Right

We have discussed that patent creates monopollyindavor of the patentee. The monopolistic
power enables the patentee to protect himself asdnlkention by suing those actors who
infringe directly or indirectly. However, this doest imply that patent right is limitless. Patent
right as well allows certain restrictions/excepsiothat limits the monopolistic power of the
patentee. In general, the limitations balance tiverésts of patentee against the interests of the
other groups, such as competitors, prior userdett® users, non-profit making bodies, as well
as teaching and research establishments. With tyeseral points, we now turn to look at the

exception/limitations to patent right.

A. Lapse of duration of patent right

Obviously, patent right does not survive forever.fact, comparing to copyright and trade
marks; it ends over a very limited period of tirasder our patent law, patent right expires after
15 years from its grant. However, where the patefienishes proof for the sufficient working
of the patent in Ethiopia, his patent right mayex¢ended by another five years. Yet, it is not
clear whether the patent granting office could sefto extend duration of patent right despite the
fact that the patentee has adequately put his fiorem practice. In all cases where the patent
right expires, the inventive thought would be almudomain, and as such every one would be

entitled to use the invention free of charges gr@ther restrictions.

B. Non-commercial uses

Art.25 (1) provides that patent right does not etde® non-commercial uses of the patented
invention. Accordingly, a patent owner cannot pbithhon-commercial uses of his invention by
others. This exception is usually justified on #ssumption that non-commercial use enhances
scientific knowledge over the inventive thoughtr Egample, if a patent owner was to prohibit
(or charge) use of his invention at school, collegeesearch institution, there would not be a
room for scientific critics and improvements oviee whole inventive thought that underlies the

patent right. Another argument in favor of the rmmmmercial uses doesn’t pose much of a
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threat to the patent monopoly. However, it is mahg to be easy to distinguish non-commercial
from commercial uses. It may occur that a certaotivldy may have commercial and

noncommercial benefits. Our law is silent in thegard. In other jurisdictions, it is necessary to
ascertain the subjective intention of the userth# infringer were motivated by commercial
interests, the defense would not apply. Howeverthé subjective purposes were non-

commercial, the defendant could rely on the immunit

C. Experimental uses
The other exception, under Art.25, pertains to dotse for experimental purpose relating to the
subject matter of the invention. Supposedly, thatbvious justification to experimental use is

that the patent monopoly should not be alloweahhabit scientific developments.

Our law does not define the scope of the experiatarge exception. Under the British patent
system, the scope of the exception is determindighib of the purpose of the experimental use.
As such, if it can be shown that the purpose ofattevity was to discover something unknown
or to test hypothesis, it would be regarded asxgergment, hence immune from liability. On the
other hand, if the activity is to prove somethihgttis already known, to demonstrate to a third
party that the product works in the way the makamts, or to obtain official? for a product,

these would not be regarded as acts done for eneetal purposes.

D. Doctrine of exhaustion

Doctrine of exhaustion is another way of restrigtmonopolistic patent right. According to the
Doctrine of exhaustion, the patentee is unableslp on the patent to prevent the resale of his
patented product where he freely disposes thenmdontarket. This is because the sale of a
product carries with it an implied license to keape, and resell the product. Hence, a buyer,
once he lawfully acquired a patented product, éle an absolute freedom to use and exploit
that particular product in a manner he thinks fit.

Conventionally, the Doctrine of exhaustion take® fiarms: Absolute exhaustion and national
(or domestic exhaustion). Domestic exhaustion appldo patented articles that are placed in
domestic market. Accordingly, a patentee losegtheer to control a particular thing where he

voluntarily disposes it in domestic market. Howev@omestic exhaustion does not apply to
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articles that are disposed in foreign market. Tiig say that under the Doctrine of domestic
exhaustion, the patentee can prohibit importatiohi® patented product. On the other hand, the
Absolute Doctrine of exhaustion underpins the thkt a patent right over a product or process
exhausts where it is freely disposed to a markemestically or internationally. As such, it

would be immaterial where the patentee has pladedioduct. Its consequence is that the

patentee cannot prohibit importation of his patdmieduct from foreign market.

In many ways, absolute and domestic doctrines baestion are mutually exclusive. As such,
patent law may not adopt at the same time bothlates@and domestic doctrine of exhaustion.
The most known deviation from this is the arrangaimenvisaged under many European Union
Member Countries. The British patent law, for exnmcorporates both absolute and domestic
doctrine of exhaustion. The absolute doctrine dfaestion applies with respect to articles that
are disposed in any EU member states. Accordinglypatentee cannot control further
distribution or resell of a thing that he freelsplosed in any EU member states. In contrast to
this, the domestic doctrine of exhaustion deal$ white exhaustion of patent right over articles
that are placed in the UK market. In a way the dsinedoctrine of exhaustion affects
importation of patented articles from non EU-memétates. Consequently, under the domestic
Doctrine of exhaustion, patent right does not eshawer articles that are placed in non-EU
Member states.

Our patent law envisages both absolute and domBstatrine of exhaustion for no distinct
reason. Art.22 (2) prohibits import monopoly, ananf this it can be asserted that any patented
articles in Ethiopia may be freely imported fronfloseign market. In furtherance to this, Art.25
(1) (c) provides that patent right does not extewith respect to articles that are placed in
Ethiopia. Obviously, Art.25 (1) (c) presents a tgdicharacter of doctrine of exhaustion. As
such, from the separate reading of Art.22 (2), Artd25 (1) (c), one would ponder the question

of what the doctrine of exhaustion envisaged undempatent law is.

Undoubtedly, patent right always exhausts in retspiearticles that are disposed in places where
the patent right works. However, there are diffenaractices in relation to the exhaustion of

patented products disposed in international marketshany developed countries, and in fact in
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some African countries such as Kenya, Nigeria, 8odth Africa, patent law confers import
monopoly right. Its consequence is that the patemter can prohibit import of articles that he
has voluntarily disposed in a foreign market. Oa t¢ther hand, in many developing countries,
including ours, patent law denies import monopoght. This means that patent exhausts in
respect of goods that are lawfully disposed to manko matter where the goods are placed (in
domestic or foreign market). The reason for demiamport monopoly right in many developing
countries is thought to be to satisfy domestic raank sufficient scale of the patented product. It
is also argued that prohibition of import monopoight triggers the patentee to provide the

domestic market in adequate scale so that he dsges import of his patented products.

Having the above points in mind, it seems to be twddrgue that our patent law adopts both
absolute and domestic doctrine of exhaustion. Umagmal circumstances, there seems no
special purpose, like in the UK, that both absoand domestic doctrines of exhaustion operate
in parallel under our patent system. This is beeaus patent law for the better or for the worse
is exclusively territorial. Both in fact and by laaur patent law does not have any effect in other
jurisdictions. Similarly, the issue of exhaustidnpatent in our system arises in relation to the
power of the patent owner to prohibit importatidrhts patented product. In this regard, Art.22
(2) provides that patent owner can not prohibitom@f his product. Thus, from the cumulative
and closer inspection of Arts.22 (2) and 25(1) &) the supposed purpose that they underline,

it can be well taken that our patent law adopt®kibs doctrine of exhaustion.

E. Right of Prior Users

Right of Prior Users is founded on the fundameptaiciple that prior individual innovative
activities shall not be undermined or inhibited sypbsequent patents. As such, it allows prior
user to continue to use his act that is covereduigequent patent. In view of this, article 26 of

the patent law provides that.

From this provision it is important to note thaigpruser’s right is confined to personal use of the
prior act. It cannot be commercialized or trangéro others independently from the sale of the
business. However, it can be transmitted on defatiecowner of the prior user or upon the sale

of the business. It should also be noted thatawvalable only where the acts were carried out in
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good faith. Although the notion of good faith istye be interpreted by the courts, this may
prevent a member of a research team from relyintherprior user exception where he left the

research team contrary to an understanding bettireem

8.8 Infringement and enforcement measures

8.8.1 Infringement

In majority of cases patent proceeding deals withingement. Infringement occurs when a
person makes, use of or exploits in any mannerbgesumatter of a valid patent without the
permission of the patentee. Here the judgment fiingement requires the determination of
patent scope and the comparison between the patemtention and the accused product or

process.

As the scope of patent depends on the claims cwmtdain a patent application, their
interpretation might be crucial. In theory it seeim$e easy to decide whether a given device or
process infringes the claims of a patent. With thigould be only necessary to read the claims,
and to apply them to the device or process. Fon edament under the claims, there must be a
corresponding element actually present in the atlegfringement.

However, in practice patent infringement createssdeof complications to the court and the
lawyer. In part, the problem arises due to the tereinacy (lack of precision) of terms and
words used to define the claim, and largely thebl@ms in infringement arises out of the
doctrines that have been crafted at different tjraged which either extend or narrow the general

rule for ascertaining infringement.

Our patent law protects the patentee against uoapéd use or exploitation of his invention.
According to Art.24 a patentee has recourse wher@ditent right is infringed by a third party.
However, nowhere under our patent law is foundaadsard that indicates how infringement
occurs. In the absence of records, of course, uldvbe very difficult to ascertain the reason why
the legislator failed to express some guidelines govern proof of infringement. Nonetheless,
considering the complex nature of patent infringethand the varying doctrines, it would be

imperative to put standards that do not retardrteldgical advancements in our country.
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A. Methods of infringement

In many jurisdictions, a series of standards amhekrbave been developed by courts, and even by
specific acts. Some envisage strict literal infengent, whereas others provide narrower claim in
interpretation. And currently, there are emergindes that lie between the strict literal
interpretation and the broader one. Some of thestides that are commonly in use would be
discussed individually below. Additionally, accouwftthe types of infringement, the defenses,

and the legal remedies would be discussed in &aild

Literal Infringement

This is sometimes called the literal overlap or elkément rules. For infringement, literal
infringement requires that each and every elemémie claim must be present in the alleged
infringement. It presumes that each and every alewikethe claim is material and essential. As
such, the patent attorney or the court views thérchs a checklist of features, in which case
every element of the claim must be found in thegadly infringing device or product in order
for the claim to be infringed. If for instance Xtpat product possesses Z and Y elements under
its claim, any other device that uses “Z” and “Ybuwd be hit for infringing the X product. A
literal infringement also occurs where the alleggfdngement possesses more elements other
than those that are envisaged under the patenteldigir This is to say that “X” patented product
would be infringed if the alleged infringement camps K and L in addition to the Z and Y
elements. However, the consequence of the litafahgement is that if, in our example, Z or Y
or both are missing under the alleged infringingickes, there would not be infringement.

The literal infringement is the oldest mechanicééin the patent jurisprudence. Although it laid
down the basis for proof of infringement; it hafldi or no acceptance in our days. As such it has
been vehemently criticized in that it encourage=venl copies to make use of the patented
invention by changing its shape, size and configomalt is also defeated as it allows others to
make use of the patented invention by omitting emenmmaterial or non essential part of the

patented invention.

The Pith and Marrow Doctrine

Balew Mersha, G/Hiwot Hadush Page 247



Law of Intellectual Property | 2008

The literal infringement ceases to operate whetigerahan adding to the patented invention a
defendant omits to include part of the patenteemtion in his product or process and on this

basis argues that his invention falls outside ttops of the monopoly.

In order to ensure that the patentees’ intereshateundermined by defendants who dress up
infringing invention to appear as if they fall oidts of the scope of the patent monopoly , patent
law has long held that it is not necessary for gedement of the patented invention to be taken
as infringed. The Doctrine that takes into accoomily the essential elements of the patented
invention to determine if they exist under the gdie infringement is called the pith and marrow
doctrine. According to the pith and marrow doctriae article can infringe a claim, even though
all of the elements of the claim do not read ommelets of the article, provided the differences
between the article and the claim are only immakerariations, or omission of non-essential
elements. Thus, the fact that a defendant failgke an immaterial or non-essential part of the

patented invention will not allow them to escability for infringement.

Doctrine of equivalence

Both the literal and the pith and marrow doctrineus on the material identity of the patented
invention with the defendant’s product or process.such, they do not cover cases where the
defendant substitutes a material element of anniive with something that is functionally
equivalent. Quite beyond the literal language @& fatent claims, the doctrine of equivalent
holds that infringement occurs where the defendaii¢Vvice are functionally equivalence to the
patented invention. Specifically, a patentee caroke this theory against the producer of a
device, if it performs substantially the same fiorctin substantially the same way to obtain the
same result. The equivalence in function, way @&sdit is also known as the triple identity.

From a historical point of view, the concept ofrinfement by equivalence has been developed
nearly over 150 years. Largely, it is the inventadrthe judiciary. As such, we learn more about
equivalence from some major judicial pronouncemefitédinahs V.Denmead” was the first
decision in which the supreme court of the Unit&atéSascertained the existence of infringement
if the changes added by the defendant are not rti@e imitation, or additions only of a

colorable variation.
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Furthermore, in the Graver Tank V.Linde Air Pro@®, the court pondered the issue whether
the alleged product used an element known to der‘changeable” at the time the patentee has
filed his application. The court declared that éhex infringement if a person having ordinary
skill and Knowledge could expect the practical iolt@ngeability of the defendant’s product
with those specifically identified in the patentesgication. However, this does not set an
exclusive test of equivalence. The defendant’s ypcbdr process might be interchangeable in the
broader reading of the claim, but it may still aderin substantially different ways. Thus,
equivalence must be complemented by other factans as the knowledge of the person skilled

in the art and the functions performed by the pgatkdevice and the substituted element.

The Doctrine of equivalence is clearly an expanglgeetrine in the sense that it extends the
scope of the patent beyond its literal meaningnflasences on patent scope and consequently on
the economic value of the patent has attractedladhalebate among different authors. Some
authors view the Doctrine of equivalence as anritige for substantial improvement on a basic
technology. Whereas quite many authors reject thenground that it may retard or inhibit new

technology, others also criticize the doctrine guiigalence as obscure and unpredictable.

B. Type of infringing activities

From the reading of our patent law, one would epdwithout stating any typical forms of
infringement. Art 24 envisages the right of receuagainst infringement without indicating how
infringement could occur and how to implicate llapito infringers for different infringing

activities.

As the course of events signifies, however, patefningement could take place in different
ways. The most common type of infringing activitiekes the character of direct, indirect, or
contributory infringement. Before looking at themmore detail, it is important to note that to
infringe, the activity must be carried out withabe consent of the patentee, and take place

during the duration of the patent.
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Direct infringement

Direct infringement occurs if a person makes, usesales the patented invention without
permission. As such, direct infringement involvesmediate engagement with the patented
product or process. It occurs irrespective of thevldedge of the infringer. This is to say that the
exclusive right granted to the patent owner doe¢sahow for any defense based on good faith or
ignorance. However, to request damage the patentest have marked his product invention

with notice of the patent or give actual noticaoinfringer.

Indirect infringement

Indirect infringement applies where a person faat#is the act of infringement. In the Fromberg,

Inc.V. Thornhill, it was held that:
Even if a seller does not commit dineétingement, if he asks or induces another to do
so, or if he sells a product with advertising ostinctions about an infringing use, and
intends to cause the buyer to make, use or sdtenfed invention, he may be liable for

inducing another to infringe as an indirect infiéng

Accordingly, if a person encourages another to malse or sell the invention without
permission, the person who induces would be lidbteindirect infringement. For indirect
infringement to take place, two elements need tmée first the patentee must establish that the
means supplied by the defendant relates to an teselement of the invention. Secondly, the
supplier must know or it must be obvious to a reabte person in the circumstances that the
means are both “suitable” for and “intended” toused in putting the invention into effect. The
imposition of a knowledge requirement ensures plaaties who do not knowingly benefit from

the misuse of a patent are not caught as indiné@hgers.

Contributory infringement

Contributory infringement is a recent concept tisategarded as a broader version of indirect
infringement. It occurs only in connection withaesof a component knowing it to be specially
made or adapted for use in a patented device aepsoand the component is not a staple article
suitable for some substantial non-infringing user. iRstance, if all parts of an infringing device

are sold by the person in a form so that they eapui together easily to make the infringing
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device, that person will be liable for a contribytanfringement. Also if two persons act in
concert so that each sells some of the parts reagetss make an infringing device, both will be
liable for infringement.

Although good faith or ignorance is defense foredirinfringement, that is not the case with
contributory infringement. Thus, it is a defenseda accused contributory infringer to show that
he had no knowledge that the goods were substgrgiatable only for infringement. However,
knowledge of the infringer could be easily presupaedthe contributory infringement is founded
upon the sale of items for which there is no sufigihuse other than in the patented invention. It
is, therefore, unlikely that a seller could marketh items without the knowledge that there was

an infringement occurring.

Defenses to infringement

Once the patentee has proved that the defendantdrsmed an activity that fall within the
scope of the patent monopoly, the obligation thefissto the defendant to show that the activity
is exempted from liability by one of the defensespatent infringement that are available to
them. Generally the exceptions balance the interespatentees against the interest of other
groups such as non-profit making bodies, reseancht@eaching establishments, prior users, as

well as the state. (See details of the exceptioextlusive patent right on pages?

Legal remedies to infringement

Assuming that infringement is established, it woddnecessary to designate the right remedies.
In general, the remedies could be civil or crimimddbst often than not, the successful plaintiff in
an infringement suit chooses damages or an accauotithe defendant’s profit. In view of this,
Art 24-of the patent proclamation provides thatplaéentee has a right of recourse against patent
infringement. However, from this provision one canisuccinctly tell the specific types of
remedies that a patentee might seek. Thus, to sudge appropriate remedies, we should
invariably resort to the civil code, civil proce@urode and the new revised criminal code.
According to Art 1674 of the civil code, the patmtan seek the following remedies:

A. Relief of injunction

B. Damage

C. Destruction of the infringing devices
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The other available legal remedy pertains to crahganction. In line with this, Art 720(2) of the
new revised criminal code provides:
“Whoever unlawfully so acts with respect to intetleal property rights, particularly
industrial designs, models, or patented inventiahgy registered and protected by
existing law or agreements, national or internatipshall be punishable by a rigorous

imprisonment not exceeding ten years”
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Chapter Nine Rights Related to Patent and Internatbnal Conventions
Under this section we will discuss certain areas #ine related, but do not form part of the patent
law. These subject matters include patent of intctidn, utility model certificate, plant

breeders’ protection, and industrial design.

9.1 Patent of introduction

Art.18 provides that a patent of introduction mag ibsued for inventions that are introduced
from abroad, and never patented before in Ethigpid,for which the introducer declares that he
takes full responsibility. It further requires thihe duration of patent under the foreign law must
not expire. Supposedly, its major purposes arertompte and enhance the flow of foreign

patent.

The requirement, and the right and obligationslakke to the standard patent are applicable to
the patent of introduction. However, little is knowas to whether the patent examined could
deny issuance of patent of introduction on the gdothat the foreign patented inventions lacks
novelty or inventive step. If we say yes, we mustréady to address how we could realize the
very purpose that underlies the issuance of patieintroduction.

The duration of patent of introduction is ten yeddat, where the patent examinee is satisfied
that the foreign patent works adequately, it mayc the patent of introduction by another five

years: time.

9.2 Utility model certificate

Essentially, utility model certificate is design&al afford protection to small inventions that
don’'t meet the measure of standard patent. In gtivesdictions, it is known by other self-

explanatory names such as small patent, petty {paed innovation patent. It is believed that
utility model certificate provides a valuable adiutit to the existing intellectual property rights.
Its proponent further argues that in many casesnpdaw is too difficult and expensive to
obtain, and that proper protection of innovations gmall and medium-sized enterprises

demands a cheaper, quicker system of protection.
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Under our patent law, utility model certificateissued for minor inventions that possess novelty
and industrial applicability. From this, one wowdnclude that the subject matters of ultility
model certificate are minor inventions. Now the gtien is: what is a minor invention? Is it an

essential validity requirement for the issuancatdity model certificate?

Our patent law does not define and determine tlopesof minor inventions, and hence the
subject matter of utility model certificate is nkhiown under our patent law, and there is no
indication, under our patent law that requires Hrainvention must be a minor invention, as an
essential validity requirement for the issuanceublity model certificate confers a shorter

protection.

Principally, the duration of utility model certiite is five years. But, it can be extended by

another five years where it is shown that the itle@rhas been used sufficiently.

9.3 Plant breeders’ right

As we have discussed earlier, patent law exclutied parieties. In part this was because of the
belief that the development of new varieties was @ad parcel of traditional farming practices
rather than a distinct activity of breeders. Howeuargely due to the growth of the seed
industries over the turn of the t?@entury, many states started to offer plant bneedght for a
new plant variety. Inour country, the plant bresteight is a new arrangement recognized by

the plant breeders’ protection proclamation no___

9.3.1 Validity Requirement

The plant breeders’ protection proclamation (hdter aalled PBP) requires that in order to be
protected, the plant variety must be new, distinoiform and stable. The requirement that the
variety be new is not as stringent as the noveltyiirement in patent law. As per the Art of the
PBP, a variety is new if there has been no saldisposal propagating harvested material in

Ethiopia more than one year prior to the applicatio

Under the PBP, the requirement of novelty takeseteatures. The first is that novelty is not

lost by prior use (for example, growth) of the \étyi but only by prior sale or disposal. As such
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a plant can be grown in some ones garden for ywéss to application and an application still

success. Indeed it seems that the applicant stidlims a plant variety even if they have given
away propagating or harvesting materials, as lanth& was not for purposes of exploiting the
variety. The second notable feature is that thalibpbequirement permits for a grace period.

That is, it allows for periods in which the apphtaan commercialize the plant prior to grant
without prejudicing the application. Thirdly, andijuniquely, the only disposals or sales to be
taken into account when considering the novelts particular variety are those by the applicant
himself or with his consent. Sales of material kiyied party that has independently developed
the same variety will not render the variety lagkin novelty. In such circumstances, priorities
are accorded to the first to apply. However, ndguoiion is given to the independent developer
via prior user’s right, as a monopoly may be grdritea person over an activity or trade which

someone else was doing already.

In addition to the requirement of novelty, the e&yyimust be distinct, uniform, and stable. A

variety is distinct if it is clearly distinguishabby one or more characteristics that are capdble o
a precise description from any other variety whesistence is a matter of common knowledge
at the time of application. Distinctiveness may rbeasured through visible differences in

outward appearance, such as height, size of lede@ge color. It may also be tested through
physiological differences associated with the \wgriparticularly chemical or biological,

structure, such as resistance to disease, oryailwithstand certain conditions.

A variety is uniform if it is sufficiently unifornin those characteristics that make it distinct.sThi
means that nearly all examples of the variety nestr the characteristics that make the plant
distinct. However, it is not necessary for a variet be completely uniform. This is to say that a
variety will still be uniform even if a few of thglants that are grown do not exhibit the critical
characteristics.

A variety is stable if the characteristics that makdistinct remain unchanged after repeated
propagation. The idea is that while a first genemamight be distinct and uniform, when a
second generation is grown a large number of dev@opear. This requires an assessment to be

made of the inherent capability of the variety &nain true to its original characteristics.
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However, as with the testing of uniformity, deviarhat appear as a result of pollination by

nearby crops are ignored.

9.3.2 Rights and limitation

A plant breeder’s right confers on the breedersxtusive right to commercialize propagating

materials harvested materials, and derivativesa. particular, a plant breeder is given the right to
produce or reproduce the variety, to harvest theenah for the purpose of propagation, and to
sell or offer for sale. In addition, the plant kategs right extends beyond the registered variety
to cover varieties that are dependent on the pexevariety. Dependent varieties include

varieties whose production requires the repeatedtithe protected variety.

The other important feature of the plant breedegdit is that it accommodates the competing
interests of developers, users, and farmers, iticpéar. According to Art---- acts done privately

and for non-commercial purposes, and acts doneeXperimental purposes are regarded as
justified acts. Furthermore, acts done for the psepof breeding or discovering and developing

other varieties do not infringe plant breedershtig

The other most important exception pertains taptinglege given to farmers. As per Art------

A farmer is authorized to use the product of hisvést for propagation or multiplication by him

on his farm, and to sow them in his farmland. Mever, he is entitled to sell the products of his
harvest in his farmland. However, it would congdétinfringement if the farmer sells the harvest
in the market, which in a way amounts to competinitp the proprietor of the plant breeder’s

right.

9.4 Protection of industrial designs

Industrial design rights are intellectual propetihts that protect the visual design of objects
that are not purely utilitarian. An industrial dgisi consists of the creation of a shape,
configuration or composition of pattern or color,combination of pattern and color containing
aesthetic value. An industrial design can be adwtinree dimensional pattern used to produce a

product, industrial commodity or handicratft.
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Industrial design rights can be acquired throughsteation, or by use (like prior user in trade
mark law). As such, industrial design rights carclkesated in registered or unregistered designs.
Unregistered industrial design rights are commoiménUK, and now under the European Union.
In many countries, however, industrial design sgéte acquired only through registration. Our
system of industrial design right is a typical exdenof the traditions which require registration

for obtaining industrial design right.

Our system of industrial design rights act affofide years of protection to industrial designs.
Such period may be extended for two periods of figars each by an application for renewal.
As such, subject to renewal, the protection of stdal designs is for upto fifteen years (15
years). During the existence of an exclusive riglotperson can "make, import for the purpose
of trade or business, or sell, rent or offer orasgfor sale or rent, any article in respect ofclhi

the design is registered.

Requirements for industrial design protection

Art. 46 provides that for an industrial design te protected, the design must be new, and
possess practical applicability. According to parg), an industrial design is considered new
when the sum total of its essential features ieidiht from that of another design known either
in Ethiopia or abroad and has not been disclosedth@we than one year before the date of filing
of the application. According to this provisiondasign will lack novelty if it is the same as a
design that is revealed by the prior art, or differs only in respect of immaterial details.

Largely, the concept of novelty in design law seéonise similar to that employed in patent law.
This is because in both cases novelty is decidegn of state of art. As per Art46 (2) (a), the
relevant state of art is that existing at the ddtapplication for registration or, where priority
date is claimed, the foreign date. And similartie patent law, the state of art covers designs

which are registered or published in Ethiopia amghdnere else in the world.

In addition to novelty, Article 46(1) requires thtae design must possess practical applicability.
This means that the design must be capable ofrgeas a model for repeated manufacture. In
other words, the industrial design should enabée itidustry to produce a product, industrial

commodity or handicraft.
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Exclusions

Not all designs qualify for protection under theustrial design rights. Although the window of
exclusions are deep and wide in other jurisdictions system of industrial design right excludes
only the following matters: a) an industrial destbat is contrary to public order or morality, b)

an industrial design that serves solely to obtamchnical result.

9.5 International treaties

Not surprisingly, international treaties have Iguigyed an important role in shaping national
laws. The international treaties which in one weayanother deal with the creation, protection
and limitations of patent rights are the Paris @ntwn, the Patent Cooperation Treaty, TRIPS,

and the Rio convention on biological diversity.

9.5.1 Paris Convention
The Paris Convention for the Protection of IndastAroperty, signed iRaris France onMarch

20, 1883 was one of the firghtellectual propertyreaties As a result of this treaty, intellectual

property systems, includingatents of any contracting state are accessible to th®mas of

other states party to the Convention.

The other important feature of the Paris Convenigaiat it established the principle of priority
right. The priority right provides that an apphtdrom one contracting state shall be able to use
its first filing date (in one of the contractingatt) as the effective filing date in another
contracting state, provided that the applicantsfilmother application within 6 months (for

industrial designsandtrademarky or 12 months (for patents amdility modelg from the first

filing.
9.5.2 Patent cooperation Treaty
The Patent Cooperation Treaty (PCT) isiernationalpatentlaw treaty concluded irf97Q It

came into force as of 1978. The key feature ofttéaty is that it provides a unified procedure

for filing patent applicationso protectinventionsin each of its Contracting States. A patent

application filed under the PCT is called an in&gionalapplication or PCT application.
Under the PCT, an applicant can only apply to derivational office and get an international

preliminary examination. It then results insaarchperformed by an International Searching
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Authority (ISA), accompanied with a written opinioagarding thgatentabilityof the invention
which is the subject of the application. It is optally followed by a preliminary examination,

performed by an International Preliminary

9.5.3 TRIPs

The basic feature of the TRIPs is that it aimsedtirsgy common standards with respect to the
requirements of patentability, and the subject ematbf patent which should be applied in the

contracting states. In spite of its underlying chjees to standardize national laws on the patent
system, it is often criticized for its failure thav a demonstrable advances from international
treaties adopted before it. While the developecdhtieas wish for expanding the subject matters

of patent so as to include particularly the patentf the byproducts of genetic engineering,

most of the developing countries require that TRdRall ensure access to food, medicine and
genetic resources. As such the member states dhe iprocess of reviewing and updating the

1994 agreement. While the details of the negotiatiare still unclear, one area that is on the
agenda is the review of Article 27.3(b). This pd®s a limited exception in relation to plant and

animal inventions to the general rule that patehtauld be granted in all areas of technology.

9.4.4 The Rio Convention on Biological Diversity

The Rio convention on biological diversity was gdnn June 1992. While the convention was
not directly concerned with patent standards, ralis a new approach to the way biological
resources are used. The convention provided demgi@ountries with an opportunity to voice

their unhappiness at the exploitation of indigen@s®urces by firms from the developed world.
There have been numerous examples of situationgewthés has occurred: The Neem tree
traditionally used in India to make medicines andecticides has been the subject of thirty-
seven patents in Europe and the USA, there have dqgaications relating to the use of turmeric
for treating wounds, and inventions based on gemediterial obtained from the Hagahai people,
a small ethnic group in Papua New Guinea, have lmsanted. The Rio convention on

biological diversity offers a potential basis tontol the uses made of traditional knowledge.
The preamble recognizes the close and traditioepkexdence of many indigenous and local
communities embodying traditional lifestyles on lbgcal resources. It also recognizes the

desirability of sharing equitably the benefits ggsfrom the use of traditional knowledge,
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innovations and practices relevant to the consenvaif biological diversity and the sustainable

use of its components.

While the Rio convention may not have an immediaieact on patent law, it does represent a
change of attitude towards the way natural ressuace exploited, which may impact upon the
way patents are viewed. In particular,r it may helpundermine the pro-patent attitudes that

have dominated for the last forty or so years.

Self check questions
1. What are the specific policy matters that uridehe patent system?
2. Z obtained a patent for a cylinder shaped mawgeon July 2007. Unlike the killer traditional
mouse trap that invariably exposes children to ammation with the viruses of the deceased mice,
the purpose of the mouse trap is to trap mouse &liww the jar of water in the cylinder. It is aye
safe device. Moreover, a single cylinder shapedsadrap can be reused indefinitely without the
risk of contamination of virus from the drowned micIn the course of transaction, however, Z has
known that Y is manufacturing and marketing ovahmdd mouse trap that contains a jar for
immersing mouse alive. While the oval shaped mdtese performs a similar purpose like the
cylinder shaped mouse trap, the oval shaped moasdurther involves a ring attached in the upper
outer end of the jar that is used for alarm whenrttouse is immersed to the jar alive. The purpose
of the alarm as described in the product of thel @wmped mouse trap is to give notice for
immediate disposal of the mouse.
Supposing that Z asked you to give him advice ortivr to sue Y, what possible theories of
infringement would you use to develop your actiagsinst Y.? And assuming that you are the
judge looking into the matter how would you resaive case?
3. Discus the basic difference between the req@rgmof novelty and non-obviousness.
4. Discus whether the private use of informatiod emernet sources constitute state of art.
5. Some people argue that patent right does natusthvith respect to specific articles placed in

foreign market. What is your reflection? Does thetent law make a distinction between
domestic

and international exhaustion?

6. Discus the requirements for plant breeder’strighight of the standard patent.
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7. Try to state the basic reason why the requiréraenon-obviousness is missing under the utility

model certificate.
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Part four Trademark law

Chapter Ten Protection of Trademarks

Introduction

In the ancient times traders applied marks and sysnto indicate ownership. For example,
Egyptians, around 2000 BC, used to brand theilegatind marked their sheep as a way of
identifying their livestock. Similarly, merchanttsa marked their goods. To specify the source
of the goods the original, function of tradematierefore, was simply to indicate the source or

the owner of the goods or animals.

An important change to the traditional role of &athrk occurred around the beginning of the
20" century. In this period, trademarks shifted froeinly merely indicators of origin to valuable
assets in their own right. Thus, trademarks becemsieumental to build consumer goodwill.
Indeed, the mark itself (accompanied by advertjsgaye rise to a desire for product that was
distinct from a desire based on a belief that tteelpct would be of a particular quality. As such,
the trademark serves more as a marketing tool lessxdas a means of identifying a product’s

source.

Nowadays, trademark is taking new characters. Wtheetraditional and the modern notion of
trade make functions to identify source and buibdhmercial reputation, recent developments
demonstrate that trade mark extends beyond a miaaksgmbol to encompass the personality,
style, or aura associated with a particular pradActypical example of this is the coca-cola,
which is perceived as more than a product, a répuatéor a quality and a mark. Instead, it is an
image and a way of life that is instituted throuyke presentation, marketing, advertising and

packing as well as the production of the product.

Objectives

After going through the Unit, you will be able to:
» Understand the basic notions of trademarks law
» Explain the justification for trademarks law

» State the procedures for registration of trade sark
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» Analyze the grounds for refusal of trademarks tegfi®on
» Discuss issues related to infringement and enfoec¢mf trademarks

> State the basic features of international convastan trademarks

10.1.1 Definition of trademarks

Trademarkis a broad subject matter. At the general levestam and positive law defines the
notion of trademark as any sign or mark that diggtishes the origin of one product from
another. Of course, even in our days, the mearfiaghwark or sign is not adequately established.
As such, although trademark owners welcome the -epeled notion of a trademark, some
notorious problem has occurred in relation to reglslity of certain marks. In particular, it had
been endlessly argued whether the shape of goadsansory marks” such as smell and sounds
are marks eligible to trademark registration. Ba ts it may, the notion of marks or sign is ever

increasingly expanding.

The extended notion of trademark can be observedbdlking at the trademark statutes of
different countries. The British trade act of 19f%,example, defines trademark as:
“Any sign capable of being represented graphicadiyd which is capable of
distinguishing goods or services of one undertakiom those of others. A trade
mark may, in particular, consist of words includipgrsonal names, design,

letters, numeral, or the shape of goods or thakaging”

According to the above definition, for a trade m#wskbe validly registered, it is necessary to
show that it consists of a sign. Indeed, no stayudiefinition is given as to what is meant by this
term. However, it is construed that the non-exhaedists of trademark under the definition
potentially allows other things that are capablalistinguishing the origin of one product from
another. While not mentioned under the definitidnywas held that colors are prima facie
registrable where they are used as a trademarkndire problem being showing that the mark is
distinctive. It was also contended that sensorykmare eligible for trademark registration.

Similar to the British 1994-trademark act, the TRIBrovide that.
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“Any sign or any combination of signspaéle of distinguishing the goods or
services of one undertaking from other undertakingll be capable of constituting
a trademark. Such sign, in particular words inclgdpersonal names, letters,
numerals, figurative elements and combination athssign shall be eligible for

registration as trademark”

Perhaps, the above definition is the most comprehensive definition of trademark.
Unlike, the British 1994 trademark act, the TRIPS explicitly make combination of colors
as sign eligible to trademark registration. It can also be argued that there is nothing that
can be used as a mark, save absolute and relative ground for refusal of trademark
registration under national legislations (see---).
When we look at our trademark law, the proclamalion50/2006 for trademark registration and
protection defines trademark as:

“Any visible sign capable of distinguishing goods services of one person

from those of other persons. It includes desigttede, numerals, colors or the

shape of goods or their packaging or the combinatibereof”
Comparatively the above definition seems to beavarin scope. Unlike the TRIPS and the
British 1994 trademark Act, it requires that thgnsmust be visible. Its Consequence is that it

excludes non-visible marks such as signs, smetissannds.

10.1.2 Basic features of trademark

Trademark is wieldy known by its two related feagirsign and distinctiveness. While the
registrability of marks varies from one jurisdicticco another, it is required under any
jurisdiction, that it must be a sign that is capabi distinguishing one undertaking from another.
Deep inside, the bound of ‘sign’ is always ill deteed. In many jurisdictions, it is an open-
ended bundle that potentially represents anythoigect, color or sense that is capable of
distinguishing the origin of one product from aresthThere are few exceptions to the open-
ended notion of the term ‘sign’. The most typicehmples of such exceptions is found under our
trademark registration and protection percolatiwat £xcludes non-visible signs such as sound,

smells, and possibly tests.
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The other fundamental features of trademark istiftiiveness” which represents the phrase ‘---
capable of distinguishing one undertaking from éhad other undertakings. Naturally, a

trademark must be distinctive if it is to servefiiaction of identifying the origin of goods and

services. As such modern trademark law is foundethe principle that trademarks function to
guarantee to the consumer or end-user the ideortityigin of the product to which it is applied.

Hence, if a trademark is to protect consumers fd@moeption or confusion over what they are
purchasing, then the trademark must be identifiabtdifferent from other marks.

In the course of transaction, distinctive marks'tdonly serve to identify the origin of products

but also they become instrumental in building comuiaé reputation. As such, to the owner of

the mark, trademarks serve as a marketing tods$ iown right.

Having regard to the role it plays, trademark isamably bound to be distinctive. The

jurisprudential question rather converges on whabi distinctive mark.

The jurisprudential debate that surrounds the dbarar nature of distinctiveness is not over.
However, it is often said that marks that desc(theEnce descriptive mark) the nature, quality or,
guantity or type of a product are straightforwaahistinctive marks. For example, ‘soap’ for
soap is frequently mentioned as typical descriptesen. Similarly, orange for orange would

serve only to confuse the consumer, for it would iething about the different origins of a

selection of oranges produced by different prodsicer

The most distinctive marks are arbitrary or fanciarks. Arbitrary and fanciful marks are
naturally unrelated marks to the goods they ardieppo. As such, they convey nothing about
the nature of the product except through knowleoligéghe market. For example, the numeral
symbol B29 conveys nothing about soap except teetkoowledgeable about that trade.

However, it must be noted that an originally dgsore mark may turn to be distinctive at
market place through the use of the mark by bujars relatively longer period of time. For
instance, the mark “red” would be descriptive oplag, and then, ineligible for trade mark
registration. However, if a producer effectivelynkets his apples with the term ‘red’ and if after
a while consumers immediately associate the mag#t”“with only one producer or apples, the

consumer identification makes the mark eligibletfademark registration. A ‘Red’ apple, under
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the example, connotes a certain producer, andatotscat all. The second meaning that a mark
acquires through its continuous use by buyers @sviknas secondary meaning.
Secondary meaning is acquired rather than inhewshis developed in the market
place through use that makes the mark distinctiveeowner’s goods or service. It
essentially implies that an otherwise descriptiverkrhas been used so long as it
has come to be synonymous with the goods or sewitbewhich it is connected, at
least with respect to the contents of the partictdade and with respect to the

consumers with the market.

At least theoretically, proof of secondary meaniadlifficult to establish. Under the United
States trademark, there is an established pratttaterequires the applicant to demonstrate five
continuous years use of the mark in the marketcklea user of the mark who shows that he has
used the mark for five continuous years may berfiefin the presumption despite the fact that

the mark is facially descriptive or non distinctive

10.1.3 Trademarks Vis -a -Vis related concepts

A. Trademarks as distinguished from patent and copyrigt

Before, we expose the difference between trademarid patent and copy right, it would be
helpful to explain how they are related to eaclent®r what similar features do they share? It is
long established that trademark, patent and colplyae the major subject matters of intellectual
property law. In simple parlance, intellectual pedy law regulates the creation and exploitation
of intellectual assets. Even in the jurisprudencatellectual property law, the term “intellectual
asset” is broadly construed to include ideas, esgpoa of ideas, sign/mark, or design etc.
Broadly classified, patent protects ideas (or itiventhought) that brings a specific solution to a
problem in the field of technology, copy right pots expressions, and trademarks protect marks
or signs that are capable of distinguishing thegioriof one product from another. Thus,
trademark is related to patent and copy right beedtudeals with protection of intangible assets
that do not have material existence in their ovghtri In other words, trademarks, patent and
copyright are related to each other because thagedhe incorporeal nature and character of
intellectual property law.
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Apart from being the subject matters of intellettpeoperty, largely, trademarks, patent and
copyright are distinguished from each other botlpumpose, and content. Trademark protects
marks or signs that indicate the commercial soofcgoods or services. However, trademark
cannot be used to stop others from copying the g@odservice to which the mark is applied.
This is not, however, the case with patent and aagyt. Both patent and copyright prohibit

unauthorized copying of goods by third parties.

Furthermore, the arguments that are used to juptifgnt, and copyright, which focus on the
protection of labor and personality (whether a®gadion of a right or as a reward) are difficult
to apply to trademarks. For example, while pateaw Irequires that the inventor must
demonstrate a novel thought that is never antiegbatfore, a trade mark may consist a personal
name, or numerals or shape or a word that is alr&adwn and in use in the public domain
matters. Similarly, copyright law requires thatvark must be original, i.e. a work must be the
author’s own creation. However, it is immateriabdeana trademark law that a mark is original,
or known. As long as a mark is capable of distisging the origin of one producer from those

of other products, it would be eligible for tradeteegistration.

B. Trade name-Vs- trademark

Consumers are sometimes confused on the differbrteeen trademarks and trade names.
However, even if they appear to be similar, they different in that a trademark is attached on
goods, whereas trade name is simply a business.némesuch, trademark indicates the

commercial source of goods, but a trade name isdh®e by which a business is known by third
parties and the state.

C. Trademarks and Goodwill

The fundamental advance in the function of tradéniathe late 28cis that trademarks have
become marketing instruments in their own right. ng a mark, traders have shifted their
focus from indicating that the products originatesin them to building a good will on their
marks. Good will is the ineffable thing, the magsmtthat leads customers to return to the same

business or buy the same brand. In the IRC .V. M@Co’s Margarine, case it was stated that

Balew Mersha, G/Hiwot Hadush Page 267



Law of Intellectual Property | 2008

- Goodwill is a good name or reputation that conneotssumers with a business. It is
the attractive force that brings in custom. Ithie bne thing that distinguishes an old-
established business from a new. Goodwill is theebeand advantage of the business
at its first start. The goodwill of a business mestanate from a particular center or
source. However, widely or extended or diffusediriffuence may be, good will is
worth nothing unless it has power of attractiorfisight to bring customers home to
the source from which it emanates. Goodwill is cosgal of a variety of elements. It
differs in its composition in different trades aimddifferent businesses in the same
trade- one element preponderate here and anotdmaeet there.

As the above paragraph expounds, the goodwill rhase a power of attraction sufficient to
bring customers home to the source from which iamabes. Accordingly, the fact that a trader
has started business does not necessarily mearthdérat will be goodwill. This is because
customers might use the business; purchase thesgmodervice, because it is conveniently
located or just because it is there. Rather, fardgall to exist, customers must be buying the

goods or using the services as a result of theaépo that they have developed.

The manifestation of goodwill as described abowarseto be envisaged under our Commercial
Code. Art.130 provides that “the goodwill resultsrh the creation and operation of a business
and is a value that may vary according to the gmobdbr possible relations between a trader and
third parties who may acquire from him goods ovees.” As per this provision, for goodwill
to be created, there is a business in operatiomedder, there must be commercial relationship
between the business and customers. The probldmthist provision is that it does not explicitly
envisage whether goodwill arises in relation to kesaname, sign or logo. The provision seems
to imply that good will is associated more withdeaname (i.e., business name) than trademark.
However, despite the vagueness of Art.130, it still be absurd to contend that goodwill is not
concerned with marks. It is clear that goodwiltypically developed through the use of words
such as Coca Cola, Nike, Abyssinia (spring watkgt tare understood as indicating that a
product or service emanates from a particular tezigce. Thus for the provision to make sense,
the phrase ........ "From the creation and operatioa lofisiness...” must be construed flexibly to
include marks as manifestation of goodwiill.
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10.1.4 Types of Marks
There are many types of marks that are capablésbhguishing the commercial source of one
product from those of others. This section pres#msmost commonly known marks, namely,

trademark, service mark, collective mark, certiiima marks.

Trade Marks and Service Marks

Originally, the term trademark was understood derrieg to a mark or a sign that indicates
origin of product or goods or services. Howevemwamntionally, the reference to trade marks
became narrow, representing only marks that appliexttached on goods, not services. As such
trademarks that apply on goods are sometimes eefdo as product trademarks. In essence,
service marks are trademarks, and hence they anéigdl to trademarks in all respects, but they
are different from trademarks in that they are usethdicate the source of services instead of
goods. Under our trademark law, trademarks andcsemarks are regulated in the same way.
To constitute a service mark, a word, phrase, vicdanust be something more than simply the
business name of an enterprise. This is no mone $aging that the mark must identify and

distinguish the service rendered, more than idgntifthe enterprise as a business organization.

Certification marks

A certification mark is used in connection with ggoor services to indicate that those products
or services originated in a particular region, lwattthey are of a particular nature, quality, or
characteristics or that they were produced by a Imeenof a particular organization. The
certification mark helps an organization to indécttat the goods or service meet certain quality
or standard, thereby excluding all others from mgkihe same claim with the same or similar
marks that might cause confusion. However, it nbeéshoted that the ownership of a mark does
not convey what ordinarily are thought of as exeksright. In particular, the owner of a
certification mark cannot prohibit use of the maokanyone who maintains the standard or
characteristics of the mark.

Generally, certification mark are subjects to teguirements for the registrability of trademark.
However, unlike trademark that prohibits use ofgyaphical names, a certification mark can be

used to certify thgeographic origin of goods or service.
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The certification of mark does not seem to haverextinto the body of our trademark law. It is
not envisaged under the commercial code. And isdu# seem to be suggested under the new
trademark registration and protection proclamatether. However, in other jurisdiction, it is as
important as trademarks, and collective marks. ThAeham Act, in the USA, for example,

provides for registration and protection of cecafion marks.

Collective marks

Collective marks generally provide a device by wh& number of individuals can identify
themselves as members of a particular group. licatels that either goods or services are
produced by members of a collective group or simpljicates membership in a particular
group. There are two forms of collective marksiexilve trade (or service) mark, and collective
membership marks. Collective trademarks are conwagdtmarks in the sense that they indicate
the origin of the product or service, which is amber of the group. However, it does not confer
ownership of the mark in the producer or providert in a group of which each producer or
provider is a member. On the other hand, collecthembership marks are used to indicate

membership, not origin of goods or services.

Under the new trade mark registration and protagbieclamation, collective trade mark means
‘a trade mark distinguishing the goods or servicemembers of an organization, which is the
owner of the trade mark.” This provision underlinggt collective trademark is used to
distinguish the goods or services of members ofoeganization. And it provides that the

ownership of the mark belongs to the organizatiat,individual members

10.1.5 Justifications for the legal protection ofrade marks

A number of different rationales have been usgdgstfy trade mark protection. The arguments
which are used to justify copyright, designs, petewhich focus on the protection of labor and
personality are difficult to apply to trade marK#is is because while some trademarks may be
invented, novelty or originality is not a preredtés Rather, the justification for trade mark

protection relies on the capacity of the trademaoksupply information on the quality of the
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goods or services that the mark is applied the thedethical issues that govern fairness in

business.

Information

Perhaps the most convincing arguments for the gtiote of trade signs is that they operate in
the public interest insofar as they increase thmplyuof information to consumers and thereby
increase the efficiency of the market. These arguskighlight the fact that trademarks are a
short hand way of communicating information thatghasers need in order to make informed
purchasing choices. By ‘preventing others from @ogya source-identifying mark’ trademarks
law reduces ‘ the customer’s cost of shopping amld#ting purchasing decisions, for it quickly
and easily assures a potential customer that tiws-the item with this mark —is made by the
same producer as other similarly marked itemstbadr she liked( or disliked) in the past.

The information provided by the mark is particwarmportant in relation to goods that a
consumer cannot judge merely through inspectioner@/the quality and/or the variety of goods
is not readily apparent, trademarks enable consuneechoose the product with the desired
features. Trademarks also encourage firms to maict@nsistent quality and variety standards
and to compete over a wide quality and variety. <eéguaently, it has been said that the

“Primary reason for the existence and protectiotrademarks is that they facilitate and enhance
consumer decisions and... they create incentivedifims to produce products of desirable

gualities even when these are not observable bptochase”.

Similar to the above assertion, our trademark tegien and protection proclamation
no.501/2007 under its preamble provides that ‘. demmark ...play an important role in guiding
customers’ choice and protecting their interests’.here the trade mark registration and
protection proclamation does not explicitly menttbe function of trade mark registration as an
incentive for the production of quality productsowever, by emphasizing on the source
identifying role of trade mark registration, it che contended that our trade mark registration

and protection proclamation as well encourageptbduction of quality products.

Ethical Justification
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Ethical arguments have also been used to justéytrdde mark regime. The main ethical ground
for the protection of trademarks is based on tlee iof fairness or justice. In particular, it isdsai
that a person should not be permitted ‘to reap e/bieey have not sown’. More specifically, it is
said that by adopting ‘someone else’'s mark, a peisotaking advantage of the goodwill
generated by the original trade mark owner’. Thiotigs agricultural metaphor, the justification
for protecting trademarks is linked to the broadeznas of the protection of traders against

‘unfair competition’ and ‘unjust enrichment’

While the classical cases where a trader uses swraee’s trademark on identical goods are
clearly objectionable under the principle that espa should not reap what he has not sown, the
principle has also been used to justify more extengrotection. For example, it is said that the
objection to comparative advertising is that eveough it does not confuse consumers, it takes
advantage of the reputation that the earlier ttaebuilt up. Similarly, the objections which are
made to marks being used on dissimilar goods isithakes advantage of the repute of earlier

mark.

Other ethical arguments have also been used tfyjtrstde mark protection. For example, it is
sometimes argued that the misuse of trademarkssigi¢d by reference to moral norms which
treat truth- telling as a core good (rather thamasessary for the maintenance of efficient
markets). As such it is argued that the law oughdliow a person who suffers harm as a result
of lying to bring an action against the liar. Migresentations as to the source of goods are
equivalent to lying or deception and are simply nggoWhile arguments of this sort would
justify the law of trademark in some form, they Wbunot appear to justify the protection of one
trade mark owner against the innocent adopter ofagk, nor against uses which the public
would not understand as indicating a business agimmmewith the owner. As such, it would only

support a very narrowly confined law of trademarks.

10.2 Acquisition of rights and registration of trademark
10.2.1 Acquisition of rights

It is asked how and when a person may acquiresrigier trademark. In particular, it is asked if

a person could obtain trademark right by attaclaimgark over his goods or service or even by
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advertising his desire to use the mark in the &utur connection to his products or services.
Certainly, trademark right is not automatic to thee of the mark over goods or services. In
many countries right in trademark emanates fronorpuse, and registration, or only from

registration of the mark.

The concept of prior use has been hatched andagpeeein the common law trademark law. As
such, prior use is understood as the actual usensérk in the market place over a reasonably
extended period of time. It has the same effedt vagistered trademarks. Thus, like an owner of
trademark by registration, the (the prior user) peshibit similar or identical use of the mark by
others. However, while objecting to similar marltse prior user assumes the burden of proving
that his mark was actually in use in the marketgl@r some reasonably longer time before the

use of the mark by the defendant.

The other most common acquisition of trademarkeigistration. According to this method,
rights in trademark become effective only afterudy cestablished authority registers it. In many
countries, rights in trademark are acquired bystegfion. Our country is one of them. As per
Art.4, a right in trademark is acquired and is loigdon third parties upon the grant of a

trademark registration.

10.2.2 Registration of trade mark

As discussed earlier, many countries require negish of trademarks as a validity requirement.
Some authorities resist the registration systencasplicated, expensive and unnecessary.
However, it is thought that the advantages of thgistration system outweigh its potential

disadvantage. In particular, it is argued that tbgistration of trade mark would enable third

parties to discover whether other traders had @dithe right to use a particular sign and, where

necessary, to locate the proprietor of the sign.

The registration process involves certain procdditegps. Under our trademark registration and
protection proclamation, the registration procems loe divided into four stages: I) filing of the

application, ii) examination, iii) publication, opgition, and iv) registration
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A. Filing of the application
As per Art. 8, an application for a trademark ragitson shall contain:

i.  Request for registration, including the name andregs of the applicant, in the form

prescribed under the regulation.

ii.  Statement of the goods and services for which thek s to be registered.

iii.  Three copies of a reproduction of the mark (a regw&tion of the mark).

iv.  Prescribed fee as may be determined by the regulati

v. One trademark.
Some of the above requirements are self-explanafoys, we shall discuss only those
requirements that demand further explanation.
Listing of goods or services
To the trademark registrar, it is highly indispdrisahat the applicant precisely states goods/or
services to which the trademark register applidgs Ts simply because the statement of the
goods/services determines the scope of the matk8 ) (b) requires not only listing of goods
or services but also their international classifara Although there is no indication, the
international classification referred to under tprevision may perhaps mean the international
classification of goods or services adopted in 19%7Nice. Under the Nice international
classification of goods /or services, there areiyhour classes of goods, and eight classes of
services. The purpose of the classification processainly to facilitate the searching of earlier

competing marks.

Representation or reproduction of a mark

The trademark applicant is also required to deposépresentation of the mark. Among others,
reproduction of the mark helps to define the soolpthe trademark owners right and delineate
exactly what sign is protected. It also helps teuee that third parties are able to search the
register and to ascertain things such as the sobpeisting marks and to determine whether a
fresh application conflicts with earlier marks. Arhally, the reproduction of the mark
requirement makes the bureaucracy dealing wittsige its classification and comparison with
other signs, more manageable.

Prohibition of series of marks
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Art.8 (2) provides that an application for registva shall cover only one trade mark. This is
clearly a prohibition of a series of marks undee application i.e., one application for one mark.
It is not clear why it prohibits register of a s=riof marks in a single registration. In other
jurisdictions, say in the UK, an applicant is alkxvto register a series of marks under a single
registration. And its major purpose is to reduceshucracy, and other expenses. In registering a
series of marks, the applicant is required to idela separate representation of each mark in the

series.

B. Examination

Once the filing process is completed, the regidueather conducts a search for similar marks,
and an examination of the application to ensuré tha proposed mark does not cover the
inadmissible marks envisaged under the trademayiktration and protection proclamation. In

particular, the registrar, investigates whethermtewosed mark:

> Fulfills the formal requirement under Art.8

» Complies with the substantive requirements undés.A&and 7

C. Publication and opposition

Once the registrar accepts an application, the s will be publication of the mark. The
purpose of the publication, as per Art. 12, is ltova third parties to oppose the registration of
the mark. As per Art.12, the invitation for oppasit may be published in the intellectual
property Gazette or a newspaper having nation wildelation at the cost of the applicant. This
may also be supplemented by a radio or televisioadrast or a website notice. However, while
opposition, as per Art.12, occupies an importaat@lin the registration process, it has made it
costly. As per Art.13, opposition is not going ® for free. Thus to file opposition, the opposing
party has to pay a prescribed fee. | suggest fthat requirement of opposition fee would
discourage third parties from instituting their oppiion. And, as such, the legislator does not
seem to have contemplated that the opposing pauid de residents (perhaps poor people)
other than traders, as opposition of a mark on mewf morality, for example, may invariably
need the comment or opposition of residents. Thusloes not sound fair to request the

community to pay simply for challenging the regasiton of a mark.
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D. Registration

Substantive requirements and the subsequent anzmoent for opposition registration of the
mark come into picture. Thus as per Art.15, whéee registrar is convinced that both formal
and. As has been discussed, registration is notratic to the filing of application, nor is it a
very short process. It further involves examinatignthe registrar, and a hearing for opposition
by third parties. Largely, due to the expansiorinofustries and commercial services, and the
corresponding proliferation of marks, as well as mhass of exclusion to marks, there is no less
probability that the applicant may fail. The regasion, an the last day, would, therefore, make
the applicant flourish or perish. After going thghuan examination of the mark in light of
formal and substantive requirements, and the sules¢gannouncement for opposition,
registration of the marks follows. Art.15 providist where no effective opposition is made,
the registrar should register the mark. Noticeegfistration may be made in the same way to the

notice for opposition. However, it should be notbdt the decision of the registry could be

appealed to the regular courts having jurisdiction

10.3 Eligibility of trademarks for registration

Although the role of trademark is ever expandingdoel our imagination, primarily, it serves to
indicate the origin of goods and/or services. Tthesstandard for the eligibility of trademarks
for registration is basically determined whether thark is distinctive. Generally, a trademark
shall be eligible for registration if it fulfillshe following conditions:

a) It must be a sign as defined under Art.2 (12) whicthudes words, designs, letters,
numbers, colors or the shape of goods or their giolg or the combination
thereof;

b) It must be capable of being represented graphieallgnvisaged under Art.8(3)(a);

c) It must be capable of distinguishing goods or sewiof one person from those of
others;

d) It must be used or proposed to be used in relébigoods and services;

e) The use must be for the purpose of indicating otosadicate a connection in the
course of trade between the goods or servicebeasase may be,

f) And some person having the right, either as pedgr or by way of permitted user,

to use the mark.

Balew Mersha, G/Hiwot Hadush Page 276



Law of Intellectual Property | 2008

10.4 Trademarks ineligible for registration

Generally, trademarks are inadmissible for redistnaif they fail to meet one or more of the
conditions for eligibility of trademarks for regiation. In addition to the exclusion of marks that
may be implied from the condition for trademarkisém@tion, our trademark law lists several
grounds for inadmissibility of marks for trademasdgistration. For simplicity the grounds for

exclusion of marks can be divided into: absolutaugd, and relative grounds for refusal.

10.4.1 Absolute grounds for refusal
Absolute grounds for refusal refer to the exclussdnmarks on the basis that they contravene
with the substantive requirements. These includddhowing categories of trademarks:

i.  Non-distinctive

ii.  Descriptive marks

iii.  Misdescriptive marks

iv.  Marks contrary to public morality
Non-distinctive
Art.6 (1) (a) cum.Art.5, provide that trademarksattlare not capable of distinguishing goods or
services of a person from those of other persoal st be eligible for registration. Putting this
in other terms, marks that are devoid of any disithe character are not eligible for registration.
Thus, by ensuring that the only marks that aresteggd are those that are distinctive, the law
helps to ensure that trademarks function as inalisaif origin. Now, the most difficult question

is what is not distinctive? Or, what does devoidlistinctive character imply?

The trademark registration and protection and ptmte proclamation does not explicitly
provide lists of non-distinctive marks. Howeverr the inadmissible lists under Art.7, we can
identify some typical examples of marks that arelwded nearly as non-distinctive. These
include:

a. A trade mark consisting exclusively of signs origadions which have become
customary in the current language use in relatosuch goods or services for
which the registration of a trademarks is applied which have become
customary in economic and business activities.

b. A trademark that consists exclusively of the suraaifthe applicant
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The first exclusion is founded on the basis thargwne should be allowed to use a sign or a
mark that has become customary (or commonly usethe current language. This in a way

prohibits monopoly over marks that are public daomdihere is, however, an exception to such
prohibition. This occurs, as per Art.6 (2), wherésishown that the trademarks have been used
in Ethiopia as distinguishing the origin of a protithat it applies to. This presupposes that there
were no other people who have used the mark. $thér people were also using the trademark,

the mark would lose its distinctive quality, andbe the exception would not apply.

As regards surname, it is thought that they laskirettive quality. This is partly motivated by

the inconvenience that the grant of right would éhapon other traders who shared the same
name. As such, third parties cannot be prohibitedse their name or, even the name of others
that could be similar to other trademarks. Thusemehtwo or more people use the same surname
or family name, consumers would not be able torassthat the name operates to indicate one

particular supplier.

Descriptive marks
The secondabsolute grounds for refusal of trademarks relatedéscriptive marks. Art.6
excludes from registration trademarks which coneigtlusively of sign or indications which
may serve, in trade, to designate the: i) kindJiguauantity, i) intended purpose, iii) value)i
geographical origin, v) the time of production bétgoods or of the rendering of the services or
vi) other characteristics of the goods or services.
Although, exclusion of descriptive marks which dwierize goods or services is in part
motivated by a desire to protect traders, the pymeason why the various marks are excluded
is that they would not of themselves be taken ateustood by customers to indicate the origin
of goods.

“The more apt a word is to describe the goodsmaaufacturer, the less apt it

is to distinguish them from the goods of others.”

Before looking at each of these subcategories irerdetail, let's make a general explanation on
the idea of “exclusivity.”

Exclusivity
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The exclusion under Art.6 (1) (e) applies wheretthdemark consist exclusively of signs which
characterize the goods and services. This gives tosthe question of what is meant by
‘exclusively’?

The term ‘exclusively’ is often construed as comgrthe whole of the mark. In other words,
‘exclusively’ means that the whole of the mark miistdescriptive. This implies that if it can be
shown that part of the mark is non-descriptivel tren it will fall outside the remit of Art.6 (1)
(e), as long as that part is not significant orrmdi@im is. Thus marks that are made up of
descriptive and non-descriptive matter can be texgd. For example, ZUM fruit could not be
treated as being ‘exclusively’ descriptive of feuiecause while fruit is descriptive, ZUM is an
arbitrary term. However, it must be noted that akneould not become registrable by the mere
addition of trivialities, such as the addition @éfix or affix terms, or prepositions such as ‘The’
This is to say that for a trademark not to fall @ndrt.6 (1) (e), it is necessary that the addaion
element is fanciful, imaginative, unusual or peauli

In effect, there must be some part of the mark \{alend beyond the descriptive parts) that is
distinctive. With these general points in mind, wew turn to look at the categories of
descriptive marks excluded under Art.6 (1) (e).

) Kind, quality or quantity
As per Art (1), marks, which exclusively serve &sdjnate the kind, quality or quantity of goods
and services, are excluded from trademark regstratFor example, a mark that says
“colligate”, for a colligate products is ineligibl®r trademark registration because the mark
designates the kind or the type of goods as opptmsedn-related terms. And similarly use of a
mark, which reads ‘*hair curl’ for an ointment tlmakes hair curl, would not be registered as it

simply indicates the quality or the function of ty@ods to which the mark applies.

i) Intended purpose

A mark that describes what the product does, ggests what the consumer is to do with the
product or outlines would not be registerable. @guently, a phrase such as “Great excitement
“would not be registerable for alcoholic beveragesause competitors might wish to use the

phrase when advertising their own products.
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i) Value

Trademarks that consist exclusively of signs tlef¢rto goods or services will not be eligible
for trademark registration. The reason is that soress are unlikely to treat references to value
as indications of origin. It also ensures that otinaders are free to usmmmon words and

expressions to refer to things such as price ahgkva

iv) Geographical origin
The other exclusion envisaged under Art.6 (1)(ejtgins to the signs that consist of
geographical names and places essentially, thadaanst the geographically descriptive mark to
prohibit monopoly of a term by one party that sliolog in the public domain.

‘Just as a manufacturer is not entitled to a mohopba laudatory or descriptive

epithet, so he is not to claim his own territor\hether country, or town, which

may in the future if not now, be the seat of thenafacture of goods similar to his

own.

Many marks that consist of geographical names aedigible for trademarks registration.
However, it should not be assumed that there ikakbt prohibition on the registration of all
geographical names. For example, if it is shown tomsumers associate a geographical name
with single sources for particular products, thekuld be eligible for trademarks registration.
As such, the registrability of a mark should beed®ined with respect to the market and the
goods of the applicant. Within the market testitigpiiry would be whether the term conveys an
immediate geographical sense to the consumer véfipect to the particular product. If
otherwise, geographical term conveys somethingerathan geographical significance, it is
essentially arbitrary, because its relationshiph® product is not natural but contrived and

unrelated to any inherent meaning in the mark.

Used marks

So far we have discussed marks that are inheramligible for trademarks registration on the

basis of non-distinctiveness. That is, we lookethatregistrability of marks in their natural or

unused state. This is to explain that it is possiblregister otherwise ineligible marks by use. In
this regard Art.6 (2) provides thahe provisions of Sub Arts. f and j (those tradeaxcluded
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on the ground that they are non-distinctive, desiee, or generic terms) of this article do not
application for registration of a trademark, if tttedemark has as a result of its use becomes
well known in Ethiopia”. The result of this prowsi is that even if a mark is inherently lacking
distinctiveness, it is now possible to registerakmf it does in fact have become well known in
Ethiopia.

Under the above provision, the test for registigbf otherwise non-registrable mark is that
there must be actual use, and by virtue of its tlee,mark must be well known in Ethiopia.
These tests seem to suggest that the actual esmafk and its popularity in Ethiopia must have
made it distinctive for the mark to be registeréde next question that needs to be asked where
a mark has been used is: Has the mark in fact eetjaidistinctive character?

The inquiry in relation to used marks is excluspjvebncerned with consumer perception: the
needs of other traders are irrelevant. As a resalisumer recognition becomes the litmus test
for whether a mark is registrable. The primary gato minimize consumer confusion by
preventing other traders from using similar mar&. sticceed in claim that a mark has become
registrable through use, an applicant must be tabéow that irrespective of how the mark was
perceived in its natural state, the mark now osrat a trademark. That is, an applicant must be
able to show that the primary significance of tharavor sign indicates a source rather than, for
example, merely, describing or praising the productthis sense all that thaw does is

recognizing what already happened in practice.

In summary, if an otherwise descriptive trademaokveys something other than its natural
connotation with the goods/or services it applies it is possibly eligible for trademark
registration. The consumer, no one else, determiriether the trademark has acquired a new
meaning other than its natural connotation. AltHoiigs not settled as to how many consumers
must certify the acquisition of new meaning, ittiought thatit suffice that only a few
consumers believe that the trademark indicatestiggn of the product other than the original
meaning of the term.

DeceptiveMarks
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As discussed earlier, the grand reason for exatusfanany marks lies in the distinctiveness of
the mark. Needless to state, a mark that is desbdistinctiveness is statutorily excluded from

trademark registration. Under this section we séé exclusion of marks not for not being non--
distinctive, but for their power to deceive the somer on the quality of the goods/ or services
for which the trademark is attached.

Art.6(1)(h) states that a “trade mark that is §keb mislead the public or the business
community, in particular as regards the geograpludgin of the goods or services concerned,
or their nature or characteristics is inadmissiioletrade mark registration”. This prohibition
tends to be applied to marks that, though distiecttontain some kind of suggestion or allusion
that is inaccurate or false. Consequently, a tradkmapplication would be refused if it relates to
a sign that suggests that the goods are made aftiaypar material, and they are not. This is
particularly the case where the material would ke&yaificant factor for a purchaser.

The prohibition against deceptive marks is motigaby the need to protect consumers from
confusion, mistake, or deception. Deceptive marksugually applied to indicate that the goods
or services come from a much known state or placé&wn for the production of the goods or
services, where it is not. No surprisingly, theemtton of the trader is to build goodwill by
pretending that he produces goods or servicespilace that the consumer regards as the most
appropriate place for the production of the goadseovices. Thus, prohibition against deceptive
marks stands as a guard to the public from mistedefusion or deception. The English trade
mark registry, for example, refused an applicatmmegister “perfumes de Paris” for toiletries
including perfumes on the ground that the marktegt@an expectation that the perfume would
be manufactured in Paris, so that (if they wer@ tigt trade mark would deceive the public not

only as to the geographic origin of the goods & as to their nature and quality.

Public order and Morality

The other most obvious absolute grounds relateattetmarks that are repugnant to public order
or morality. Art.6 (1)(d) provides that the tradetndhat is contrary to public order and /or
morality shall be inadmissible for a trademark ségition. In many respects, it will be very

difficult to determine which marks contravene piphes of morality or public order. To mention
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just a few, words or images that are racist orgslamous, or provocative for conflict are more

likely to fall under the prohibition.

10.4.2 Relative grounds for refusal
Largely, the absolute grounds for refusal stipuldi@t trademarks which are inherently non-
distinctive, or distractive, or deceptive or repaghto public order and morality shall not be
registrable. As such, the absolute grounds forsadfaim at protecting the public from confusion,
mistake, deception, disorder or embarrassment.athé absolute ground for refusal plays that
way, the relative grounds for refusal regulate tlom- registrability of trademarks that are
identical or similar to pre —existing marks. Thiatee grounds for refusal help to ensure that the
protection given to trade mark owners does notlminfith any pre-existing marks or with any
right that exists in the mark. It does this by emguthat a mark should not be registered if it is
similar to a pre-existing mark or if it conflictsitw any rights that exist in the mark. This is
exactly what Art 7 (para-l) Provides “a trademallals not be registered because of third party
priority rights”. When we closely inspect Art .7ewvould be apt to raise two basics concerns:
the value of the trademark, and its principal fiorctIf a trader was able to gain protection over
a mark that was already protected, it would undeenthe value given to the earlier trademark.
Also if protection was allowed in an identical amgar sign, etc., it would mean that trademarks
would not be able to function to indicate origirhuB, the relative ground for refusal enables the
owner of an earlier mark to prevent the registratid a sign by another, where the use of the
sign would infringe the rights of the earlier tratirk owner. At this juncture, it should be noted
that many of the infringement cases are connectete relative grounds for refusal. Hence, it
must be noted that the relative grounds for refdsatand investigation of infringement cases.
The relative grounds for refusal are envisaged uAde7. These provide that a trademark shall
not be registered if, when compared with an eantiark, it is found that;

i. The marks are identical and the goods or servieeglantical

ii. The marks are identical, and the goods or sendaoesimilar, and there is a likelihood of

confusion, which includes the likelyhood of asstiorawith the earlier mark
iii. The marks are similar, and the goods or servicegigher identical or similar, and there
is likelihood of confusion, which includes the liikmod of association between the

marks
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iv. The marks are either identical or similar, and gbeds or services are not similar, and
where the earlier trademark has a reputation aedofighe applicant’s trademark

would take unfair advantage of, or be detrimergdhe earlier trademark

10.5 Exploitation and use of trademarks

In its early days, a trademark was meant to indisatrces only. As such traders did not have a
proprietary right over their marks. However, grdtyaand largely due to the proliferation of
commercial enterprises since the early' 20ntury, trademarks turned out to be assets im thei
own right. Now trademarks are treated as formsopgrty that can be used and exploited by the
trademark owner. Like other intellectual propeights, trademark law provides both exclusive
rights and limitations. Before we go to the det#ilwould be indispensable to look at the

proprietorships, and some problems related to coeoship.

Proprietorship

As per Art.4 ownership right in trademark is acqdiby registration. By implication, the owner
of a trademark is the person who registers it.dnt@st to patent law that creates proprietary
right prior to the application for a patent, thedemark law does not recognize that a trademark
may have a proprietary before an application is endiche only proprietor is the registered

person.

Co-ownership

Two or more people can own a trademark. From tlises a potential problem as to whether one
co-owner can utilize the trademark without the emif other co-owners. Our trademark law
does not as such provide how each co-owner maigeutiheir rights. However, it sounds to
assume that if there are no contract bentween dh@vners of a trade mark, each of the co-
owner is entitled to equal undivided share in tbgistered trade mark. This also implies that
each owner is permitted to do for his own beneid avithout the need to account to the other,
any act which would otherwise amount to an infringat of the registered mark. As regards the
assignment and licensing of trademarks, Art 28(8Viples a that “share in a trademark, which is

subject of ownership, may not be transferred withbe consent of all the co-owners.
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10.5.1 Modes of exploitation

Trademarks can be exploited in different ways. et common technique is for the owner to
exploit the mark by himself. However, trademarks @so be exploited through assignment,
license, succession or mortgage.

Self-exploitation

Often self-exploitation involves making the goodpplying the mark, and selling the goods.
While a trademark owner may do all those acts byshkif, he can use third parties. For example,
a trademark owner may use goods manufactured by sora else, contract manufacture, to
which they apply his marks. In these circumstant®s,mark is not used to indicate that the
goods were manufactured by the trademark ownetedds the mark indicates that the goods
were selected and approved by the trademark owner.

Assignment

An assignment refers to a transfer of ownershipheftrademark. As a result of an assignment,
the assignee stands in the shoes of the assigdas antitled to deal with the trademark as he or
she pleases. Although the trademark owner enjogtative degree of freedom to assign his right
in trademarks, any assignment of trademark is stibje substantive and procedural
requirements. These requirements basically pettathe consent of the co-owner, if any, and
registration of the assignment by the registrafi¢efof intellectual property). In order for an
assignment to be valid, the office must registerltitalso seems that the registration of
assignment of trademark is subject to notificatrequirements under Art 16. As such, the
registration requirement serves a greater roleatepting consumers from confusion or mistake.
It should also be noted that in situations whereentban one party owns that trademark, each
co-owner must consent to such an assignment.ltwelthat a full assignment of a mark would
require the cooperation and signatures of all coers.

License

The other most common mode of exploitation of tradeks is licensing of the trademarks. In
general, a license is an authorization to use @detnark that would otherwise be prohibited
without the consent of the trademark owner. In otherds, a license enables the licensee to use
the trade make for specified goods or servicesawitiinfringing. Thus, so long as the use falls

within the terms of the license, the licensee isiime from an action by the trademark owner.
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Usually, license takes two forms: exclusive and-arausive license. An exclusive license is an
agreement according to which the trademark owneonly confers permission on the licensee
to use the trademark, but also promises that hlenail grant any other license. Moreover, an
exclusive license bars the licensor from exploitthg trademark, unless the license contract
allows the licensor to use the trademarks for hitnge effect, an exclusive license confers a
right in respect of the trademark to the exclusiball others including the licensor, as the case
may be.

Not arguably, the most important aspect of exckidieense is that it prevents others, and even
the licensor from using the trademarks. From thises, a question: Can the exclusive licensee
sue infringers in his own name. In part, the isbaiss down on whether the exclusive license
contract creates effect on third parties.

In contrast to assignment, registration is not ladig requirement to license contract. However,
this does not mean that to a license contract wbaleffective forthwith on third parties. The
last paragraph of Art 29 (2) provides “the licermtract shall have no effect against third
parties until so registered”. The consequence isf phovision is that in situations where the
exclusive license contract is registered, the Boertould not possibly have any recourse against
third parties. From this, it simply follows thatettexclusive license cannot sue third parties for
infringement. Now the next related question is whtte exclusive license contract is registered.
In many jurisdictions, the exclusive license isagisthe same rights as an assignee, and therefore
has the right to bring proceedings in respect gfiafringement that occurs after the date of the
license agreement. However, the right to sue byeiwtusive license is not explicitly provided
under our trademark law. The right of license asAre 33, seems to be confined to the right to
use the trademark during the duration of the lieensntract. However, there is not any
established reason that prohibits the exclusiven8e from bringing proceeding against third
parties. Undoubtedly, a registered exclusive lieetmntract replaces the trademark owner. So it
must be presumed that third parties associateetistered trademark not only with its owner,

but also with the exclusive license.

A non-exclusive license is merely a permission $& @ trademark for certain duration. Its

distinctive feature is that it does not prohibie thwner of the trademark from granting further
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licenses to third parties or from using the tradekrhimself. But, like exclusive license, it must

be made in writing.

10.6 Duration and Renewal of registration of tradanarks

According to Article 24, the registration of a teachark remains valid for a period of seven years
from the date of submission of the applicationrigistration. However, this does not mean that
the trade mark would be a public domain right aftex seven years period. Unlike the patent
system, the jurisprudence of the trademark law wdwallows for indefinite renewal of trade
mark registration. In this regard, Article 25 prdes that ‘registration of trademark may, upon
request of the owner, be renewed for consecutiviegseof seven years’. No provision under the
trademark registration proclamation envisages a timit for renewal of trademark registration.
Thus, the trademark owner can in no way be disgmardy the initial shorter duration of his
trade mark right.

The renewal of the trademark registration meetsrelated objectives. Primarily, it encourages
the trade mark owner to maintain the quality of goeds or services to which the trade mark is
attached. And secondly, the use of a trade marlatsingle, particularly known trader or
company enhances the experience of the consuneritfy the source of the product. As such,
the purpose of the renewal of trademark registnaisoto recover rights which otherwise could
have been expired upon the end of the seven yesisdp Thus, the applicant for renewal of
trade mark registration cannot make changes inrggemark or in the list of goods or services
in respect of which the trade mark is registeregtept that certain goods or services may be

eliminated from the list ( as per Article 25 pa2g.

10.7Renunciation, invalidation and cancellation of rigt on a registered trade marks

In spite of the examination process, the trade meagister is not a guarantee of the validity of
trade marks. As such, a registered trademark oaayal be removed from the register after
registration. There are three reasons why a magktie removed from the register. The first is
if is renounced by the owner himself as set outeu#dticle 34. The second is if it is held to be
invalid. And the third reason why a mark might benoved from register is cancellation for non-
use.

Renunciation of right
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Article 34(1) provides that ‘ the owner of a regretd mark, who wishes to renounce the
registration of a mark either wholly or in respettpart of the goods or services for which the
trade mark is registered, may submit his applicatio the office for cancellation of the

registration of the trademark’. The clause ‘...Whashes to renounce...’ indicates that
renunciation is a voluntary act. But this does meian that the owner of a registered mark can
renounce his right at home by saying that he doesvant to use it. According to Article 34, the
renunciation of right requires that the owner atgistered mark should apply for cancellation.
And where the registered mark is under a licensgract, the request for the renunciation of the
right shall be accepted only upon the submissioa wfkitten declaration by which the licensee
consents to the renunciation. The renunciation tesoeffective only after the decision for

cancellation has been entered into the register.

Invalidation

The other reason that removes a mark from regstras when the registration is held to be
invalid. The grounds for invalidation are set undeticles 6 and 7. These provide that a mark
my be declared invalid on the basis that it wassteged in breach of one of the absolute or
relative grounds for refusal. According to Articd®, the registration of a trade mark may be
invalidated, by a written request of any interegietson or by the office, in its own motion.

Like the ordinary law of contract, the decision ldeog invalidation of registration of a
trademark is effective as of the date of registratiHowever, there is an exception to this
retroactive effect of invalidation registered oademark. The exception as envisaged under
para.2 of Article 37 provides:

When the trademark has been subjected to a licendethe licensor has benefited from the license
contract, the invalidation of the registration $habt enable the licensee to claim the repayment of

money

Cancellation
The most common reason why a trademark registratiay be cancelled is on the basis of non-
use. This reflects the notion that protection faarks is justified as a result of their use. As

explained by a South African court, the generappee of cancellation is:
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To restrict the monopoly and protection conferrgddgistration to the proprietor’s legitimate arciual
trade requirements and to avoid the inconvenienost, oppression, and interference with trade that
would result from allowing trademarks to be registewith the intention, not of using them but me

preventing other traders from using them.

As there are a finite number of useful or valuamblerks, cancellation for non-use can also be
explained on the basis that it helps to ensureuhased marks are recycled.

The ground for cancellation of registered mark o lbasis of non-use is limited by the relevant
period of non-use. Article 35 (2) provides thartademark may be cancelled on the basis that,
during a continuous period of at least three yganexeding the date of the request for

cancellation of the trademark, it has not beenip@thiopia, by the proprietor, or a licensee in

respect of any of the goods or services for whickas registered. The only exception to this is

when the owner or a licensee proves that the neretithe trade mark was due to force majuere.

10.8 Infringement and remedies

10.8.1 Infringement

Indeed, one of the most important rights securetbuthe trade marks law is the right to proceed
against identical or similar use of marks on thsidbéhat there is a likelihood of confusion with
the registered mark. While trademark infringememicpedings will normally be brought by the
owner of the mark, it is possible for an actiorb&brought by an exclusive license. It should be
noted that the rights of the proprietor are enfabbe against third parties with regard to acts
done after the date of registration. The rightstioore for seven years, and may be renewed,

possibly indefinitely, for further seven years.

In order to determine whether a trademark has lrfeinged, it is necessary to compare the
registered mark with the alleged infringing sigrheTcircumstances in which a mark may be
infringed are stated under Art.7. These are where

The marks age identical and the goods or servigesdentical

The marks are identical and the goods or servigessamilar and there is a likelihood of

confusion, which includes the likelihood of asstiolawith the registered mark.
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ii. The marks are similar, and the goods or service®ither identical or similar, and there
is a likelihood of confusion, between the marks

V. The marks are either identical or similar, and gbeds or services are not similar, and
where the registered mark has a reputation anafuge defendant’s mark would take unfair
advantage of, or be detrimental to the distincityaracter or the repute of the registered
trademark.

Obviously, the grounds for infringement are the samith relative grounds for refusal. The key
difference between an action for infringement ahe telative grounds for refusal is that to

establish infringement, it is necessary to show ttia mark was “used in the course of trade”.

10.8.2 Remedies

The remedies for infringement under the trade madistration and protection consists of
provisional measures, civil remedies that incluganctive relief and an accounting for profits,
and criminal sanctions.

a) Provisional measures

It is often said that ‘prevention is better tharretuThis medical axiom heavily purports for
institutional mechanisms which are directed towaptsventing damage or injuries from
occurring. Substantially in a similar context, theademark registration and protection
proclamation seems to give adequate weight to tlexeption mechanism (or provisional
measure, as it stands under the proclamation).uh, sArticle 39(a) states that ‘a court shall
order prompt and effective provisional measureprevent an infringement of a right from
occurring, in particular to prevent the entry ithe channels of commerce of import and export
goods after completing customs formalities. In &ddito the preventive functions of provisional
measures, Article 39(b) provides that provisionalasure may be in order to preserve relevant

evidence in regard to an alleged infringement ogat.

As Article 39(a & b) envisages, a provisional measweeds to be prompt and effective. As such
the procedure for adopting provisional measure Ishawt allow the infringer to cause

irreparable damage and/or conceal relevant evideaheé may be used for establishing
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infringement. Accordingly, Article 39(2) allows tl®urt to order provisional measures, without
summoning the defendant, where it finds it appedpri This is so, particularly, where any delay
is likely to cause irreparable harm to the applicanwhere there is a demonstrable risk of
evidence being destroyed. According to Article 39(te provisional measure may take the form
of search and seizure as provided under the craitgdure code and the criminal procedure

code.

In deciding on an application for provisional measy the court may in pursuant to Article 39(4)
(a) consider if the threatened interest cannotdakressed by awarding damages; particularly,
whether the threat is imminent, the prema faciensfth of the action and the gravity of the
prejudices a decision for or against may causethereof the parties. The court may further
undertake, as per Article 39(4) (c), a deeper itigason of the relative strength of the parties
before granting the temporary injunction wheredpplication of the criteria under Article 39(4)
(a) puts the parties on equal position. The cldwbere the application of the criteria under
Article 39(4) (a) puts the parties on equal positis an important safeguard to the defendant in
that it protects him from a surprise by a searct s@izure court order. On the other hand,
‘deeper investigation’ by the court, which is farres overtaken by other matters, may mean
giving the defendant to infringe to the extentpaeable by awarding damage, or possibly it may

give the defendant enough time to conceal or dgsélevant evidence.

b) Civil remedies
According to Article 40 the civil remedies take floem of permanent injunction and accounting

of profits.

I. Permanent Injunction

A permanent injunction is granted, in favor of ghlaintiff, after infringement of trade mark

rights by the defendant is proved. Once orderednaeent injunction prohibits the defendant
from continuing the act of infringement. As suclkympanent injunction guarantees the plaintiff
from further infringement by the defendant. It alwugh incidentally, protects the public from
deception.

II. Accounting of profits
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Article 40(1) (b) cum. Sub article (2) allows thiaiptiff to recover profits gained from the use of
the trademark, or alternatively the amount of ryyetle defendant could have been charged had
he used the trademark under the license contrdcthé plaintiff has to demonstrate is the
defendant’s gross income; the burden is upon tliendant to prove items of cost. In other
words, the plaintiff is required to prove only tteeal amount of the defendant’s sales and need
not worry about what portion of those gross sales adtributable to the cost of the items,
advertising, administrative costs, and any othg@eeases that are deductible from gross amounts
to determine profits.

The whole of the net profit derived from the saléhe defendant’s goods or services in connectith w
the use of the trade mark shall be attributed ¢ouse of the trade mark unless the defendant ptbet¢s
part of the profit is attributive to other factors.

Additionally, the plaintiff does not have to dembtrage that, had the defendant not made these
sales, the consumers would have purchased froipldireiff instead.

Finally, it must be noted that the accountingdwofit is a compensatory measure than a punitive
standard. Hence the court must be certain thaatkeunting for profit does not yield a result
that is so high as to work a punishment on therdizfet rather than compensation to the plaintiff
for any losses. The court should as well guardreagjahe possibility that the accounting fails to

consider factors that unfairly deprive the plainif what is justly his.

c¢) Criminal Sanctions

In many countries, trade mark infringements areveationally classified as civil matters. As
such, the remedy for a trademark owner for infrmgat is to seek compensation, and/or
injunction, and/or destruction of the infringingvitees. However, mainly due to the insufficiency
of the civil remedies to control the malady of pyasome states have started to use the army of
criminal sanction to strengthen the enforcementsmes of trademarks rights.

One of the substantial advances envisaged underetierade mark registration and protection

proclamation is the incorporation of criminal samie$, in addition to provisional and civil
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remedies. The criminal sanctions apply not onlgdts committed intentionally but also to those

acts committed with gross negligence.

The severity of the criminal sanction varies depegan the supposed degree of knowledge of
the infringer. Where it is ascertained that theeddint has intentionally infringed rights

protected under the trademark registration andeptioin proclamation, he would be punished
with rigorous imprisonment of a term not less tlhayears and not more than 10 years. But, in
the case of gross negligence, the punishment rafrges 1-5 years of gross negligence.

However, it must be noted that the criminal samstiainder the trademark registration and
protection proclamation are applicable only whére triminal code does not impose heavier

penalty.

Compare the severity of the criminal sanctions ssyed under the trade mark registration and

protection proclamation with that of the new rediseiminal code.

10.9 International Conventions on trademarks

Various mechanisms have been developed to pratederharks on a transnational basis. The
earliest of these was the Paris convention of 2B8Brequires members to apply the principle of
national treatment. That is, it requires membergdat foreign nationals of contracting states as
they would their own nationals. This ensures thespmlity for foreign protection of trademarks.

This is further facilitated by provisions that givegistrants in one country a short period of
priority, and provisions obliging national officas register any trademark which has been

registered in its country of origin.

While the Paris convention was of some assistamt¢eahsnational traders, it failed to create a
mechanism for the international application for ksarHowever, afterwards, the Madrid
agreement on the international registration of mark1891, and the Madrid protocol of 1989
provided mechanisms for international registratmfnmarks. Under these arrangements, an
individual or company may apply to the bureau & torld intellectual property organization

for an international registration after making ameoregistration or application. The bureau
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passes the application on to relevant nationaketradk offices. If the office of the contracting

party does not refuse the application within atéditime, it is treated as registered.

The TRIPs agreement also provides by far the metdtildd international prescription of the
substantive rules relating to the protection ofisteged marks. For example, Article 15 defines
the protectable subject matter expansively thatudes service marks. It also prohibits
discrimination as to regisrabilty according to theture of the goods and services to which a
trademark is to be applied. Article 16 requiresogettion of certain rights, in particular the use
of an identical or similar mark on identical or §am goods or services where such use would
result in a likelihood of confusion. Articles 17 carl8 provide, respectively, for limited
exceptions to the rights conferred by a tradenemld, for the potentially indefinite registration of
marks on the basis of renewable terms, each ohamam of seven years. Article 19 limits the
circumstances in which registrations may be revdkecon-use, and Article 21 prohibits the

compulsory licensing of marks.

There has been relatively little concern at intéomal level on the protection of unregistered

marks. In part this could be explained by the taet if a business operates on a transnational
level, it will typically have the resources to ot its interest through registration. As a result,
the protection of unregistered marks tends to matter of concern for small enterprises and as a

consequence, has not prompted activities at digltewal.

However, the geographical expansion in the opmratdof many businesses has given rise to a
form of opportunism, against which internationali@e has taken place. More specifically, the
Paris convention has been revised to prevent tleenmptive adoption of such marks by
interlopers in countries where the proprietor hasyet commenced marketing. As such, Article
6 of the Paris convention imposes an obligatioretmgnize and protect well-known marks even

where they have not been registered.

Self check questions
1. Discus the basic difference between certificatiarks and collective marks.

2.  What distinguishes trade mark law from copyrighd &me patent system?
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3. Suppose your client wishes to obtain trade magistetion for ‘FUCK CAT mark for a
closing business. Would you advice your client thiatapplication is likely to be rejected on
absolute grounds for refusal? Would your answengtaf the mark was routinely in use in
business?

4. X company wishes to obtain trade mark registrafmn‘ORGANIC’ mark cotton textiles.
The cotton textiles are not processed from orgdlgigaown plants. Would you advice the X
Company to bring an application for trade mark s&gtion for the ‘ORGANIC’ mark? What
are the possible objections against the registratfadhe ‘ORGANIC’ mark?

5. Ascertaining the likelihood of confusion is probalhore complex than it initially seems.
Certainly, it calls for a more robust analysis timaerely viewing the marks side by side in the
court room. Instead the court must attempt to dameuthe consumer’s encounter with the
mark and assess similarity with that real worldteghin mind. How exactly might a court do
this?

6. Assume Zuma Company, a manufacturer registeredanted in Addis Ababa, sells body
soaps under the mark ABERA. Assume further MEMORYompetitor located in Mekelle,
also sells similar body soaps under the mark ABR3Bsuming Zuma wishes to sue
MEMORY under the confusion based theory of infrimgat, how would you ascertain the
likelihood of confusion.

7. A trade mark owner may prevent use of his marknewdere there is no manifested
competition between the owner of the famous mark atiner parties, or that there is no

likelihood of confusion. Comment on this.

Balew Mersha, G/Hiwot Hadush Page 295



